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Part | 


RECENT CHANGES IN THE DUTCH 
TRADEMARK LAW 


By Dr. W. L. Haardt* 


The Editorial Board is pleased to be able to print only a few 
months after its coming into effect, an authoritative article on 
some of the more important features of the new Dutch Trademark 
Law, written for The Trademark Reporter by a member of an 
outstanding firm of lawyers in the Netherlands.—Eb. 


1. Introduction 


Although the Supreme Court of the Netherlands has handed 
down some interesting decisions lately with regard to trademark 
law, undoubtedly the most important event in this field in recent 
years was the amendment to the Trademark Act of 1893 by the 


Act of October 21, 1956 which has come into effect on May 8, 1957. 
The amended text of the Act has been published in the Netherlands 
“Staatsblad”, 1957, no. 142, dated May 7, 1957. 

The main object of the reform was to bring the old Act of 1893 
in line with the present text of the international treaties to which 
the Netherlands are a partner, especially the Paris Convention of 
March 20, 1883 and the Madrid Arrangement of April 14, 1891. 
Secondly it was intended to meet the need felt in the business world 
for a trademark license. Thirdly it seemed desirable to adapt the 
Act not only to the practice which had formed itself, partly by 
request of the interested parties at the Trademark Office, but also 
to court decisions with regard to doubtful points. Finally, another 
objective was—also put into effect in a recent amendment to the 
Patent Act of 1910—to remove from the Act all references to the 
taxes to be paid to the Office. The tariffs in question are now to 
be found in a separate Decree which can be amended with less 
formalities, so that tariffs can more quickly and easily be adapted 
to changing circumstances. 


* Member of the firm of Prof. Bodenhausen, Blackstone, Rueb, Haardt, Bl 
and Smit, The Hague, Netherlands. ; ’ , Bloemsma 
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The outcome of all this has been that, on the one hand, not 
less than 63 amendments have been introduced, but that, on the 
other hand, the underlying principles of the old Act have remained 
unchanged. Many people regret that the opportunity has not been 
seized to introduce a completely new Act instead of amending the 
old one, the system of which has often and not unjustly been criti- 
cized. The Government, however, defended the introduction of 
this great number of partial amendments instead of a complete 
revision of the old Act with the argument that some of the changes 
could not wait during the long period which would certainly be 
involved in the preparation of a new Act based on a substantially 
different system. 

There is, evidently, no sense in discussing here all 63 amend- 
ments which have now come into force. A choice has to be made: 
two of the most interesting amendments will be dealt with more 
in detail, viz. (a) the introduction of the trademark license and 
(b) the new wording of the grounds on which the Trademark Office 
may refuse to register a trademark and the grounds on which 
the courts may cancel a registration. In the last paragraph a survey 
of some of the other most important amendments will be given. 

But first of all, in order to enable the reader to understand 


better the meaning of the amendments dealt with, the main prin- 
ciples of the Netherlands Trademark Law which remained un- 
changed, shall be set out very briefly. 


2. Main Principles of the Netherlands Trademark Law 
The main principles of the Netherlands Trademark Law are: 


(a) The exclusive right to a trademark is acquired by first 
use of the trademark in the Kingdom (which includes 
Surinam and the Netherlands Antilles). This right ex- 
tends to trademarks which are considered similar to the 
one used and to the products for which the trademark is 
used as well as to products of the same kind. 


The registration of the trademark at the Trademark 
Office is required neither for the acquisition nor for the 
exercise of the exclusive right against third parties. This 
registration has, however, legal consequences; it implies 
a presumption that the person who has registered the 
trademark, has first used the trademark for the products 
for which it has been registered, but the burden of proof 
that the same or a similar trademark has been used before 
the registration of the trademark, or that the registered 
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mark had not been used at all, lies with the other party. 
The registration itself is not considered proof of trade- 
mark use, except in cases where a trademark has been 
registered with a priority claim under the Paris Conven- 
tion and after it has already been registered in the country 
of origin and in the case of an international registration 
at the Berne Bureau in accordance with the Madrid 
Arrangement. An important consequence of the regis- 
tration is that third parties are prevented from choosing 
the same or a similar trademark for the same kind of 
products. As will be shown later the Trademark Office 
will refuse such marks for registration. 


The exclusive right to a trademark expires if the mark 
has not been used for three years, whether the registra- 
tion has been maintained or not. The burden of proof of 
“non-use” lies with the party claiming this non-use 
against the owner of the trademark. 


Assignment of a trademark is possible, however, only in 
connection with the products of the enterprise that the 
trademark is meant to distinguish. 


A special procedure before The Hague District Court 
is possible (1) to obtain an order from the Court for the 
registration of a trademark which has been refused for 
registration by the Trademark Office and (2) to obtain 
the cancellation of a trademark which has been registered ; 
this procedure starts with a petition; the grounds on 
which this can be filed shall be considered later. The 
decisions handed down by the Court in this special proce- 
dure are not “res judicata”; the ordinary courts may, for 
instance, in an infringement proceeding arrive at a dif- 
ferent decision regarding the validity of the trademark 
or the question of similarity. 


3. Trademark License 


The word “license” is not mentioned in the Act as now 
amended. However, in its new section 3, par. 2 it is stipulated that 
the owner of a trademark may authorize somebody else to use 
the trademark and that this use is to be considered as use by the 
owner. The need for a stipulation like this has been felt for some 
time, especially in those cases where goods under a foreign trade- 
mark were imported into the Netherlands by a Dutch firm. It is 
true that the courts often helped the foreign manufacturer and 
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trademark owner by deciding that the Dutch firm, when importing 
and selling the goods here, did not use the trademark to distinguish 
his own goods but those of the foreign supplier and that, conse- 
quently, he did not acquire or maintain the right to the trademark 
himself but for his foreign supplier. But it sometimes happens 
that the foreign manufacturer allows the Dutch importing firm to 
use the trademark for products locally manufactured. In that 
case the conclusion that the trademark was used to distinguish 
the products of the foreign trademark owner was no longer justi- 
fied; the Dutch firm would acquire the rights for itself and if 
the foreign trademark owner did not import his own products 
for more than three years, he lost his rights even if the trademark 
had been registered in his name. These consequences are now 
prevented by the stipulation cited above, although a number of 
questions with regard to this trademark license remain open; for 
example it is not certain whether the license holder has any rights 
of his own against infringers of the trademark and there is some 
doubt as to what meaning has to be attached to the registration of 
the license at the Trademark Office which has been made possible 
for registered trademarks in section 15bis of the amended Act. 


4. Grounds for Refusal or Cancellation of a Registration 


The grounds for refusal of a registration have now been 
systematically enumerated in the new section 4bis of the Act. 
These grounds can be divided into two groups; the first group 
comprises those grounds that are based on the trademark itself 
(absolute grounds), and the second group comprises those grounds 
which lie in the rights of third parties (relative grounds). In the 
first ease the registration must be refused whereas in the second 
ease the Trademark Office has the authority to refuse the regis- 
tration. 

There is an absolute ground for refusal of a registration in 
the following cases: 


(a) if the trademark, considered as a whole, lacks distinguish- 
ing character as to the products for which it is meant; 


(b) if the trademark contains words or representations pro- 
hibited by the Act, contrary to morality or which make 
the use of the trademark contrary to public order includ- 
ing the possibility of misleading the public. This is one 
of the instances confirming what has already become 
normal practice at the Trademark Office. Some years 
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ago the registration of the trademark Lucky strike for 
perfumes had been refused and the courts have upheld 
this refusal of the Trademark Office. Supreme Court 
May 14, 1954, 1954 no. 450, Bijbl. I.E. 1954, page 104. 


Another example under this heading are symbols and 
flags of states belonging to the Paris Convention. 


There is a relative ground for refusal of a trademark: 


(a) if the trademark is identical or similar to another trade- 
mark which has been registered for the same kind of 
products in the name of another or for which another 
party has requested registration for the same kind of 
products, or 


is so similar to a trademark registered in the name of 
another or for which someone else has previously re- 
quested registration, or which is known in the Nether- 
lands as the trademark of another party or is so similar 
to the trade name of another that there may be confusion 
of the public concerning the origin of the products. 


It is new in the language under (b) that in the first three 
cases mentioned there it is not required that the older trademark 
has been acquired for the same kind of products and that in the 
third case the registration or even the use of the older trademark 
is not required. 

It may further be observed that the new Act stipulates ex- 
pressly that the Trademark Office formally refuses a trademark 
only after it has communicated its objections in writing to the 
party requesting registration and after the latter has not been 
successful in removing these objections. 

A further observation is that the Act still does not mention 
as a ground for refusal the circumstance that the party requesting 
registration does not use or has ceased to use the trademark in 
question. 

As to the grounds for the cancellation of a trademark which 
has been registered by the Trademark Office notwithstanding the 
presence of grounds for refusal the same distinction between abso- 
lute and relative grounds must be made. 

If there is an absolute ground as mentioned above it is the 
district attorney who may file the petition for cancellation (an 
example wis the cancellation of the trademark cHEvRoLET which 
some years ago had been registered by the Trademark Office for 
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watches. 
1952, p. 122). 

If there is a relative ground for cancellation the petition may 
be filed by the owner of the older trademark or the old trade name. 
A relative ground for the owner of an older trademark is also 
where the mark is identical or similar to the one registered, even 
if the older trademark had not been registered. 

Whereas the petition in case of a relative ground must be filed 
within six months from the date of publication of the registration, 
the district attorney in his petition for cancellation on an abso- 
lute ground is not bound by any term. 

When a registration has to be renewed—after twenty years— 
the Trademark Office again examines whether an absolute ground 
for refusal as mentioned above has come up. 
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Court of Appeal, The Hague, March 19, 1952, Bijbl. I.E. 


5. Other Important Amendments 


As pointed out above a selection must be made from the 
numerous other amendments which have become part of the new 
Act. The following are worth mentioning: 


the term of priority in accordance with the Paris Conven- 
tion was still mentioned in the old Act as 4 months; of 
course this has been brought up to 6 months and this 
term has now been included in the Act in section 3 par. 4; 


for infringement actions a supplementary forum has 
been created by section 3bis. If the Code of Civil Proce- 
dure does not indicate a competent Dutch court, the in- 
fringer can always be summoned before the District Court 
at The Hague. This amendment is of importance for 
American trademark owners in case of infringement of 
their trademark in the Netherlands by someone who has 
no residence in that country; 


as has already been pointed out, all taxes, etc. to be paid 
to the Office, for example when requesting registration, 
or for the registration itself, or for the renewal of same, 
are no longer mentioned in the Act but in a separate 
Decree (Reglement Industriéle Eigendom) and have been 
published in the Staatsblad 1957, no. 120. 


more importance has been given to the date on which the 
request for registration is received by the Trademark 
Office. This date is now also published and registration 
takes effect as from this date (section 5, par. 4); 
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(e) the Trademark Office has now a much longer term during 
which it may object against an international registration 
in accordance with the Madrid Arrangement; it has been 
brought up from 3 months to 1 year (section 8, par. 1) ; 


(f) some novelties have been introduced with regard to the 
procedure to obtain an order for registration of a trade- 
mark which has been refused (section 9) or to obtain a 
cancellation of a registration (section 10); for example, 
it is now possible to file a petition in defense (section 12, 
par. 5) and to file a counter appeal before the Court of 
Appeal in The Hague or before the Supreme Court (sec- 
tion 12bis, par. 5). The term within which a petition for 
cancellation of an international registration under the 
Madrid Arrangement must be filed by the owner of an 
older trademark, has been reduced from 9 months to 6 
months. Finally, the decisions of the courts must state 
their motives which in general is not the case in the 
Netherlands in decisions handed down in petition cases 
(section 12, par. 8) ; 


the rule that the assignment of a trademark is only pos- 
sible in connection with the industrial or commercial 
establishment which the trademark is meant to distin- 
guish, has been maintained. In the future it is, however, 
no longer required that establishments other than those 
in the Netherlands have been transferred together with 
the trademark (section 20). 


6. Conclusion 


The Trademark Act of 1893 in its new amended form consti- 
tutes in many respects an improvement. However, the basic ideas 
are obsolete and a completely new Act which can really be consid- 
ered as modern is still needed. A draft for such an Act has been 
made by a Benelux Committee and its publication is awaited with 
great interest. 
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THE CONSTITUTIONALITY OF SUPREME COURT REVIEW 
OF PATENT AND TRADEMARK DECISIONS OF THE 
COURT OF CUSTOMS AND PATENT APPEALS* 


By Ralph J. Gilbert** 


Introduction 


In 1948, under the act which codified into law Title 28 of the 
United States Code, the Supreme Court was for the first time 
given general jurisdiction to review decisions of the Court of 
Customs and Patent Appeals (hereinafter called C.C.P.A.)! Prior 
to that time, the only statutory provision authorizing the Supreme 
Court to review C.C.P.A. decisions related exclusively to customs 
cases, there being no authorization for the review of patent and 
trademark cases brought before that tribunal.’ 

The present governing statute provides broadly: 


“Cases in the Court of Customs and Patent Appeals may 
be reviewed by the Supreme Court by writ of certiorari.” ° 


The language is short, explicit, and unambiguous; nothing in 
the legislative history of the particular provision indicates an in- 
tent on the part of Congress to restrict review in any manner. 
Since the passage of the statute, however, at least seven cases 
have been brought before the Supreme Court in which the peti- 
tioners invoked the present provision as the sole ground for juris- 
diction in a patent or trademark matter.‘ In each case the petition 
was denied without an expression of opinion. 


* Reprinted by permission from The Georgetown Law Journal, Vol. 45, Summer 
1957. 
L.L.B., Georgetown Law School; at present student at the Institute of Foreign 
and International Trade, Goethe University, Frankfurt a.M., Germany. 

1. 28 U.S.C. § 1256 (1952). 

2. Act of March 3, 1911, c. 231, § 195, 36 Stat. 1145. Appeals to the C.C.P.A. in 
patent and trademark matters must be distinguished from appeals from judgments of 
the United States Customs Court in customs cases. The latter are clearly reviewable by 
the Supreme Court. Barr v. United States, 324 U.S. 83 (1945); Board of Trustees v. 
United States, 289 U.S. 48 (1933). Although the Court of Customs and Patent Appeals 
is a legislative court, Ex parte Bakelite Corp., 279 U.S. 438, 19 TMR 264 (1929), its 
decisions are reviewable by the Supreme Court if deemed judicial in nature. Cf. CORWIN, 
THE CONSTITUTION OF THE UNITED STATES OF AMERICA 536 (1953). 

3. 62 Stat. 928 (1948), 28 U.S.C. § 1256 (1952). 

4. In re Tatincloux, 43 C.C.P.A. (Patents) 722, 228 F.2d 238 (1955), cert. denied, 
351 U.S. 907 (1956); In re Ducci, 42 C.C.P.A. (Patents) 1088, 225 F.2d 683 (1955), 
cert. denied, 350 U.S. 982 (1956) ; In re Campbeil, 41 C.C.P.A. (Patents) 896, 212 F.2d 
606, cert. denied, 348 U.S. 858 (1954); In re Martin, 39 C.C.P.A. (Patents) 893, 195 
F.2d 303, cert. denied, 344 U.S. 824 (1952); In re Shackell, 39 C.C.P.A. (Patents) 847, 
194 F.2d 720, cert. denied, 343 U.S. 978 (1952); Learned v. Thompson, 39 C.C.P.A. 
(Patents) 730, 191 F.2d 409 (1951), cert. denied, 342 U.S. 942 (1952); In re Dalton, 
38 C.C.P.A. (Patents) 953, 188 F.2d 170, cert. denied, 342 U.S. 818 (1951). 
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Normally no significance can be read into such denials, for 
review on writ of certiorari is not a matter of right but is within 
the sound discretion of the Court.’ One can only conclude that 
fewer than four members of the Court deemed it desirable to 
review a decision of the lower tribunal.® Previous holdings of the 
Court,’ however, give rise to speculation as to its reasons for 
denying the petitions in these recent cases. Is the Court refusing 
review. in its sound discretion because it feels the C.C.P.A. pos- 
sesses the peculiar expertise required for the adjudication of the 
issues presented? Have the questions involved been of insufficient 
public importance? Or are the petitions being denied because the 
Court feels it is constitutionally incapable of reviewing such de- 
cisions? 

It has recently been suggested that since the Supreme Court 
refuses to review C.C.P.A. patent and trademark decisions that, 
therefore, such decisions should be reviewable in the United States 
district courts under the Administrative Procedure Act.* For 
the reasons outlined below, this writer feels that the Supreme 
Court may review such decisions and that its previous holdings are 
no longer apposite or controlling. 


The Cases 


In Postum Cereal Co. v. California Fig Nut Co.,° a trademark 
ease, it was first declared that neither patent nor trademark 
decisions of the Court of Appeals for the District of Columbia 
were reviewable by the Supreme Court. In that case the Postum 
Cereal Co., which had registered the trademark craPeNuts under 
the Trademark Act of 1905,” petitioned to cancel the registration 
by the California Fig Nut Company of the mark ric-Nuts which 
that company had registered under the Trademark Act of 1920.” 
The petition was denied by the Examiner of Interferences and 
denial was upheld by the Commissioner of Patents. The Court of 
Appeals for the District of Columbia refused to entertain an 
appeal on the ground that the 1920 Act contained no provision 


5. Sup. Ct. Rule 19 (1954). 

6. Maryland v. Baltvmore Radio Show, Inc., 338 U.S. 912, 917 (1950). 

7. McBride v. Teeple, 311 U.S. 649 (1940); Pacific Northwest Canning Co. v. 
Skookum Packers’ Ass’n, 283 U.S. 858 (1931) ; Postwm Cereal Co. v. California Fig Nut 
Co., 272 U.S. 693, 17 TMR 27 (1927). 

8. Vandenburgh, Review of Decisions of the Court of Customs and Patent Appeals 
Under the Administrative Procedure Act, 38 J. PAT. OFF. SOC’Y 675 (1956). 

9. 272 U.S. 693 (1927). 

10. Act of Feb. 20, 1905, c. 592, 33 Stat. 724. 

11. Act of Mar. 19, 1920, c. 104, 41 Stat. 533. 
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Normally no significance can be read into such denials, for 
review on writ of certiorari is not a matter of right but is within 
the sound discretion of the Court. One can only conclude that 
fewer than four members of the Court deemed it desirable to 
review a decision of the lower tribunal.’ Previous holdings of the 
Court,’ however, give rise to speculation as to its reasons for 
denying the petitions in these recent cases. Is the Court refusing 
review. in its sound discretion because it feels the C.C.P.A. pos- 
sesses the peculiar expertise required for the adjudication of the 
issues presented? Have the questions involved been of insufficient 
public importance? Or are the petitions being denied because the 
Court feels it is constitutionally incapable of reviewing such de- 
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It has recently been suggested that since the Supreme Court 
refuses to review C.C.P.A. patent and trademark decisions that, 
therefore, such decisions should be reviewable in the United States 
district courts under the Administrative Procedure Act.* For 
the reasons outlined below, this writer feels that the Supreme 
Court may review such decisions and that its previous holdings are 
no longer apposite or controlling. 


The Cases 


In Postum Cereal Co. v. California Fig Nut Co.,° a trademark 
ease, it was first declared that neither patent nor trademark 
decisions of the Court of Appeals for the District of Columbia 
were reviewable by the Supreme Court. In that case the Postum 
Cereal Co., which had registered the trademark GrapENUtTs under 
the Trademark Act of 1905,” petitioned to cancel the registration 
by the California Fig Nut-Company of the mark Fic-Nuts which 
that company had registered under the Trademark Act of 1920.” 
The petition was denied by the Examiner of Interferences and 
denial was upheld by the Commissioner of Patents. The Court of 
Appeals for the District of Columbia refused to entertain an 
appeal on the ground that the 1920 Act contained no provision 


5. Sup. Ct. Rule 19 (1954). 

6. Maryland v. Baltwmore Radio Show, Inc., 338 U.S. 912, 917 (1950). 

7. McBride v. Teeple, 311 U.S. 649 (1940); Pacific Northwest Canning Co. v. 
Skookum Packers’ Ass’n, 283 U.S. 858 (1931) ; Postwm Cereal Co. v. California Fig Nut 
Co., 272 U.S. 693, 17 TMR 27 (1927). 

8. Vandenburgh, Review of Decisions of the Court of Customs and Patent Appeals 
Under the Administrative Procedure Act, 38 J. PAT. OFF. SOC’Y 675 (1956). 

9. 272 U.S. 693 (1927). 

10. Act of Feb. 20, 1905, c. 592, 33 Stat. 724. 

11. Act of Mar. 19, 1920, c. 104, 41 Stat. 533. 





10 THE TRADEMARK REPORTER Vol. 48 T. M.R. 


therefor. Appeal was taken to the Supreme Court and it was 
there held that, even if the Court of Appeals were wrong in its 
construction of the Trademark Act of 1920, an appeal could not be 
taken to the Supreme Court to remedy the error, since: 


“Neither the opinion nor decision of the Court of Appeals 
under § 4914 R.S., or §9 of the Act of 1905, precludes any 
person interested from having the right to contest the validity 
of such patent or trade-mark in any court where it may be 
called in question. This result prevents an appeal to this 
was. 


The Court further stated in general terms, and without adducing 
specific reasons, that such a proceeding was merely administrative 
in nature’ and that it was not a “case” within the meaning of 
article IIT of the Constitution. 

Shortly after the decision in the Postwm case was handed 
down, the title of the Court of Customs Appeals was changed to 
the “United States Court of Customs and Patent Appeals,” and. 
it was vested with the patent and trademark jurisdiction which 
the Court of Appeals for the District of Columbia had up to that 
time exercised.** Soon thereafter petitions for certiorari were 


brought to the Supreme Court in two trademark cases, seeking 
to review decisions of the newly established Court of Customs and 
Patent Appeals. The first denied certiorari without any expression 
of opinion.” The second, Pacific Northwest Canning Co. v. 
Skookum Packers’ Ass’n,* applied the rule of the Postwm case 
to the decisions of the C.C.P.A. with the following opinion: 


“Petition for writs of certiorari to the Court of Customs 
and Patent Appeals denied for want of jurisdiction. Section 
240, Judicial Code; § 347, U.S. Code, Title 28; Postuwm Cereal 
Co. v. California Fig Nut Co., 272 U.S. 693.” * 


Finally, in McBride v. Teeple” the dictum in the Postum case 
with regard to patent decisions** was approved. Review of a 


12. Under the Act of March 3, 1911, c. 231, § 250, 36 Stat. 1159, appeal was 
allowed if the construction of a United States statute was in issue. 

13. 272 U.S. 693, 699, 17 TMR 30 (1927). 

14. Id. at 700,17 TMR 31. 

15. Id. at 699, 17 TMR 31. 

16. 45 Stat. 1475 (1929), 19 U.S.C. § 169 (1952). 

17. Panhard Oil Corp. v. Societe Anonyme des Anciens Etablissements Panhard 
§ Levassor, 282 U.S. 858 (1930). 

18. 283 U.S. 858 (1931). 

19. Ibid. 

20. 311 U.S. 649 (1940). 

21. In the Postum case review of a trademark decision was sought. 
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patent decision of the C.C.P.A. was denied “for want of juris- 
diction,” citing the Postum case.”* 


Analysis 


The citation to the Judicial Code in the Skookum case in- 
dicated the absence of a general statute authorizing the Supreme 
Court to review patent and trademark decisions of the C.C.P.A. 
This, of course, was an adequate reason in itself to warrant the 
denial of certiorari. The appellate jurisdiction of the Supreme 
Court is governed by “such Regulations as the Congress shall 
make,” ** and it is well established that acts of Congress affirma- 
tively defining the jurisdiction of the Supreme Court must be 
construed to exclude from that jurisdiction all cases not expressly 
provided for.* Since the Court had been given no authority to 
review C.C.P.A. patent and trademark decisions by writ of cer- 
tiorari, it was powerless to do so on its own motion. 

Clearly, this jurisdictional defect no longer exists. As noted 
above, Congress has now authorized the Supreme Court to review 
C.C.P.A. decisions generally,” without limitation to customs de- 
cisions.” This particular ground for denial, unassailable at the 
time of the Skookum Packers case, is, therefore, inapplicable to 
present day cases. 

The citation of the Postum case indicated the Court’s second 
reason for denial of the petition in Skookum Packers, namely, 
that the Supreme Court is constitutionally incapable of reviewing 
C.C.P.A. decisions. 

The Postum decision rested primarily on the thesis that, since 
C.C.P.A. decisions do not have a binding effect on the question of 


22. In addition to these cases in which the Court expressly placed its refusal on 
jurisdictional grounds, it denied certiorari without comment in the following cases 
involving summary appeals from the Patent Office: Andrew J. McPartland, Inc. v. 
Montgomery Ward § Co., 333 U.S. 875 (1948) ; Galena Mfg. Co. v. Superior Oil Works, 
308 U.S. 609 (1939); Chase v. Avery, 307 U.S. 638 (1939); Keller v. Hewmann ¢ 
Thompson Co. vy. Coe, 298 U.S. 656 (1936); United States Gypsum Co. v. Plastoid 
Products, Inc., 284 U.S. 635 (1931); Laughlin v. Robertson, 284 U.S. 652 (1931); 
Fessenden v. Wilson, 284 U.S. 640 (1931); J. G. Farbenindustrie vy. Lacy, 282 U.S. 870 
(1930). 

23. U.S. Const. art. ITT, § 2, cl. 2. 

24. Stephan v. United States, 319 U.S. 423 (1943) ; Missouri v. Missouri Pac. Ry., 
292 U.S. 13 (1934); The “Francis Wright,” 105 U.S. 381 (1881); Ex parte McCardle, 
74 U.S. (7 Wall.) 506 (1868); Durousseau v. United States, 10 U.S. (6 Cranch) 307 
1810). 

25. 28 U.S.C. § 1256 (1952). 
26. It has been argued that the present provision should be construed to authorize 


certiorari in customs cases only, despite the lack of any evidence showing such a re- 
stricted congressional intent. See Brief for Respondent in Opposition, pp. 5-6, Learned 
v. Thompson, 342 U.S. 942 (1952); Brief for Respondent in Opposition, pp. 8-9, Dalton 
v. Marzall, 342 U.S. 818 (1951). 
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patent validity, they are not of such nature that they may be 
reviewed by the Supreme Court under its article III jurisdiction. 
The Court did not wish to indulge in the practice of reviewing 
decisions which authorize the registration of trademarks or issu- 
ance of patents which could be effectually nullified in a later suit. 
Since its decision in this respect could not be final it was felt that 
judicial power, in the constitutional sense, could not be exercised. 
The inaccuracy of this reasoning has been recognized.” It could 
hardly apply to the situation in which a patent or trademark is 
denied. Such a denial means that no trademark or patent issues 
and the decision is accordingly final. If nothing is granted to the 
applicant, there is nothing the validity of which can be called 
into question in another court at a later time. 

The reasoning seems, moreover, to have been silently dis- 
claimed by the Supreme Court in Hoover Co. v. Coe* and Special 
Equipment Co. v. Coe.” Both were suits in equity. Both were 
brought in the District Court for the District of Columbia under 
Rev. Stat. 4915.*° In the Special Equipment case, petitioner sought 
to have a patent issue, In the Hoover case, it was sought to have 
claims allowed in order that interference proceedings might later 
be instituted in the Patent Office. In neither case was the petitioner 
allowed relief. The circuit court affirmed and the Supreme Court 
was petitioned for a writ of certiorari. In each case, the Supreme 
Court, recognizing no constitutional barriers precluding review, 
granted certiorari, and rendered decisions on the merits. 

With respect to the question of patent validity, district court 
patent proceedings are no more final than those before the C.C.P.A. 
Whether a patent issues as a result of appeal to the C.C.P.A., or 
as a result of a de novo proceeding in the district court, it can, 
in a later suit, be challenged and held invalid. The cases of 
Battery Patents Corp. v. Chicago Cycle Supply Co.” and Helene 
Curtis Industries, Inc. v. Sales Affiliates, Inc.** are but two 
recent examples in which patents procured by suit in the District 
Court for the District of Columbia were later successfully chal- 
lenged. In the latter case, a declaratory judgment vitiating the 

27. See STERN AND GRESSMAN, SUPREME COURT PRACTICE 48, note 25 (2d ed. 1954). 

28. 325 U.S. 79 (1945). 

29. 324 U.S. 370 (1945). 

30. Rev. Stat. § 4915 (1875), 35 U.S.C. § 63 (1946), provided that an applicant 
dissatisfied with the decision of the Patent Office Board of Appeals could have remedy 
by filing a bill in equity against the Commissioner of Patents in a district court to 
obtain a patent. This action is now superseded by a civil action against the Commis- 
sioner. 35 U.S.C. §§ 145-46 (1952). 


31. 111 F.2d 861 (7th Cir. 1940). 
32. 105 F. Supp. 886 (S.D.N.Y.), aff’d, 199 F.2d 732 (2d Cir. 1952). 
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patent was obtained; in the former, the defense of patent invalid- 
ity in an infringement action was successfully asserted. 

The significance of the Hoover and Special Equipment cases 
is thus apparent. It can be concluded that the Supreme Court, in 
ultimately reviewing district court patent decisions, which have 
no more binding effect with regard to the issue of validity than 
C.C.P.A. decisions, has abandoned the no-binding-judgment argu- 
ment advanced in the Postum case. In doing so the court has 
properly recognized that a judgment has requisite finality if the 
specific rights and claims of the parties before the court are con- 
cluded. A judgment of this nature is not deprived of finality be- 
cause on a different record in a different forum, in a suit between 
different parties, the right which is granted applicant may be later 
impaired or extinguished. 

Mr. Chief Justice Taft, in the Postum opinion, also declared 
that C.C.P.A. proceedings were administrative in nature and were 
not “cases” or “controversies” within the meaning of article III 
of the Constitution, but no specific reasons were given in support 
of this conclusion. The federal courts have long emphasized 
finality of judgment as an essential attribute of judicial, as con- 
trasted with administrative, power.** Proceedings before the 
C.C.P.A. were, therefore, probably conceived to be administrative 
in nature, and not “cases,” because the judgment rendered was 
not final on the issue of patent validity. 

There did exist at the time of the Postwm decision, however, 
a sound argument for holding patent and trademark proceedings 
administrative. At the time of the Postwm decision an appeal 
from a Patent Office ruling and a proceeding in equity in the dis- 
trict court were not mutually exclusive. After an appellant had 
been refused a patent or trademark on appeal, he could institute 
an equity suit in the district court to compel its issuance.** The 
applicable statute was, in fact, construed to require an appeal 
before an equity suit could be filed.** The applicant was required 


33. Hayburn’s Case, 2 U.S. (2 Dall.) 409 (1792). 

34. Rev. Stat. §4915 (1875), 35 U.S.C. §63 (1946). The Trade-Mark Act of 
1905, c. 592, § 9, 33 Stat. 727, applied § 4915 to trademark appeals as well. 

35. Kirk v. Commissioner, 16 Dist. of Col. (5 Mackey) 229 (1886); Fekete v. 
Robertson, 57 App. D.C. 73, 17 F.2d 335 (1927); Cooper v. Robertson, 38 F.2d 852 
(D. Md. 1930). Under this construction an almost comic situation resulted. Applicant 
first appealed from a decision of the Commissioner of Patents to the Court of Appeals 
for the District of Columbia. If the decision was adverse to him, the applicant could 
then file a bill in equity in the lower court of the District of Columbia. This court 
would hardly be likely to overrule the decision of its own court of appeals, which had 
already made an adverse decision. If it did overrule such decision, the appeal was taken 
to the court which had made the adverse decision in the first place. ; 
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to exhaust his administrative remedy by obtaining an adverse 
decision on appeal as a condition precedent to the maintenance 
of the bill. Clearly, under those circumstances, the appellate 
court was not rendering binding judicial judgments concluding the 
applicant’s right. It was acting as an administrative arm of the 
Patent Office handing down interlocutory decisions which could 
be undone through the medium of a suit in equity to compel issu- 
ance of a patent.* 

But two months after the Postwm case was decided, Congress 
abolished the successive nature of the appeal and the equity suit 
and made the remedies mutually exclusive.*’ Applicant could elect 
either to appeal or to avail himself of the equity procedure but 
not both. It is still so provided today.** If applicant elects to 
appeal to the C.C.P.A. he is bound by the judgment rendered: 
no collateral remedy can be resorted to. 

Thus, the above argument, cogent at the time of the Postum 
decision, no longer obtains today. 


The C.C.P.A. Acts in a Judicial Manner 


The above specific considerations aside, it would seem that 
the C.C.P.A. in patent and trademark matters is exercising such 
judicial power as is reviewable by the Supreme Court under its 
appellate jurisdiction as delimited by article III of the Consti- 
tution. 

Judicial power within the meaning of the Constitution is the 
power of a court to decide and pronounce a final and binding 
judgment and carry it into effect between parties who bring an 
issue before it for decision.*® It is “the right to determine actual 
controversies arising between adverse litigants, duly instituted 
in courts of proper jurisdiction.” *° Article III of the Constitution 
provides that “the judicial Power of the United States, shall be 
vested in one supreme Court, and in such inferior Courts as the 
Congress may from time to time ordain and establish” ** and that 
this judicial power “shall extend to all Cases, in Law and Equity, 
arising under this Constitution, [and] the Laws of the United 
States. ...”*? The definition of the term “case” necessarily deter- 


. See Hayburn’s Case, 2 U.S. (2 Dall.) 408 (1792). 

. 44 Stat. 1336 (1927), 35 U.S.C. §§ 145-46 (1952). 

. 385 U.S.C. §§ 145-46 (1952). 

. Muskrat v. United States, 219 U.S. 346, 356 (1911). 
. Id. at 361. 

. U.S. Const. art. IIT, §1, cl. 1. 

. Id at §2,eL.1. 
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mines the extent of the judicial power as well as the capacity of 
the Supreme Court to receive jurisdiction, since the Court cannot 
be required or authorized to exercise any other.** The term “case” 
has never been comprehensively and specifically defined,** but its 
basic requirement is well established. There must be an “actual 
controversy, involving real and substantial rights between the 
parties to the record,” * calling for a determination of “rights 
of persons or of property, which are actually controverted in the 
particular case....” * 

Patent and trademark cases before the C.C.P.A. would seem 
to fulfill this basic requirement. They arise under the laws of 
the United States and involve the proper application of legislative 
standards prescribed by Congress in the patent*’ and trademark* 
statutes. Appellant asserts an honest, antagonistic, and substan- 
tial claim, and the C.C.P.A. interprets and applies the statute in 
such a way as to allow or withhold a valuable statutory right for 
which appellant contends.*® 

In adjudicating appellant’s claim, the C.C.P.A. acts in a 
judicial manner. Only errors of the Patent Office are considered ;* 
therefore, matters reviewable must have been properly brought 
before the Patent Office and properly preserved on appeal.” A 
Patent Office ruling, to be reviewable, must be final and not inter- 
locutory,” and the C.C.P.A. reverses the ruling only if manifestly 
erroneous. In exercising its power C.C.P.A. does not establish 
inflexible rules to guide future action (the earmark of an adminis- 
trative proceeding)™ but confines itself to the definition and pro- 
tection of the rights of the parties in the particular case before it. 
Furthermore, the final decision, on the issues presented, is not 
advisory in character but is binding on the Patent Office in further 


43. Hayburn’s Case, 2 U.S. (2 Dall.) 408 (1792). 

44. ROBERTSON & KIRKHAM, JURISDICTION OF THE SUPREME COURT OF THE UNITED 
STATES § 260 (2d ed., Wolfson & Kurland 1951). 

45.. Little v. Bowers, 134 U.S. 547, 557 (1890). 

46. California v. San Pablo and Tulare B.R., 149 U.S. 308, 314 (1893). 

47. 35 U.S.C. §1 (1952). 

48. 60 Stat. 427 (1946), 15 U.S.C. §§ 1051-1127 (1952). 

49. Since a patent right falls within the class of property known as incorporeal 
property, United States v. Dubilier Condenser Corp., 289 U.S. 178, 187 (1933); James 
v. Campbell, 104 U.S. 356, 357 (1881); Seymour v. Osborne, 78 U.S. (11 Wall.) 516, 
533 (1871), in a patent appeal, a valuable property right is involved. 

50. Fernandez v. Gillman, 26 C.C.P.A. (Patents) 1124, 102 F.2d 891 (1939). 

51. Abraham & Straus, Inc. v. Truval Manufacturers, Inc., 31 C.C.P.A. (Patents) 
731, 138 F.2d 77, 33 TMR 465 (1943) ; Stenger v. Holmes, 26 C.C.P.A. (Patents) 1224, 
103 F.2d 410 (1939). 

52. Vitab Corp. v. Knox Co., 31 C.C.P.A. (Patents) 1205, 143 F.2d 883 (1944). 

53. Jardine v. Hartog, 17 C.C. ’P. A. (Patents) 764, 36 F.2d 606 (1930). 

54. See Keller v. Potomac Elec. Power Co., 261 U.S. 428, 440 (1923). 
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proceedings in the case. The effect of its decisions may be to 
aid the Patent Office, an administrative body, in the performance 
of duties imposed upon it by Congress, but this makes the C.C.P.A. 
nonetheless a judicial tribunal dealing with questions judicial in 
nature.” 

It would seem, moreover, that if the district court in the 
Hoover and Special Equipment cases was éxercising such judicial 
power as is ultimately reviewable by the Supreme Court, a pro- 
ceeding on appeal before the C.C.P.A. must likewise be one. The 
same basic issue is involved, namely the propriety of Patent 
Office action taken pursuant to its authority under the patent 
statute to allow claims in a patent. In either case the Commissioner 
of Patents appears by counsel to contest the claim of the appli- 
cant,’ and, though the district.court action is de novo* while the 
C.C.P.A. proceeding is appellate, each court renders a final 
decision binding the Commissioner with respect to the issues 
adjudicated.* The Hoover case even expressly declared that the 
effect of the adjudication on appeal is the same as that in a district 
court action.” In both situations, assistance is rendered the Patent 
Office in the exercise of its administrative function but one court 
is no more integrated into the administrative machinery of the 
Office than the other. 


Conclusion 


In view of the above, it is believed that the Supreme Court 
is constitutionally capable of reviewing C.C.P.A. patent and trade- 
mark decisions. The jurisdictional defect noted in the Skookum 
Packers case has been cured, and, in view of the recent Hoover 
and Special Equipment cases, it would seem that the rationale 
of the Postum decision, never completely accurate or tenable, has 
been discarded. The C.C.P.A., moreover, exercises a power which, 


55. 35 U.S.C. § 144 (1952) provides that the decision rendered by the C.C.P.A. 
shall “govern” further proceedings in the case. Similar language has been construed to 
bind the Commissioner of Patents with respect to those issues adjudicated on appeal. 
Frasch y. Moore, 211 U.S. 1, 10 (1908). See also Jeffrey Mfg. Co. v. Kingsland, 86 
U.S. App. D.C. 13, 179 F.2d 35 (1949). 

56. ICC v. Brimson, 154 U.S. 447, 487 (1894). 

57. The proceeding on appeal, however, is ex parte in form. 

58. 35 U.S.C. $145 (1952). 

59. 35 U.S.C. § 144 (1952). 

60. Neither decision carries with it a mandate to issue the patent, and new grounds 
for rejection may be advanced by the Patent Office after remand, Hoover Co. v. Coe, 325 
U.S. 79 (1945); Jeffrey Mfg. Co. v. Kingsland, 86 U.S. App. D.C. 13, 179 F.2d 35 
(1949); Philadelphia Storage Battery Co. v. Zenith Radio Corp., 117 F.2d 642 (7th 
Cir. 1941). 

61. 325 U.S. at 87-88. 
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in the light of general principles of constitutional jurisprudence, 
clearly falls within the ambit of the Supreme Court’s appellate 
jurisdiction. 

It is, therefore, predicted that, should a case of sufficient 
public importance ever arise, the Court, in the interest of the 
proper administration of justice, and to correct plainly untenable 
decisions of the C.C.P.A., will uphold a petition for writ of 
certiorari. 

The Supreme Court, with regard to review of decisions of 
United States Courts of Appeals, has but recently declared: 


“If we begin to grant petitions for certiorari although we 
agree with the judgment of a court of appeals because, per- 
chance, in the opinion some dubious remarks may have been 
made that cannot as a matter of law control the trial of the 
cause (I am not implying that such is the case here), a new 
fecund source of business will still further swell the docket 
of this court. Of course, if ever the contingency arises when 
a court of appeals challengingly or ignorantly disregards the 
controlling law as set forth by this court, the means for cor- 
rection here are ample and sure.” ® 


It is submitted that this language applies with equal and com- 
pelling force to the Court of Customs and Patent Appeals. 


62. Lawlor vy. National Screen Serv. Corp., 77 Sup. Ct. 526 (1957). 
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NOTES FROM THE PATENT OFFICE 


By Katharine |. Hancock* 


Application Form 


The revised Trademark Rules which became effective August 
15, 1955 are accompanied by illustrative forms which vary consid- 
erably from previous suggested forms. The difference is due partly 
to the fact that the provisions of the revised rules vary in many 
important respects from the previous rules, and partly to the fact 
that the new forms are designed to eliminate as far as possible 
repetition and unessential matter. 

Although the precise wording of the new suggested forms need 
not be used, the substance represented by the wording of these 
forms must be included. However, following the forms precisely 
is an assistance in the clerical work of the Office. Using the ter- 
minology of outdated forms leads to confusion and loss of time, 
and often to actual errors. 

Printed application forms for an individual, for a partnership, 
and for a corporation are available at no cost from the Trademark 
Office. 

Certain points in the application appear to cause some diffi- 
culty and may justify separate comment. 

Both the domicile address and the business address of an ap- 
plicant must be given in full. For a corporation, this means the 
address of the place of doing business where mail is customarily 
received, and also the address of the corporation situs in the state 
of its incorporation. These addresses may be identical for a cor- 
poration whose business office is in the state of its incorporation, 
in which case the address need be given only once. But two sepa- 
rate addresses must be set forth for a corporation which is organ- 
ized in one state and has its business address in another state. 

If applicant be a partnership composed of general and also 
limited or silent partners, only the general partners need be iden- 
tified in the application. 

In specifying the type of commerce in which the mark is used, 
one alternative given in the suggested forms is “foreign” com- 
merce. If applicant is a United States business, the term “foreign” 
commerce is sufficiently definite. On the other hand, if applicant is 
a business of some other country, applicant must state the nature 


* Trademark Examiner, U.S. Patent Office; Member District of Columbia Bar. 
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of the commerce more specifically by indicating that it is commerce 
between a specified foreign country and the United States. 

A foreign applicant who bases the United States application 
upon a foreign registration may identify the goods in the United 
States application as broadly as they are in the foreign registra- 
tion, provided the goods are specific and clear enough to enable 
persons in this country to know what they are and to enable the 
examiner to determine proper classification. Foreign applicants, 
like domestic applicants, are required to limit each application 
to a single trademark class and include in the application only 
goods which are classified in that class. 

When an application is based on a foreign registration, it is 
the practice of the Office not to authorize publication until the cer- 
tified copy of the foreign registration has been received. 

It is the practice of the Office to require a translation of a 
foreign registration or other material submitted in a foreign lan- 
guage, so that each application file will be complete in English. 
It is not the practice to require the translation to be sworn unless 
the matter is in a language other than a Teutonic or Romance 
language. 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 
Brazil 
Reinstatement of German Industrial Property Rights 


A Treaty between Brazil and the Federal Republic of Ger- 
many was signed in Rio de Janeiro on September 4, 1953. This 
Treaty provides for the revocation of discriminatory measures 
against Germans with respect to industrial property rights; the 
return of such property to German subjects which had been seized 
by the Brazilian Government, provided the former German owners 
make the necessary application within one year from the date on 
which the Treaty comes into force; special grace periods for Ger- 
man nationals during which they are able to perform acts and pay 
fees and taxes which they were prevented from doing previously; 
and, in general, the Treaty has provisions attempting to place 
Germans on an equal footing without loss of prior rights. 

The Treaty was approved by the Brazilian Congress on Decem- 
ber 15, 1957 under Legislative Decree No. 39 which was published 
in the Congressional Gazette of December 16, 1957. The Treaty 
had been previously ratified by the Federal Republic of Germany 


on May 8, 1954 and will come into effect when the instruments of 
ratification are exchanged at Bonn. 


Canada 
Opposition Proceedings 


The following are holdings of the Registrar of Trade Marks 
in opposition proceedings : 
(a) LiguID-LITE applied for in respect of ready-mixed white 
enamel paint was held not to be confusing with LiquID TILE 
which is registered in respect of paints. 


(b) Bonzo and dog device applied for in respect of cat and dog 
food was held to be confusing with spratt’s BonIo which 
is registered in respect of food for dogs. 


(c) FRISKY Foot applied for in respect of a sock made from a 
blend of various types of wools and nylons was held not 
to be confusing with Happy Foot which is registered in 
respect of knitted footwear. The Registrar pointed out 
that the word “foot” is common to the trade. 


MONOCHROME and MOoNo 32 applied for in respect of paint 
and varnish respectively were held not to be confusing 
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with MONAMEL, MONASEAL, MONAGLO and Mona which are 
registered in respect of similar goods. The opponent had 
taken the position that it was the owner of a “family” 
of mona marks and that the applicant’s marks would each 
be considered another one of the family. The Registrar 
held that the marks must be compared individually and 
not as a family of marks and that, even if the “family” 
were considered, it is not an “exclusive family” because of 
the existence of the registered marks mMoNoLUx and 
MONARCH MONOTONE which are owned by other persons. 


28 Canadian Patent Reporter 18-25 (Section IT). 


Cuba 
New Classification of Goods 


By Resolution No. 48 dated August 20, 1957 the Minister of 
Commerce enacted a new Trademark Classification of Goods. The 
new classification consisting of 37 classes was published in the 
Official Gazette of October 1, 1957 and went into effect on that day. 
A copy is available at the Office of our Association, if anyone wants 
to see it. 


Germany 
Inspection of Official Files 


In a recent decision, the Appeal Senate of the German Patent 
Office laid down the criteria governing the right of inspection of 
Patent Office files. The gist of the decision is that, since a trade- 
mark registration confers upon its owner an exclusive right ef- 
fective against any third party, anyone may inspect the files 
pertaining to trademark registrations as a matter of right. 

Where, however, such files contain more than the routine in- 
formation required in the case of an uncontested application, in- 
cluding facts as to the personal or business affairs of the applicant, 
permission to inspect may be granted only after the registrant has 
been notified of the request and has been given an opportunity to 
comment thereon. Decision of August 5, 1957. 


Iraq 


Cancellation Proceedings 


The owner of a soda water factory brought an action to cancel 
the registration of the trademark oraneo in respect of orange juice 
and soda water. The claim was that oranco is descriptive of the 
goods and that anyone in this field should have the right to use it. 
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The Bagdad Court of First Instance. (Decision No. 1152/56 dated 
March 30, 1957) held that the mark is descriptive and that the plain- 
tiff had standing to bring the cancellation action because the law 
permits any interested person to apply for cancellation. This de- 
cision was upheld by the Iraqi Court of Cassation. Official Gazette 
of Trade Marks, November 23, 1957. 


Conflict Between Pending Applications 


An application was filed on January 1, 1956 to register a mark 
consisting of a picture of a man carrying a chain, in respect of tea. 
On January 12, 1956 an application to register a similar trademark 
in respect of the same goods was filed by another party and the 
Registrar decided not to proceed with either application. : The first 
applicant instituted an action in the Bagdad Court of First In- 
stance. The Court held that, since neither party had proved his 
use of the mark in Iraq and since neither party had been able to 
establish any reason for preference over the other, the first 
applicant was entitled to registration. An appeal was taken and 
the Lower Court decision was upheld by the Iraqi Court of Cassa- 
tion. Decision No. 1757, October 10, 1957, published Official 
Gazette of Trade Marks, November 2, 1957. 


Kenya 


Former Enemy Trademarks 


The Custodian of Enemy Property has issued a notice stating 
that pre-war owners of enemy owned trademarks in Kenya may 
regain ownership thereof by applying to the Registrar of Trade 
Marks on or before June 30, 1958 for reregistration of such trade- 
marks. In connection with such applications the Registrar will 
consider the question of registrability in terms of the existing 
Trade Marks Ordinance. 


Switzerland 
Protection of Foreign Trade Names 

The Austrian firm Chemosan-Union AG brought suit in Swit- 
zerland to enjoin the use of the trade name Chemosan AG by a 
Swiss firm. The plaintiffs’ trade name was not registered as such 
in Switzerland; however, plaintiffs’ products had been sold under 
this name, in Switzerland, since 1931 and their sales in 1945, the 
year in which the defendants adopted their name, amounted to 
approximately 44,000 Swiss frances. 

The Commercial Court of Zurich refused to grant the in- 
junction, on the basis that the plaintiffs had failed to prove that 
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in 1945 the term cHEMOSAN was generally understood by the trade 
in question to indicate the goods of the plaintiff. 

On appeal, the Supreme Court found for the plaintiffs, holding 
that the lower Court had erred in making the notoriety of the 
plaintiffs’ name a prerequisite to their success in the action. For, 
under Article 1 of the Swiss Unfair Competition Law and Article 8 
of the International Convention, a foreign trade name, though un- 
registered in Switzerland, is entitled to protection either because 
an appreciable amount of business is done under such name in 
Switzerland or because the name is well-known in Switzerland as 
belonging to a foreign owner, even if no business was conducted 
under it in Switzerland. The two criteria are alternative rather 
than cumulative and the plaintiffs had satisfied the first by showing 
sales of their products in the value of 44,000 Swiss frances in the 
year in which the defendants adopted their name. Decision of 
Federal Supreme Court, January 31, 1956. 


Unfair Competition 


In a decision rendered March 26, 1957, the Supreme Court of 
Switzerland re-examined the criteria applicable to questions of 
unfair competition arising from the imitation of the get-up of 


another’s goods. The Court reached the conclusion that, contrary 
to its previous holdings, it is not necessary for the imitated get-up 
to have acquired distinctiveness (i.e. the get-up may be considered 
inherently distinctive) for unfair competition to exist. It is under- 
stood that where the appearance of an article is dictated by its 
function, such aspect of its appearance may not be considered 
distinctive get-up. 
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BOOK REVIEW 


Hanppook oF Marteriau Trape Names. SupPLEMENT II To THE 1953 
Epirion. By O. T. Zimmerman and Irvin Lavine. Dover, New 
Hampshire, Industrial Research Service Inc., 1957. Pp. X, 356. 
$13.75. ($14.75 outside of U. S. A.) 


Since the publishing of Supplement I to the second edition 
of the “Handbook of Material Trade Names” in 1956 (reviewed 
in 43 TMR 359 and 46 TMR 1496) many new products have been 
placed on the market while others were withdrawn to make this 
Supplement a practical reference source and to keep the Hand- 
book up-to-date. 

The set-up of the listings as used in the 1953 edition and 
Supplement I has been retained and is as follows: 


1. Trade Name Section: Listings and descriptions of prod- 
ucts. 


Classification Section: Classification of products accord- 
ing to their major uses and compositions. 


3. Directory Section: Addresses of manufacturers and dis- 


tributors of products listed and described in Sections 1 
and 2. 


Products Withdrawn from the Market: Products listed in 
the 1953 edition and Supplement I but no longer available. 


A new section has been added which is entitled “Company 
Names and Address Changes” in which the old and new company 
names and addresses are listed for those companies whose prod- 
ucts are described in the 1953 edition and Supplement I. 

As in the previous volumes symbols are used to indicate if 
a product is registered, unregistered or generic. Those trade- 
marks registered in Canada, Germany and Great Britain are 
also identified. 

We believe that all those who have the earlier volumes of the 
“Handbook of Material Trade Names” in their library will want 
to purchase Supplement II. 


a 
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LIST OF OTHER TRADEMARK ARTICLES 
AND LEGAL NOTES* 


ARTICLES 


Asher, Gordon A. 

The Australian Patent System. (Canadian Patent Reporter, v. 28, November 
1957, pp. 1-13.) 
Includes discussion on the Australian trademark system. 


Canada. 

Trade Marks—Secondary Meaning as a Basis for Registration. (Canadian Patent 
Reporter, v. 28, November 1957, pp. 13-32.) 
Curran, Robert E. 

Canada—Food and Drug Items. (Food, Drug, Cosmetic Law Journal, v. 12, no. 
10, October 1957, pp. 652-655.) 


Handler, Milton. 
Annual Review of Recent Antitrust Developments. (Record of the Ass’n of the 
Bar of the City of New York, v. 12, no. 7, October 1957, pp. 411-443.) 


International Conventions. 

Arrangement of Nice for the International Classification of Goods and Services, 
of June 15, 1957. (Patent and Trade Mark Review, v. 56, no. 1, October 1957, 
pp. 3-7.) 

International Conventions. 

Patents, Trademarks and Copyrights. Agreement between the Combined Inter- 
national Bureau for the Protection of Industrial Property and of Literary and 
Artistic Works and the Council of Europe, effective May 28, 1957. (Patent and 
Trade Mark Review, v. 56, no. 2, November 1957, pp. 39-42.) 


Japanese Industry Moves to Protect Industrial Property Rights. (Foreign Com- 
merce Weekly, December 2, 1957, pp. 19, 27.) 
Monaco. 

Trademark Law No. 608, June 20, 1955. (Patent and Trade Mark Review, v. 56, 
no. 2, November 1957, pp. 23-28.) 

Saar. 

Patents and Trademarks. Article 66 of the German-French Agreement for the 
Regulation of the Saar. (Patent and Trade Mark Review, v. 55, no. 12, September 
1957, pp. 367-370; v. 56, no. 1, October 1957, pp. 7-8.) 

Sweeny, Charles A. 

False Advertising of Foods, Drugs and Cosmetics. (Food, Drug, Cosmetic Law, 
v. 12, no. 10, October 1957, pp. 606-616.) 

World Trade Information Service. 

Part 2: Operations Reports. Trademark Information is included in the following 
reports: No. 57-104: Preparing Shipments to Kuwait. No. 57-112: Pharmaceutical 
Regulations of Venezuela. No. 57-114: Preparing Shipments to Peru. No. 57-115: 
Preparing Shipments to the Union of South Africa. No, 57-116: Patent and Trade- 
mark Regulations of Taiwan. No. 57-118: Marking and Labeling Requirements 
of the Netherlands. No. 57-121: Marking and Labeling Requirements of Denmark. 
No. 57-122: Pharmaceutical Regulations of Norway. Washington, D. C., Dept. of 
Commerce, Bureau of Foreign Commerce. 


LEGAL NOTES 


Enterprise Industries v. Texas Co. 

Unfair Competition. Private Litigants Must Show Actual Damages to Recover 
Treble Penalty for Robinson-Patman Violations. (University of Illinois Law 
Forum, v. 1957, no. 2, Summer 1957, pp. 329-333.) 

Farbenfabriken Bayer, A.G. v. Sterling Drug, Inc. 

Trading with the Enemy Act, 1951—Joint Resolution of Congress Terminating 
War with Germany. (American Journal of International Law, v. 51, July 1957, 
pp. 639-641.) 


* Copies of these articles and legal notes are available for reference in the Association’s 
library. 
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KLEINHANS COMPANY v. KLEINHANS' CLEANERS, INC. 
N. Y. Sup. Ct., Spec. Term, Erie Co. — April 18, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Proof of competition is not essential to sustain an injunction where the simi- 
larity of name used tends or threatens to induce confusion in the public mind. 
Use of word KLEINHANS in connection with dry cleaning business conflicts with 
petitioner’s long prior use of same word in connection with retail boys’ and men’s 
clothing business. 


Petition under section 964 of New York Penal Law by Kleinhans Com- 
pany v. Kleinhans’ Cleaners, Inc. Petition granted. 


Dethloffs E. Klein and Franklin R. Brown, of Buffalo, New York, for 
petitioner. 
William B. Mahoney, of Buffalo, New York, for respondent. 


MarsH, Justice. 

This is an application under section 964 of the Penal Law for an order 
enjoining and restraining respondent from using the name Kleinhans in its 
advertising and business, and determining that the name KLEINHANS as 
used by respondent KLEINHANS’ CLEANERS, INC. is such a simulation of the 
name used by petitioner as to deceive and mislead the public. 

Petitioner, a domestic corporation, incorporated 55 years ago, has 
developed through the years an extensive retail boys’ and men’s clothing 
business in Buffalo, New York and the adjacent trading area. The mer- 
chandising and advertising policies of petitioner and its general community 
activities have resulted in its attaining a prominent place in the retail 
trade in the Buffalo area and have given the designation KLEINHANS prestige 
and prominence in the retail field and in the social and business life of 
the community. 

The respondent was incorporated February 11, 1957 under the cor- 
porate name of KLEINHANS’ CLEANERS, INC., and while its certificate states, 
among other things, its purpose to be “to purchase, sell—deal in and deal 
with every kind of goods, wares and merchandise and every kind of per- 
sonal property”, it has to date confined its activities to a dry cleaning 
business at two locations in the Buffalo area. 

In its advertising, its store displays and in the general conduct of its 
business, the designation KLEINHANS is given prominence as its business 
name, to the practical exclusion of the full corporate name. 

It is obvious from an examination of the statute and a long line of 
cases decided thereunder, that it was intended to strike at a form of com- 
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mercial fraud upon the public resulting from the use of a business name 
calculated to mislead the public as to the identity of the firm doing business 
under such name and resulting in public deception and confusion. 

The name KLEINHANS having no personal or family connection with 
any one associated with the respondent corporation, obviously there is no 
question presented here involving the right of a person to use his own or a 
family name in business, as discussed in Meneely v. Meneely, 62 N.Y. 427, 
and recently in Matter of Alexander’s Dept. Stores v. Cohen, 295 N.Y. 557, 
revg. 269 App. Div. 117, 65 USPQ 341 (35 TMR 121), nor is the name 
adopted by the respondent one of “widespread and common usage” in the 
particular business of respondent as in Association of Contr. Plumbers v. 
Contracting Plumbers Assn., 302 N.Y. 495, 89 USPQ 629, or descriptive 
of a type of business and not susceptible therefor of appropriation or 
exclusive use in one party as in Wholesale Service Supply Corp. v. Whole- 
sale Bldg. Materials Corp., 280 App. Div. 189, 93 USPQ 456, affd. 304 
N.Y. 854, 97 USPQ 483, and other reported cases. While, as pointed out in 
Association of Contr. Plumbers v. Contracting Plumbers Assn., supra, the 
wrong of use with intent proscribed by section 964 must be established in 
a clear and convincing manner, the court is satisfied that petitioner has 
established by the required standard a factual situation entitling it to 
the relief sought against the respondent. 

The use by respondent of a family name prominent in local retail 
circles which had gained great prestige through the efforts of petitioner 
in the business community and having no relationship to anyone associated 
with respondent’s business and for which use respondent makes no state- 
ment of a valid need or explanation offers clear and convincing proof to 
the court that such use was with intent to deceive and mislead the public. 

Clearly it was the use of the identical name and the confusion which 
that use would create in the minds of the public which was valuable to 
the respondent. 

Proof of competition is not essential to sustain petitioner’s right to 
relief whereas it appears here the similarity of name used tends or threatens 
to induce confusion in the public mind. See Sullivan v. Sullivan Radio & 
T.V.,1 App. Div. 2d 609, 110 USPQ 106 (46 TMR 16); Tiffany & Co. v. 
Tiffany Prods., 237 App. Div. 801, affd. 262 N.Y. 482. 

Petitioner is entitled to an order herein enjoining and restraining 
respondent from using the name KLEINHANS in its advertising and business 
pursuant to section 964 of the Penal Law of the State of New York. 

Submit order. 
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BROWNE-VINTNERS CO., INC. et al. v. NATIONAL 
DISTILLERS AND CHEMICAL CORPORATION 


D. C., S. D. New York — May 15, 1957 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 

One who was an officer of a corporation enjoined from infringement held to be 
personally bound thereby in connection with his own use of a similar mark at a 
subsequent time notwithstanding that such mark contained a part of his own name. 

TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 45 
REGISTRABILITY—RELATED COMPANY USE 

A wholly owned subsidiary completely controlled by the parent corporation is 

a related company under Section 45. 
REGISTRABILITY—RELATED COMPANY USE 
REGISTRABILITY—TITLE 

An exclusive distributor in the United States has a sufficient interest of its 

own in the mark to entitle it to register the mark in its own name. 
COMMON LAW TRADEMARKS—PERSONAL NAMES 

A man will hardly ever be denied all use of his own name in business although 
he will be restrained from using such name in a form which would permit him to 
deceive and to trade unfairly on the good will of another entitled to use the same 
name. 

The use by one Alphonse Godefroy Hermann de Mumm of @. H. V. MUMM in 
connection with the sale of Rhine wine was held to infringe upon the plaintiff’s 
trademark G. H. MUMM & CO. used on champagne. Defendant was permitted, how- 
ever, to use the name HERMANN VON MUMM’SCHE KELLEREI, previously used by his 
father, or his own name GODEFROY HERMANN VON MUMM if accompanied by a state- 
ment disclaiming any connection with plaintiff. 

REMEDIES—INFRINGEMENT—DEFENSES 

The defense of laches may be sufficient to defeat a claim for damages but it is 

not enough to bar an injunction against infringement and unfair competition. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 

No pecuniary damage having been shown in an action for trademark infringe- 

ment and unfair competition, a request for an accounting was denied. 


Action by Browne-Vintners Co., Inc., G. H. Mumm & Co., Societe 
Vinicole de Champagne Successeurs, and G. H. Mumm & Co. (Societe 
Vinicole de Champagne Successeurs) of New York, Inc., v. National Dis- 
tillers and Chemical Corporation for trademark infringement and unfair 
competition. Judgment for plaintiffs. 


C. P. Goepel, of New York, N.Y., for plaintiffs. 

Breed, Abbott & Morgan and Gerald J. Craugh, of New York, N.Y., and 
Morris, Pearce, Gardner & Pratt and David A. Fegan, of Washington, 
D.C., for defendant. 


McGouzey, District Judge. 

This is an action for injunctive relief and damages for alleged infringe- 
ment of the three registered trademarks applied to champagne, gc. H. MUMM 
& CO.., MUMM and MUMM-REIMS; and for unfair competition. Jurisdiction 
rests on the trademark laws of the United States and diverse citizenship 
of the parties. 
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The defendant, by selling Rhine wine under the name a. H. V. MUMM, 
has competed unfairly with the plaintiffs and infringed their trademark 
G. H. MUMM & co. A decree of injunction will be entered. As the plaintiffs 
showed no pecuniary loss, an accounting will not be ordered. 

The plaintiffs are G. H. Mumm & Co. Société Vinicole de Champagne, 
Successeurs, a French corporation (hereafter called the French Société), 
which produces champagne at Rheims, France; G. H. Mumm & Co. Société 
Vinicole de Champagne, Successeurs of New York, Inc., a New York cor- 
poration (hereafter called the New York Société), which is a wholly owned 
subsidiary of the French Société and the present registered owner of the 
trademarks; and Browne-Vintners Co., Inc., a Delaware corporation, 
which imports champagne produced by the French Société into the United 
States and sells it here under the trademarks, pursuant to exclusive licenses 
from the French and New York Sociétés. 

The defendant is National Distillers Products Corporation (hereafter 
called National) a Virginia corporation, which was substituted for the 
original defendant Bellows & Co., Inc., a New York corporation, after the 
latter was merged with National. 

In 1934 Bellows & Co. commenced to distribute bottled Rhine wine 
in the United States as the agent of the supplier which was also the pro- 
ducer of the wine. At that time the main label on the bottles indicated 
HERMANN V. MUMM’SCHE KELLEREI as the producer. In 1937, this was 
changed to JOHANNISBERGER AUS DER G. H. V. MUMM’SCHE KELLEREI (Johan- 
nisberg wine from the cellar of G. H. v. Mumm). The main label also 
contains the ancient coat of arms of the Mumm family. On another label 
affixed to the neck of the bottles appear the words Ga. H. v. MUMM’SCHE 
GUTSVERWALTUNG (Administration of the Estate of G. H. v. Mumm). The 
latter is located at Johannisberg, Germany. It is the present producer of 
the Rhine wine and the supplier of National. 

“Godefroy H. V. Mumm & Co., Kellereinen of Eltville-am-Rhein, 
Germany” is the producer of various wines other than Rhine wine, including 
a sparkling wine similar to champagne. It is a limited partnership with 
share owners, of whom the largest and the legally and financially respon- 
sible partner is Godefroy Hermann von Mumm who for convenience will 
hereafter be called “Godefroy.” He is also the legal and financially 
responsible head of the “Gutsverwaltung.” The estate is that of Hermann 
von Mumm, who was his father. 

The complaint alleged that since 1853 the French Société and its 
predecessors have sold champagne in the United States under the trade- 
marks MUMM, G. H. MUMM & CO. and MUMM-REIMS; that the American 
Société now owns those trademarks and their United States registrations; 
and Browne-Vintners is the sole agent in the United States for the sale 
and distribution of the French Société’s product under those trademarks; 
that the defendant National imports Rhine wine from G. H. v. Mumm’sche 
Kellerei and sells it in interstate commerce under the latter name, thus 
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tending to and in fact causing confusion and deception as to the source of 
the Rhine wine; all of which constitutes infringement and unfair competi- 
tion, done with knowledge and for the purpose of trading on the good will 
attached to the French Société’s trademarks. It asks that National be 
enjoined “from using upon or in connection with the sale of wines or any 
other beverages the words G. H. v. Mumm or the word Mumm or any other 
colorable imitation of any of the same.” (Emphasis supplied.) 

National’s answer denies these allegations except the allegation that 
it imports Rhine wine from G. H. v. Mumm’sche Kellerei and sells it here 
in interstate commerce and pleads as defenses that the complaint failed to 
state a relievable claim and that the plaintiff has been guilty of laches. 

More than a year after the answer was filed National moved for leave 
to amend and interpose a counterclaim in which it asserted, “if the court 
should find” that “the marks of the defendant’s supplier and the plaintiff’s 
marks are confusingly similar and likely to cause confusion * * * then [the 
defendant’s] supplier and not any of the plaintiffs has the exclusive right 
to the use of the mark or word MUMM, or any combination thereof with 
other words, in association with the sale or distribution of potable bever- 
ages * * *”: and prayed for a decree that the “defendant’s supplier has 
the sole and exclusive right to the use of the trademarks MUMM, MUMM- 
REIMS and G. H. MUMM & CO. and any like words or combinations thereof” 
and that the “plaintiffs and those controlled by them” be enjoined from 
using those words or any like words or combinations thereof “upon or in 
connection with the sale of wines, champagnes or other beverages.” (Em- 
phases supplied.) 

Judge Weinfeld denied that motion but gave National’s supplier leave 
to intervene in this action, 15 F.R.D. 205. This, the latter did not do, 
although it is under agreement to hold National harmless. 

In its brief filed after trial National does not, as it did in its proposed 
counterclaim, assert its claims with respect to ownership of the trademarks 
and the validity of the United States registrations, in the subjunctive. It 
now contends unconditionally that the evidence in this case requires a 
decree that only National’s supplier, of which Godefroy is the head, has 
“the right to the exclusive use of the marks MUMM on vinous products”; 
that the plaintiffs have no right whatsoever in the trademarks; that the 
registrations thereof in the Patent Office should be ordered canceled; and 
that the plaintiffs should be permanently enjoined from “any and all use 
of [the name Mumm] on and in association with vinous products” except 
that the French Société “might be permitted to continue to use the name 
G. H. MUMM & CO. SOCILTE VINICOLE DE CHAMPAGNE, SUCCESSEURS on and in 
association with French champagne, provided that all the words of such 
name are of the same size, color, style and prominence, and further pro- 
vided its labels contain an appropriate notation to the effect that it is not 
associated with the defendant’s supplier.” 
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This is but the latest in a long series of law suits over these trademarks. 
It will be helpful in understanding the issues presented here, to summarize 
the historical context in which they arise. 

For almost a century and a half the Johannisberg vineyards have been 
owned and operated by successive generations of the Mumm family whose 
ancestor Peter Arnold Mumm founded the family wine business at Frank- 
fort, Germany, fifty years before the Johannisberg properties were acquired 
in 1811. The Rhine and other wines produced on the family vineyards in 
Germany have been sold under some form of the name mumm for very close 
to two centuries. 

In 1827 members of the family then engaged in the wine business in 
Germany under the name P. A. MUMM & CO., FRANKFORT, COLOGNE, JOHANNIS- 
BERG, established a champagne business at Rheims, France. This, also, 
was carried on by successive generations of the family until 1914, usually 
under management by the same persons who managed the wine business 
in Germany. At first it went under the name P. A. MUMM-GIESLER & CO.- 
RHEIMS. In 1837 that firm was dissolved and until 1853 the champagne 
business was carried on under the German wine company’s name to which 
was added the word RHEIMS, namely, P. A. MUMM & CO., FRANKFORT, COLOGNE, 
JOHANNISBERG, RHEIMS. In 1914 it was being conducted under the name 
G. H. MUMM & CO.-RHEIMS, as it had been since 1853 when Georges Hermann 
Mumm, the grandson of Peter Arnold and the great-grandfather of Gode- 
froy, having succeeded to control of the family affairs, decided to carry on 
the champagne business under his name. Champagne sold under the name 
G. H. MUMM had enjoyed renown in the United States and throughout the 
world for many years prior to 1914. 

After the outbreak of World War I, France seized the champagne 
company and all its assets including trademarks and good will as alien 
enemy property; and in 1920 sold them to the French Société whose name 
was then soci£T£ VINICOLE DE CHAMPAGNE. The change to its present name 
G. H. MUMM & CO. SOCIETE VINICOLE DE CHAMPAGNE, SUCCESSEURS was made 
in 1946. At the time of the seizure of G. H. Mumm & Co.-Rheims, Godefroy’s 
father, Hermann von Mumm, was its head. It then owned the trademarks: 
G. H. MUMM & CO., MUMM and MUMM-REIMs which in 1906 it had registered 
in the United States. By the terms of the Versailles Treaty, Germany 
undertook to indemnify its nationals for property seized by France and 
thereafter, under laws enacted pursuant to the Treaty, paid the Mumm 
family more than $1.7 million gold. Since 1920 the French Société has 
produced champagne and sold it throughout the world including, since 1933 
at least, the United States, under the names G@. H. MUMM & CO., MUMM and 
MUMM-REIMS. In 1923, the French Société registered the three trademarks 
in its own name as the successor of G. H. Mumm & Co.-Rheims. The regis- 
trations were subsequently renewed and in 1948 they were republished 
under the Lanham Act. The French Société has built up in the United 





32 THE TRADEMARK REPORTER Vol. 48 T.M.R. 


States a large and profitable trade in its champagne sold under the trade- 
marks. Its champagne enjoys wide renown. 


The Mumm family has refused and seemingly still refuses to abide 
the results of the French action of 1914. Since the end of World War I 
members of the family have repeatedly attempted by various means to 
establish a champagne business under the name MUMM in some form. This 
has resulted in a series of litigations both abroad and here. In all of these, 
Godefroy’s father, Hermann von Mumm, who was then the head of the 
family, and the others who were parties, sought to nullify France’s seizure 
and sale of G. H. Mumm & Co.-Rheims to the French Société, or at least 
to cireumscribe the effects of these actions so as to enable members of the 
family to engage in the champagne business in France and elsewhere under 
some form of the name MuMmM and to compete for the French Société trade 
in champagne sold under the trademarks. These efforts uniformly failed. 
One was a suit in this court decided in 1935.1 Judge Woolsey there held 
that the French Société was the owner of the three trademarks here in issue 
and that the United States registrations thereof in its name were valid. 
He restrained Walther Mumm, Mumm Champagne and Importation Co., 
Ine. and its other officers, agents and servants from using the name 
“Mumm” in advertising or selling champagne not produced by the French 
Société. Godefroy, a nephew of Walther, was a vice president of Mumm 
Champagne and Importation Co., Inc. Judge Woolsey reached the follow- 
ing, among other conclusions.’ 


“J, * * * the sale by the French liquidator of the properties and 
business of G. H. Mumm & Co., which was a société en nom collectif 
formed under French law, with its domicile at Reims, France, con- 
veyed to [the French Société| the good will of G. H. Mumm & Co. 
and the ownership of the trade name and the trademarks which were 
symbolic of that good will wherever they had been or might be 
used * * *, 


“3. G. H. Mumm & Co. was not only domiciled at Reims, France, 
but it manufactured champagne only at that place, and from 1854 at 
least until the European war the firm had a large and most successful 
trade in the United States * * *. 

“The word MuMM has by this long identification with an excellent 
product acquired in the champagne trade so settled a secondary mean- 
ing as representing a brand of champagne that any name which 
[Mumm Champagne & Importation Co., Inc.] as the agent of Hermann 
Mumm* and his companies, may be allowed to use will unfairly im- 
pinge on the [French Société’s] trade if the name mumm is allowed to 
be featured in any way in connection with the word ‘Champagne.’ 


1. Societe Vinicole de Champagne v. Mumm Champagne & Importation Co., Inc., 
13 F.Supp. 575, 29 USPQ 336 (26 TMR 371). The extensive findings in the opinion 
describe various proceedings before the French courts and the Mixed Franco-German 
Tribunal. 

2. 13 F.Supp. at pages 593-594, 29 USPQ at 353-354 (26 TMR 371, at 403-404). 

3. This was the father of Godefroy. 
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“4. The trademarks used by G. H. Mumm & Co. for their cham- 
pagne were used by them for many years, and were registered by them 
as owners, not only in France, but also in the United States Patent 
Office, under the terms of section 2 of our Trademark Act, title 15, 
United States Code, §82. 


“5. So far as G. H. Mumm & Co.’s trademarks in this country are 
concerned, the registration by the [French Société} of those trade- 
marks as owner has been fully regularized and has remained unchal- 
lenged here, in some cases for upwards of twelve years, and in all 
eases for upwards of seven years. 


“7. The Mumm family, which had built up the business of G. H. 
Mumm & Co., and which in the present generation is represented by 
Hermann | Godefroy’s father] and Walther Mumm [Godefroy’s uncle], 
* * * lost the business by the fortunes of war, and now are unwilling 
to abide by that arbitrament, although they have been indemnified 
under the provisions of the Treaty of Versailles and under German 
laws made in pursuance thereof in an amount which, in so far as it 
may have any relevancy here, I must assume to have been what the 
German government considered a just compensation for their loss. 


“8. From the time peace was restored between France and Ger- 
many by the Treaty of Versailles, Hermann and Walther Mumm have 
consistently maintained a somewhat surreptitious unfair competition 
with the plaintiff in France and elsewhere, and that [sic] the instances 
of unfair competition which have now emerged into the open on the 
American scene, owing to the repeal of the Eighteenth Amendment, 
are merely new evidences of a policy which they have been continuously 
following for years. 

“9. When in pursuance of this policy and, in spite of the repeated 
decisions of the Mixed Franco-German Tribunal above cited, Walther 
Mumm incorporated the [Mumm Champagne and Importation Co., 
Ine.] in 1933, he did so with the intention of trespassing as much as 
he could by this artful means on the good will of G. H. Mumm & Co. 
which the {French Société] had acquired by purchase from the French 
liquidator.” 


Judge Woolsey’s final decree was entered May 25, 1937. The Mumms 
did not appeal. Neither, however, did they cease their efforts to establish 
a champagne business under the name MUMM in competition with the 
French Société in the United States. Judge Woolsey had decreed that, 
in the champagne business, Walther could not use “any name other than 
Mumm von Schwarzenstein” which the judge held to be his true name. 
In June, 1943, seven and a half years after the opinion was filed and six 
years after entry of the final decree, Walther moved to lift this restriction. 
The grounds of the motion were these; in April, 1938, he had become a 
citizen of the United States under the name WALTHER MUMM;; he desired to 
engage in the manufacture of American domestic sparkling wine and to 
market it under the name w. MUMM’S BLACK TOP VERY DRY SPECIAL AMERICAN 
CHAMPAGNE; the decree restrained him from doing business in champagne 
under the only name he could lawfully use, and ought to be amended to 
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permit him to do so. Judge Woolsey denied the motion and this was 
affirmed.* 

The decree National seeks here would: (a) take from the French 
Société, without compensation, valuable assets it purchased from France 
and profitably exploited with consequent enhancement in value since 1920 
and successfully defended in repeated litigations with the Mumms not only 
in Europe but in this court; (b) turn back to the Mumms assets for which 
they were long since compensated; (c) make a free gift to the Mumms of 
the good will which the French Société has built up in the champagne 
business in the United States at least since the repeal of prohibition in 
1933; (d) permit Godefroy, contrary to Judge Woolsey’s decree, to use 
the name G. H. Vv. MUMM in advertising and selling champagne not produced 
by the French Société. These results would, in effect, completely subvert 
the decrees of all the courts, including this one, which, in the prior litiga- 
tions between Godefroy’s father and other members of the Mumm family 
and the French Société, held the latter entitled to the exclusive right to 
use the trademarks on champagne. 

National is the sole defendant here and so the first question is whether 
it has standing to assert such claims, and to demand such relief; and 
whether in the absence of its supplier as a party here, such a decree could 
stand. National, it is true, besides defending against the claims for dam- 
ages, has an interest to protect its monopoly of the sale in the United States 
of Rhine wine under the name muMm. But it has no present interest in the 
sale of champagne under that name. Accordingly protection of National’s 
interests does not require the extraordinary relief it demands. Still less 
does it require that the court reach out to grant such relief to those who 
have rejected its invitation to come in and assert their claims. The real 
and permanent beneficiaries of the requested decree would be, not National 
whose agency even for Rhine wine may be terminated, but the Mumm 
family in general and Godefroy in particular who, as already noted, manu- 
factures a sparkling wine similar to champagne. He, however, though 
actually present at the trial and specifically authorized by Judge Weinfeld 
to do so, declined to intervene and assert his and his family’s claims. He 
was neither named nor served as a party nor did he appear as such, either 
in person or by attorney. He was, however, National’s principal witness. 
He testified at great length from ancient original family records which 
he brought over from the family archives in Germany, the genuiness of 
which the plaintiffs conceded. His testimony covered the period from about 
1760 to the present and included not only the family’s conduct of the wine 
business in Germany but also of the champagne business at Rheims, France. 
As to the period from at least 1928 to the present, his testimony was based 
on personal knowledge. As noted above, Judge Woolsey enjoined not only 
the Mumm Champagne and Importation Co., Inc. but also its “other officers, 


4. 143 F.2d 240, 62 USPQ 2. 
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agents and servants.” Godefroy was one of these, to wit, a vice president. 
He now says he was merely a “nominal” officer. I do not accept this self- 
serving disclaimer. I think the inevitable inference from Godefroy’s testi- 
mony is that his position in the corporation was substantial. Judge 
Woolsey, it is true, held that the corporation was the “alter ego” of Gode- 
froy’s uncle, Walther Mumm, who the judge found was “the sole owner 
of all the stock of the defendant corporation” and its “active operating 
head.” * He also held, however, that the corporation was “the agent of 
Hermann Mumm and his companies * * *.”® In 1935 when Judge Woolsey 
filed his opinion Godefroy, in accordance with the family’s ancient tradition 
whereby the business passed from father to eldest son, was being trained 
to become the head of the business on his father’s death. According to 
Godefroy’s testimony, he “started in 1928 with [his] father” who taught 
him “the Mumm principles of producing wine and also of selling it”; and 
“in 1937 [his] father died and [he] succeeded to the business and the 
management of the business.” Judge Woolsey’s decree was entered in the 
latter year. 

If the defendant’s supplier, of which Godefroy is the head, had inter- 
vened here and asserted the exclusive right to use these trademarks “on 
all vinous products” two questions would have arisen: (a) whether Gode- 
froy as an officer of the defendant in the earlier suit was not estopped 
to challenge Judge Woolsey’s findings and conclusions respecting the 
ownership of and the exclusive right to use the trademarks on champagne 
and the ownership and validity of the United States registrations, and (b) 
whether he could now be heard to demand a decree permitting him to do 
precisely what Judge Woolsey’s unappealed decree restrained him from 
doing. Godefroy is not a party to this suit and National was not a party 
to the 1935 suit. Because of this and also because the former suit is said 
to have “involved” champagne while the instant suit “involves” Rhine 
wine, National contends that there is no basis here for the application 
of estoppel doctrines. But it is in no sense correct to imply as National 
does that champagne is not “involved” in this case. National itself has 
“involved” it by its contention that only Godefroy’s wine company has the 
exclusive right to use the marks on “vinous products” which of course 
include champagne. Indeed it was the main objective of National’s defense, 
which Godefroy managed and directed, to sustain that contention. Gode- 
froy stipulated to be bound by the decree herein. The true situation here is 
this. Godefroy, who produces a sparkling wine similar to champagne, having 
declined to intervene in order, as seems obvious, to avoid the problems which 
that would have entailed, is nevertheless, in National’s name, attempting (a) 
to revive and relitigate de novo the Mumm family’s claims as to the owner- 
ship of and the exclusive right to use the trademarks on champagne, all of 


5. 13 F.Supp. at page 595, 29 USPQ at 354 (26 TMR 371, at 405). 
6. Conclusion “31” quoted supra, 13 F.Supp. 593, 594, 29 USPQ at 353-354 (26 
TMR 371, at 403). 
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which were rejected in favor of the French Société more than twenty years 
ago by Judge Woolsey from whose decree no appeal was taken; and (b) to 
secure a new decree which would permit him to use the name G. H. v. MUMM 
in advertising and selling champagne not produced by the French Société, 
which is precisely what Judge Woolsey restrained him from doing. I think 
it clear that National has no interest of its own, which a court will recog- 
nize, in these claims with respect to use of the trademarks on champagne, 
and that the decree it prays for could not stand.’ If National has any 
standing to assert those claims, that can only be as Godefroy’s agent and 
on his authority. No such authority was shown. If, nevertheless, there is 
such authority National, as Godefroy’s agent, is bound by whatever in the 
earlier suit would bind Godefroy. As to that, I think it clear that Godefroy 
as an officer of Mumm Champagne and Importation Co., Inc. is bound by 
Judge Woolsey’s findings, conclusions and decree with respect to the French 
Société’s ownership of the trademarks as applied to champagne, the validity 
of its United States registrations thereof, and its exclusive right to use 
the trademarks on champagne. I hold moreover that it is now too late for 
Godefroy to seek to set aside Judge Woolsey’s decree which forbids him 
to use the name MUMM in advertising or selling champagne not produced 
by the French Société.® 

In 1948 the French Société assigned the trademarks to the New York 
Société which then assigned them to Browne-Vintners, the exclusive dis- 
tributor of the French Société’s champagne. Browne-Vintners thereafter 
assigned them back to the New York Société in whose name they were 
thereupon registered. The New York Société then issued to Browne- 
Vintners a new exclusive license to import and sell the champagne. By the 
terms of the assignments the New York Société, which concededly does 
not itself sell or advertise the champagne, was given authority and respon- 
sibility to determine the quality of the champagne to be imported, the 
advertising of it by Browne-Vintners and the disposition of complaints. 
It was also charged with responsibility to protect the marks. It is not clear 
just why it was thought necessary to make all of these assignments.’® This, 
however, need not be explored since all that is here material is the effect 
of the assignments on the validity of the marks. National contends the 
effect was to invalidate the trademarks by separating them from the good 
will of the French Société’s business. The contention is rejected. The New 
York Société is the wholly-owned and completely controlled subsidiary of 


7. See G. H. Mumm Champagne v. Eastern Wine Corp., 142 F.2d 499, at page 502, 
61 USPQ 337, 340-341 (34 TMR 196). 

8. See 143 F.2d 240, 62 USPQ 2. 

9. According to the testimony of its secretary, the New York Société was incor- 
porated in 1948 for two reasons. The first was that, because of disputes between the 
French Société and its then exclusive distributor (not Browne-Vintners) it was deemed 
advisable to form an American Company to supervise the distribution and advertising 
of the champagne in the United States. Secondly, because of fear that nationalization 
of industry might occur in France, it was deemed prudent to place the United States 
business and the trademarks in the hands of an American company. 
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the French Société. The same officers conduct both corporations. Indeed 
the former appears to be, for all practical purposes, merely an American 
office or department of the latter. It is, in any event, a related company 
under Sec. 45 of the Lanham Act.’® And under See. 5" of that Act either 
Société may register the marks and either may use them without affecting 
their validity or the validity of the registrations, provided the public is 
not deceived thereby.’* Since 1920 the marks have never been applied to 
nor have they signified any champagne other than that produced by the 
French Société. There has not been and there is not any deception of the 
public. Browne-Vintners as the exclusive distributor of the champagne has 
a monopoly of its sale in the United States and thus a sufficient interest of 
its own in the marks to entitle it to register them in its name.’*® The “re- 
lated” Sociétés and their exclusive distributor are united in a common 
enterprise to produce, import and sell the champagne; to exploit and 
enhance the good will of the business; and to protect the marks. The good 
will has not been separated from the marks, they have not been invalidated 
and they certainly have not been abandoned. All three plaintiffs have valid 
interests in the marks entitling them to maintain this action. 

We come then to the issues of infringement and unfair competition. 
The trademarks alleged to have been infringed do not consist of fabricated 
symbols** or fanciful words’® or names which have become arbitrary or 
fictitious.*® In such, as is apparent, a second user can have no other interest 
than a purpose to trade on the owner’s good will; and that interest, the law 
will not protect. In these marks the dominant word is a family surname 
MUMM. The alleged infringing use is on Rhine wine while the plaintiff’s 
product is French champagne. Although both are indeed wines, each is 
quite distinct from the other. The latter is a sparkling wine well known 
and clearly designated on the labels as a product of France; the former 
is a still wine well known and clearly designated on the labels as a product 
of Germany. The retail price of the champagne is substantially greater 
than that of the Rhine wine. The plaintiffs concede they have lost no 
business to the defendant and that, so far as they know, there has been 
no confusion as to product among purchasers. Indeed it seems impossible 
that such confusion could occur. Champagne and Rhine wine are not 
common commodities in every day use. They are expensive luxury bever- 


10. 15 U.S.C. § 1127. 
15 U.S.C. § 1055. 
See 4 CALLMANN, UNFAIR COMPETITION AND TRADEMARKS (2 Ed. 1950) pp. 


Scandinavia Belting Co. v. Asbestos & Rubber Works, 257 F. 937 (9 TMR 
See also G. H. Mumm Champagne v. Eastern Wine Corp., 142 F.2d 499, at page 
502, 61 USPQ 337, 340-341 (34 TMR 196). 

14. Miles Shoes, Inc. v. R. H. Macy § Co., Inc., 199 F.2d 602, 95 USPQ 170 (42 
TMR 911); American Chicle Co. v. Topps Chewing Gum, Inc., 208 F.2d 560, 99 USPQ 
362 (44 TMR 414). 

15. Pastificio Spiga Sovieta Per Azioni v. De Martini Macaroni Co., 200 F.2d 3235, 
95 USPQ 305 (43 TMR 104). 

16. La Towraine Coffee Co. v. Lorraine Coffee Co., 157 F.2d 115, 70 USPQ 429 
(36 TMR 271). 
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ages in the selection of which, it must be assumed, purchasers exercise a 
considerable degree of sophisticated discrimination. In addition to the 
differences already noted, the bottles in which each product is traditionally 
sold differ so greatly in shape, color and corkage that such purchasers 
could not possibly mistake one product for the other. 

The plaintiffs also concede that, as far as they know, there has been 
no confusion as to the source of the Rhine wine. However, they do not 
concede, and indeed it cannot be said that, there is no likelihood of some 
such confusion.’” G. H. MUMM & CO., the French Société’s trademark, is so 
nearly identical with a. H. MumMM, the name under which Godefroy sells the 
Rhine wine, that a prospective purchaser of the latter, though quite aware 
of the difference between it and champagne, might think that the source of 
each is the same person or interests. The first question here then is whether, 
in the circumstances of this case, the statute must be read and” enforced 
literally, and Godefroy denied all use of the name mumm as the plaintiff’s 
demand. 

In 8. C. Johnson & Son v. Johnson**® it was held by a divided court 
that the statute should not be so read,’® and that Congress did not intend 
that even actual confusion as to source, which was there established, should, 
without more, bar the defendant from all use of his own surname, which 
was also the plaintiff’s on a non-competing product.”° Literal enforcement 
of the statute, to forbid Godefroy all use of the name mummM as the plaintiffs 
demand, would operate far more harshly against him than the Court of 
Appeals thought it would against Johnson. The latter’s was in fact a 
“second use” of that name, and it did not commence until many years after. 
the “first user” had applied it to his products which, while not competing 
were similar to the “second user’s” and both were in common use. The 
facts in this case are substantially different. 

From 1760 to 1899, the Rhine wine was sold under the name P. A. 
MUMM & CO. In the latter year, Godefroy’s grandfather, then the head of the 
business, whose full name was PETER ARNOLD GOTTLIEB HERMANN VON MUMM, 
changed its name to HERMANN VON MUMM’SCHE KELLEREI and thereafter 
sold the Rhine wine under that name. This was continued after his death 
in 1904, by his widow and son. The latter was Godefroy’s father.. His full 
name was “Peter Arnold Maximilian Hermann von Mumm.” Godefroy says 
he was also “known as George.” There is, however, no other evidence of 
this and it is clear he never used “George” in the name he applied to the 
Rhine wine. He did not change the firm name and until his death in 1937, 





17. 15 U.S.C. § 1114(1) (a). 

18. 175 F.2d 176, 81 USPQ 509 (39 TMR 557), certiorari denied 338 U.S. 860, 
83 USPQ 543. 

19. See also American Chicle Co. v. Topps Chewing Gum, Inc., 208 F.2d 560, at 
page 562, 99 USPQ 362, 364 (44 TMR 414). 

20. Judge, now Chief Judge, Clark questioned the correctness of that construc- 
tion of the statute, for reasons set forth in his dissenting opinion. See also his dissenting 
opinion in Hyde Park Clothes Inc. v. Hyde Park Fashions, Inc., 204 F.2d 223, 226, 
97 USPQ 246, 249 (43 TMR 934). 
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he sold the Rhine wine under the name HERMANN VON MUMM’SCHE KELLERI 
adopted by his father in 1899. Thus the Rhine wine had been sold under 
the name mumMmM for 177 years before Godefroy assumed control of the 
business. Furthermore that use had commenced more than sixty years 
before the name was first applied to French champagne in 1827. In 1920, 
it is true, the French champagne business together with the trademarks 
as applied to champagne, were purchased by the French Société which, 
with its subsidiary, now has the exclusive right to use the marks on cham- 
pagne. But HERMANN VON MUMM’SCHE KELLERI was not purchased. And in 
1920 the French Société had no ground whatsoever for supposing that the 
family intended, either then or later, to discontinue that business or to dis- 
continue the use of the name MUMM on its Rhine wine. As was surely to be 
expected, they did neither. Godefroy then in applying the name Mumm, 
VON MUMM or Vv. MUMM to the Rhine wine is clearly not a “newcomer” or a 
“second user” in the sense that Johnson was. 

The plaintiffs contend that Godefroy’s true name is “Alphonse Gode- 
froy Hermann Mumm von Schwarzenstein,” *? and that he fabricated the 
name G. H. V. MUMM, which is almost identical with one of their trademarks, 
for the sole purpose of trading on the good will attached to their cham- 
pagne business. Consequently, they contend he should be restrained from 
using either G. H. Vv. MUMM, MUMM, VON MUMM or V. MUMM on the Rhine 
wine and be required to use only the full name which they assert is his 
true one. 

Godefroy was born in France in 1908, and his birth certificate records 
his name as “Alphonse Godefroy Hermann de Mumm.” On this point, his 
testimony which was neither contradicted nor weakened in any way was, 
that he has never used or been known by the name “Alphonse”; and that 
in school, in business and in social life he has always used and been known 
only by the name “Godefroy Hermann von [or v. or de] Mumm.” *? The 
plaintiffs’ attempt to show that French law requires Godefroy to use the 
name “Alphonse” was singularly unsuccessful. They also urged as control- 
ling here, Judge Woolsey’s finding that the true surname of Godefroy’s 
father and uncle was “Mumm von Schwarzenstein.” This contention is 
rejected. Godefroy personally was not a party to that suit. His true sur- 
name was not in issue there and a determination as to that was not neces- 


21. This contention rests on the following facts. Very early in the 14th Century, 
probably about 1338, some member of the Mumm family was granted a patent of 
nobility under which he was entitled to use the name “Mumm von Schwarzenstein.” 
How long this right was retained by the family does not appear. But undoubtedly it 
was either lost or abandoned in subsequent years. That name certainly had not been 
used for many years before the family wine business was founded under the name 
PETER ARNOLD MUMM in 1760. In 1873, a renewal of the ancient patent of nobility was 
granted to Godefroy’s great-grandfather, Georges Hermann Mumm, who was then the 
head of both the German wine business and the French champagne business. Official 
birth certificates show that thereafter Godefroy’s father, as well as others in the family, 
were named “Mumm von Schwarzenstein.” Georges Hermann it will be noted never 
applied the latter name to either the French champagne or the German wines. 

22. “vy.” is commonly used in place of “von.” 
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sary to the decision. From all the evidence here it seems clear that 
Godefroy’s true surname is the one given him at his birth.** When he came 
into control of the German wine business in 1937, he acquired the good will 
attached to its name HERMANN VON MUMM’SCHE KELLEREI and the right to 
use that name on the Rhine wine.** It would be harsh indeed to deprive 
him of that right now. 

Godefroy chose, however, not to exercise that right. On the contrary, 
he began at once to sell the Rhine wine under the name G. H. V. MUMM’SCHE 
KELLEREI. This, allegedly, was only to show his ownership and control of 
that business as his grandfather had done in 1899; and his great-grand- 
father in 1853 with respect to the French champagne business at Rheims. 
Each of these, however, had a freedom in this regard which Godefroy 
did not have. In 1853 and in 1899, the same person owned or, at least, 
controlled both enterprises and, except as other members of the family 
might have had power to interfere, Godefroy’s great-grandfather and 
grandfather were free to make the changes they did or other changes. 
In 1937, the situation was radically different. The French Société then had 
the exclusive right to use G. H. MUMM & CO. on champagne and had been 
using it for 17 years on their product. Godefroy, therefore, was not free 
to adopt G. H. v. MUMM, even if that be his true name, for use on the Rhine 
wine.*> This did more than create a possibility of confusion as to the source 
of his Rhine wine and the French Société champagne. It also enabled him 
unfairly to trade on the good will of the Société’s champagne business. 
That this was indeed his purpose seems the only rational inference to be 
drawn from what he did. I am satisfied it was his purpose. If his owner- 
ship was all he desired to show, this could have been accomplished, and 
with much more accuracy, by changing the name on the main label to 
GODEFROY HERMANN VON MUMM which he says is the name he has always 
used and the only one by which he has ever been known in business and 
social life. Instead he adopted a form of his name almost identical with the 
plaintiffs’ trademark ; one which he had never used and which in 177 years 
had never been applied by any of his ancestors to the Rhine or other 
German wines.*° Moreover, there is the name Godefroy used on the neck 
label to designate the administration—“Gutsverwaltung”—of his father’s 
estate. In this title one would expect the name by which the decedent had 
been known to appear, i. e. “Hermann von Mumm.” Godefroy, however, 
changed that also to “G. H. v. Mumm,” a form never used by his father 
in the German wine business. 





23. See Société Vinicole de Champagne v. Mumm, 143 F.2d 240, at page 241, 62 
USPQ 2, 3. 

24. Emerson Electric Mfg. Co. v. Emerson Radio g& Phonograph Corporation, 105 
F.2d 908, 42 USPQ 286 (29 TMR 514). 

25. See Thaddeus Davids Co. v. Davids Mfg. Co., 233 U.S. 461 (4 TMR 175); 
John B. Stetson Co. v. Stephen L. Stetson Co., 85 F.2d 586, 30 USPQ 330 (26 TMR 527). 

26. In 1853, Godefroy’s great grandfather controlled both the champagne and the 
wine companies. He applied @. H. MUMM only to the former. 
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It is true that a man will hardly ever be denied all use of his name in 
business. But it is well established that he will be restrained from using a 
form which will permit him to deceive and to trade unfairly on the good 
will of another entitled to use the same name.*’ The use of G. H. Vv. MUMM 
in any form on the Rhine wine infringes the plaintiffs’ trademark a. H. 
MUMM & CO. and constitutes unfair competition with the plaintiffs. 

National’s defense of laches is unavailing here. While it is sufficient 
to defeat the claim for damages as to which, in any event, no proof what- 
ever was offered, it is not enough to bar injunction against future infringe- 
ment and unfair competition.”* 

The use of G. H. Vv. MUM™M will be enjoined. But Godefroy will not be 
denied all use of the ancient name “Mumm.” The decree will provide that 
on the main label he may use the name HERMANN VON MUMM’SCHE KELLEREI, 
the right to which he acquired with the business at his father’s death. If 
however he prefers to show his ownership of that business by use of his 
own name he may do so, but only under the following conditions: (a) he 
must use the full name by which he says he has always been known, i. e. 
“Godefroy Hermann von Mumm” and (b) beneath this, state in letters of 
the same size, color and design, the words “not connected with G. H. Mumm 
& Co. Société Vinicole de Champagne, Successeurs.” The decree will fur- 
ther provide that the word “Gutsverwaltung” on the neck label must be 
preceded by the words “Hermann von Mumm’sche.” 

The plaintiffs have shown no pecuniary damage. Accordingly an 
accounting will not be ordered. 

In view of the plaintiffs’ vigorous contention that adequate protection 
of their rights requires that Godefroy be denied all use of the name MUMM 
unless followed by VON SCHWARZENSTEIN, it will be appropriate to consider 
whether the foregoing relief will adequately safeguard two other interests, 
not yet discussed, which they are entitled to protect. The first is that their 
reputation be not stained by the business practices of National or Godefroy. 
The second is that they be not unreasonably excluded from a market into 
which they might reasonably hope or expect to expand in the future.*® The 
plaintiffs do not claim, nor does the evidence suggest that the first of these 
interests has been or is likely to be endangered in any way. As to the 
second, there is no claim that the plaintiffs intend or expect to go into the 
business of producing Rhine wine. They have not attempted this since 
1920 and, viewed realistically, the likelihood of a future attempt to engage 
in the production of Rhine wine is too remote to matter. Apart from obvi- 
ous practical difficulties of a political nature, there is a possible legal diffi- 
culty which, although it need not be resolved here, may be noted. If such 


27. Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U.S. 554. 

28. McLean v. Fleming, 96 U.S. 245, at page 258; Menendez v. Holt, 128 U.S. 514, 
at page 523; Sazlehner v. Eisner & Mendelson Co., 179 U.S. 19, at pages 39 and 40; 
Hanover Star Milling Co. v. Metcalf, 240 U.S. 403, at page 419 (6 TMR 149); United 
Drug Co. v. Theodore Rectanus Co., 248 U.S. 90, at page 102 (9 TMR 1). 

29. Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407 (8 TMR 163). 
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an attempt were made, it seems at least doubtful that the interest of the 
Mumm family in protecting their ancient reputation and trade in Rhine 
wine under the name MUMM would not be held to outweigh the interests 
of the plaintiffs which then would indeed be newcomers in that field. This 
surely is a possibility which must have been apparent to the French Société 
when it purchased the champagne business and the trademarks appurtenant 
thereto. Under the circumstances, it could hardly complain if required to 
confine its use of the name to champagne. 

It is believed that the essential facts and conclusions have been suffi- 
ciently set forth. If, however, counsel for the parties think further findings 
or conclusions are necessary, these, if not inconsistent with this opinion, 
may be submitted within fifteen (15) days hereof. Any such proposed 
findings shall cite the page or pages of the trial transcript which ‘it is 
claimed support them. Proposed conclusions shall cite the relevant 
authorities. 

Submit proposed decree on five (5) days notice. 





HEROLD PRODUCTS COMPANY, INC. v. CHICAGO 
FLEXIBLE SHAFT COMPANY (SUNBEAM 
CORPORATION, assignee, substituted) 


No. 6,829 — Commissioner of Patents— March 29, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 

In an opposition proceeding involving an application for SHAVE-KING for electric 
shavers, the opposition pleading alleging prior use of SHAVEMASTER on electric 
shavers and a registration of that mark for safety razors and blades, the prior use 
of such mark on electric shavers was held to be the opposer’s primary source of 
reliance, the registration alleged being merely incidental. An affirmative defense 
which charged that opposer had abandoned use of the mark on the goods recited 
in the registration, therefore, was not only improper as a collateral attack upon 
said registration but it was also irrelevant since it did not controvert the essential 
issue created by opposer’s prior use of the mark on electric razors. A petition to 
cancel said registration filed by applicant was also held to be improper since, in 
view of the above, such registration was not inimical to any interest of applicant. 

Failure to request affirmative relief in connection with an affirmative defense 
asserted in an opposition proceeding is not a ground for dismissal of such defense 
under Rule 2.106 (b); nor need an affirmative defense state a claim upon which 
relief can be granted although one which requests affirmative relief must do so. 
An affirmative defense which alleged that opposer used its mark SHAVEMASTER as 
a descriptive designation rather than as a trademark for its electric shavers did 
not constitute a collateral attack upon a registration for safety razors and blades 
alleged by the opposer but rather was a relevant defense upon the question of 
confusion. 


Cancellation proceeding by Herold Products Company, Inc. v. Chicago 
Flexible Shaft Company (Sunbeam Corporation, assignee, substituted), 
Registration No. 339,993 issued October 27, 1936. Registrant appeals from 
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decision of Examiner of Interferences denying motion to dismiss petition. 
Reversed. 


James R. McKnight, of Chicago, Illinois, for Herold Products Company, 
Ine. 
George R. Clark, of Chicago, Illinois, for Sunbeam Corporation. 


LEEDS, Assistant Commissioner. 

Opposer-respondent has filed a petition to the Commissioner for review 
of the action of the Examiner of Interferences denying its motion to dis- 
miss applicant-petitioner’s petition to cancel for failure to state a claim 
upon which relief can be granted, treating the petition as a pleading of 
an affirmative defense under Rule 2.106(b), and consolidating the petition 
with the previously filed opposition. 

It appears from the files that a verified notice of opposition based on 
likelihood of confusion with opposer’s trademark SHAVEMASTER previously 
and continuously used on electric shavers, and registered for safety shaving 
devices, was filed on December 5, 1955, and answer was filed on January 20, 
1956. The answer contained a general denial of the ultimate facts pleaded, 
including the pleadings of prior and continued use by opposer of the mark 
and that there was such resemblance of applicant’s mark to opposer’s as 
to be likely to cause confusion, mistake or deception of purchasers with 
resultant damage to opposer’s business and good will. In its answer appli- 
cant also pleaded: 


“Further answering the notice of opposition, applicant alleges on 
information and belief that opposer does not use SHAVEMASTER as a 
trademark on safety shaving devices of the nature of safety razors 
or blades therefor as stated in said alleged registration 339,993. 

“Further answering the notice of opposition, applicant alleges on 
information and belief that opposer uses SHAVEMASTER not as a trade- 
mark but as a descriptive designation for electric shavers. 

“Further answering the notice of opposition, applicant alleges 
that the only similarity between the marks of the parties hereto is 
SHAVE and that applicant? has no monopoly on this term for electric 
shavers.” 


Opposer moved promptly to strike these paragraphs, and the Examiner 
of Interferences ordered the first two stricken on the ground that they 
constitute “collateral attacks” on the validity of opposer’s registration ; 
but he refused to strike the third on the theory that it “may have a bearing 
on the issue of likelihood of confusion, even though it is not a complete 
defense.” * 


1. Reg. No. 339,993 issued to a predecessor of opposer on Oct. 27, 1936 for “safety 
shaving devices in the nature of safety razors and blades therefor.” In its opposition, 
opposer pleads use of the mark on electric shavers; and applicant seeks registration of 
its mark for “electrical razors.” 

2. It would appear that this word should have been “opposer.” 

3. Although the question is not presented here, it is observed that it appears that 
the second paragraph which was stricken may have a bearing on the issue of likelihood 
of confusion, just as does the third paragraph. 
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On October 29, 1956, more than eight months after entry of the order 
referred to in the preceding paragraph, applicant filed a petition to cancel 
opposer’s registration, ownership of which was pleaded in the opposition. 
Opposer moved to dismiss on the ground that the petition failed to state 
a claim upon which relief can be granted. The Examiner of Interferences 
denied the motion, stating: 


“The parties hereto are involved in a related proceeding Opposi- 
tion No. 35,441, wherein the respondent of the instant case has relied 
upon its registration here involved as a basis for opposing the regis- 
tration of a mark of the applicant, here the petitioner. It appears that 
certain affirmative defenses contained in the applicant’s answer to the 
notice of opposition were stricken because they did not include a 
request for affirmative relief as required by Trademark Rule 2.106(b), 
and that in lieu of correcting such omission by means of an amendment 
to its answer, the applicant has requested the same relief by filing the 
cancelation proceeding. 

“The motion to dismiss is predicated upon the ground that the 
petition is insufficient independently to state facts upon which relief 
can be granted, in that petitioner’s claim of damage is based merely 
upon the fact that the respondent has relied upon its registration in 
said opposition proceeding. In substance, however, these two cases 
involve a single controversy, wherein the petition for cancelation is 
tantamount merely to a statement of affirmative defenses, including 
a request for cancelation, as provided by Trademark Rule 2.106(b). 
See Swift d& Co. v. B. A. Railton Co., 110 USPQ 239 (46 TMR 1272). 

“Accordingly, the motion to dismiss is denied; Opposition No. 
35,451 and Cancelation No. 6829 are hereby consolidated; and the 
petition for cancelation will be treated as a pleading under Trademark. 
Rule 2.106(b) in the opposition. Further proceedings in connection 
therewith will be conducted as indicated in Office action of even date 
in Opposition No. 35,451.” 


A reading of the opposition pleading shows that opposer alleges prior 
and continuous use of SHAVEMASTER on electric shavers and ownership of a 
registration of SHAVEMASTER for safety shaving devices in the nature of 
safety razor and blades therefor; as a result of extent of advertising and 
sales under the mark, opposer enjoys a valuable business and good will 
symbolized by the mark; and applicant’s mark SHAVE-KING so resembles 
opposer’s mark SHAVEMASTER as to be likely, when applied to electrical 
razors, to cause confusion, mistake or deception of purchasers with resul- 
tant damage to opposer. It does not appear that opposer “has relied upon 
its registration here involved as a basis for opposing the registration of a 
mark of the applicant,” as was stated by the Examiner of Interferences. 
Opposer clearly relies upon prior and continuous use of its mark on electric 
shavers and, it more or less incidentally recites ownership of a registration 
of the same mark for safety shaving devices. There is no reference in the 
pleading to opposer’s “registered trademark.” At this stage of the proceed- 
ings it is assumed that opposer will offer proofs in support of its prior and 
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continuous use of its mark on electric shavers, since the pleading is based 
upon such use. 

The Examiner of Interferences further stated that, “It appears that 
certain affirmative defenses contained in the applicant’s answer to the 
notice of opposition were stricken because they did not include a request 
for affirmative relief as required by Trademark Rule 2.106(b) * * *.” So 
far as the record shows, the reason for striking the affirmative defenses 
was that they constituted a “collateral attack” on the validity of opposer’s 
registration. Failure to request affirmative relief in connection with a 
pleading of affirmative defenses is not ground for striking affirmative 
defenses either under the Trademark Rules of Practice or under any other 
rules of pleading; and it would have been error for the Examiner of Inter- 
ferences to strike the affirmative defenses for that reason. That, however, 
was not the reason given in the order striking the defenses. The ground 
was that the defenses constituted a “collateral attack” on the validity of 
opposer’s registration. It is noted that the substance of a stricken pleading 
was that opposer does not use SHAVEMASTER as a trademark on the items 
recited in the registration ; and that opposer uses SHAVEMASTER as a descrip- 
tive designation rather than as a trademark for electric shavers. Only the 
first of these even mentions the registration. 

An affirmative defense is a defense in avoidance of a claim, and the 
pleading need not state a claim upon which relief may be granted. An 
affirmative defense which includes a request for affirmative relief is a 
defense in avoidance of a claim, together with a request for cancelation, 
and it must state, at least hypothetically, a claim upon which relief can 
be granted. A counterclaim of a petition to cancel a registration pleaded 
in an opposition is a claim in itself, and the pleading must state a claim 
upon which relief can be granted. 

Applying the test to the first “affirmative defense” pleaded in appli- 
cant’s answer, it is seen that even if the pleading had weathered the motion 
to strike, and assuming that applicant had been able to prove that opposer 
does not use SHAVEMASTER as a trademark on safety shaving devices of the 
nature of safety razors or blades therefor, it would not have had any effect 
on the ultimate issue to be decided, namely, is there a reasonable prospect 
of damage to opposer as a result of probable purchaser confusion or mistake 
by reason of the resemblance of SHAVE-KING on electrical razors to opposer’s 
previously used SHAVEMASTER on electric shavers? 

Applying the test to the second “affirmative defense” pleaded in appli- 
cant’s answer, it is seen that if the pleading had weathered the motion 
to strike, and assuming that applicant had been able to prove that opposer 
uses SHAVEMASTER as a descriptive designation rather than as a trademark 
for electric shavers, such proofs might well have had some bearing on 
likelihood of confusion and it might have avoided opposer’s claim of prob- 
able damage from likelihood of confusion, mistake or deception of pur- 
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chasers. It seems obvious that it is not an attack on the registration, col- 
lateral or otherwise. 

Turning now to the petition to cancel opposer’s registration, it clearly 
fails to state a claim upon which relief can be granted. Summarizing its 
contents, petitioner alleges that opposer-respondent seeks to prevent regis- 
tration by applicant of sHAvE-KIN@ for electrical razors on the ground 
“that it is confusingly similar to respondent’s trademark SHAVEMASTER on 
safety shaving devices of the nature of safety razors and blades therefor 
as shown in respondent’s Registration No. 339,993”; since the opposition 
is founded upon the trademark registration, petitioner is damaged; respon- 
dent is not now, has not since 1950, and does not intend to use SHAVEMASTER 
on the items recited in the registration and has abandoned the mark for 
such goods; respondent has not and is not now using the trademark SHAVE- 
MASTER as shown in its registration, but has always used it in conjunction 
with SUNBEAM and never alone, and such rights as respondent may have 
in the mark are only as a part of the composite mark SUNBEAM SHAVE- 
MASTER; and the registration will cause petitioner damage. 

The first two allegations set out in the preceding paragraph are mis- 
statements of the opposition pleadings. Opposer pleaded prior and con- 
tinuous use of SHAVEMASTER On electric shavers and ownership of a registra- 
tion of SHAVEMASTER for safety shaving devices of the nature of safety 
razors and blades therefor. The opposition is founded on such prior and 
continuous use, and the pleading of ownership of the registration is merely 
incidental. 

Assuming that petitioner could prove nonuse of SHAVEMASTER on the 
items recited in the registration and assuming that it could prove abandon- 
ment of the mark for such goods, there is nothing in the pleadings which 
indicates that such abandonment or nonuse is inimical to any interest of 
petitioner; nor is there anything in the pleading which, if proved, would 
avoid opposer’s claim of probable damage resulting from purchaser con- 
fusion or mistake. 

Assuming that petitioner could prove that SHAVEMASTER is always used 
in conjunction with SUNBEAM, there is nothing in the pleadings which indi- 
cates that such conjoint use is inimical to any interest of petitioner. 

In short, there is no pleading of ultimate facts which, if proved, would 
entitle petitioner to relief, and the petition is dismissed. 

The Examiner of Interferences was in error in denying the motion 
to dismiss, and his decision denying the motion, treating the petition to 
cancel as a pleading of an affirmative defense, and consolidating the actions 
is reversed. 
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ATTORNEY GENERAL OF THE UNITED STATES 
v. VON SACHSEN 


No. 34,722 — Commissioner of Patents — August 9, 1957 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
Expired registration is evidence only that registration issued, and is not evi- 
dence of any existing rights in mark shown therein. 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Vesting order of Attorney General in 1953 could have vested only such prop- 
erty stated therein which was in United States prior to January 1, 1947; opposition 
based on registration which expired in 1945 is dismissed because nothing in record 
indicates that company had any trademark, any existing registration, any good will 
or indicia of business between 1947 and 1953. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Miscellaneous reports purporting to show what has taken place in East Germany 
in connection with property and business of German establishment held incompetent 
as evidence. 


Opposition proceeding by Attorney General of the United States v. 
Prince Ernst Heinrich von Sachsen, application Serial No. 645,022 filed 
April 9, 1953. Opposer appeals from decision of Examiner of Interferences 
granting applicant’s motion for judgment. Affirmed. 


Robert W. Gewefe for Attorney General of the United States. 
Robert H. Jacob, of Milwaukee, Wisconsin, for von Sachsen. 


Leeps, Assistant Commissioner. 

An application has been filed by Prince Ernst Heinrich von Sachsen, 
a German citizen residing and doing business in Ireland, to register PRINCE 
DE SAXE, together with a coat-of-arms, for tea and dinnerware sets, use since 
November 6, 1952 being asserted. 

Registration has been opposed by the Attorney General of the United 
States on the basis of a vesting in 1953 of, among other things, an expired 
registration! of a mark comprising a portion of the coat-of-arms shown in 
the present application, which registration had issued in 1925 to a German 
establishment declared, at the time of the vesting order, to be a national 
of an enemy country. 

The Examiner of Interferences granted applicant’s motion for judg- 
ment filed at the close of opposer’s trial period. Opposer has appealed. 

According to opposer’s pleading, Staatliche Porzellan Manufaktur 
Meissen, the 1925 registrant of a mark comprising a pair of crossed swords 
and here in issue, was for many years prior to World War II engaged in 
the manufacture of porcelain goods and earthenware which it sold under 
the crossed swords mark. Such goods were imported into the United 
States and sold under the mark in substantial quantity prior to World 





1. Reg. No. 202, 684, issued Sept. 1, 1925 to Staatliche Porzellan Manufaktur 
Meissen, of Meissen, Germany, for porcelain goods and earthenware, use since January 
10, 1924 having been asserted. 
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War II, and as a result of such sales, an extensive and valuable goodwill 
was created in connection with the mark. The registration which issued in 
1925 was not renewed because, at the time for filing a renewal application, 
East Germany had been occupied by the military forces of the Soviet Union 
and the registrant’s business and property were confiscated and nation- 
alized, and the registrant has, since then, been unable to engage in such 
business. The Attorney General issued a vesting order? on April 9, 1953— 
almost eight years after the registration had expired and eight years after 
the cessation of hostilities of World War II—setting forth the vesting of 
certain property of Staatliche Porzellan Manufaktur Meissen “which is 
and prior to January 1, 1947, was within the United States,” including: 
the trademark which was registered as No. 202,684; the goodwill, any and 
all indicia of goodwill; any interest of any nature and claims and rights 
of every character to said business, goodwill, trademarks and registration ; 
all accrued royalties payable or held with respect to the trademark; and 
damages and profits recoverable at law or equity for past infringement 
thereof. 

It is alleged that one-half of applicant’s mark is practically identical 
with the mark claimed by opposer; applicant’s mark includes PRINCE DE 
SAXE which is likely to suggest to the public some relationship with Saxony, 
in which the City of Meissen (where the original German registrant did 
business) is located; purchasers of applicant’s goods are likely to believe 
that the goods bearing applicant’s mark are selected by someone having 
the consent of opposer; and confusion and unfair competition in trade are 
likely to result from the use of such similar marks with resulting great 
damage and injury to opposer. 

In support of his case, opposer introduced under Patent Rule 282 the 
following: (1) a copy of the expired registration; (2) a copy of Vesting 
Order 19256, together with a copy of certain regulations of the Office of 
Alien Property under which the order was issued ; and (3) copies of various 
reports relating to the original German registrant and possible successors. 

The expired registration is evidence only that the registration issued; 
and it is not evidence of any existing rights in the mark shown therein. 
(Elder Manufacturing Co. v. International Shoe Company, 92 USPQ 330, 
42 TMR 306 (C.C.P.A., 1952) ). 

The Vesting Order could have vested only such property as was 
enumerated and identified therein as property of the German establishment 
which was in the United States prior to January 1, 1947 and on April 9, 
1953 (the date of the Vesting Order). There is nothing in the record 
which indicates that Staatliche Porzellan Manufaktur Meissen had in the 
United States any trademark, any existing registration, any goodwill or 
indicia of goodwill, any business, any royalties, any choses in action, or any 
property of any other kind or nature whatsoever—either on January 1, 
1947 or on April 9, 1953. 


2. Vesting Order 19256. 
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The miscellaneous reports purporting to show what has taken place 
in East Germany in connection with the property and business of the 
German establishment are incompetent as evidence. 

Opposer has failed to show that he has a standing to maintain the 
opposition ; has failed to show that he owns any rights of any kind in the 
mark shown in expired Reg. No. 202,684; and has failed to show that either 
he or the public interest would be damaged or otherwise adversely affected 
by registration of applicant’s mark. 

The decision of the Examiner of Interferences is affirmed. 





BELLBROOK DAIRIES, INC. (EDLO, INC., assignee, 
substituted) v. BOWMAN DAIRY COMPANY 


No. 6301 — Commissioner of Patents — August 9, 1957 


CANCELLATION PROCEDURE—EVIDENCE 
In view of highly suggestive significance of petitioner’s trademark SLIM when 
applied to skim milk and manner of use of SLIM by petitioner and its licensees, it 
is thought unlikely that purchasers seeing STA-SLIM on respondent’s skim milk 
would think it is same product as that packaged by numerous dairies as SLIM. 


Cancellation proceeding by Bellbrook Dairies, Inc. (Edlo, Inc., as- 
signee, substituted) v. Bowman Dairy Company, Registration No. 571,832 
issued March 10, 1953. Registrant appeals from decision of Examiner of 
Interferences granting petition. Reversed. 


William G. MacKay, of San Francisco, California, for petitioner-appellee. 
Dawson, Tilton & Graham, of Chicago, Illinois, for respondent-appellant. 


LEEDs, Assistant Commissioner. 

A petition has been filed to cancel the Supplemental Registration of 
sTa-SLIM for skim fluid milk’ by one who claims prior use of suim for fluid 
non-fat milk. 

The Examiner of Interferences granted the petition, and respondent 
has appealed. 

Petitioner’s record is substantially the same as was presented in Bell- 
brook Dairies, Inc. v. Hawthorn-Mellody Farms Dairy, Inc., reported at 
110 USPQ 372 (46 TMR 1311). Briefly, it shows that petitioner operates a 
dairy in San Francisco. In 1949 it adopted the word sim for a vitamin- 
fortified skim milk and has since then used it on such milk which it sells in 
its market area. Shortly after adoption and first use of the word on such 
milk, petitioner commenced licensing or “franchising,” for a gallonage roy- 
alty fee, other dairies to use the word on their vitamin-fortified skim milk 
and by the end of 1954, forty-one dairies in fifty metropolitan areas were 
using the word sLim with their own trademarks on their vitamin-fortified 


1. Reg. No. 571,832, issued Mar. 10, 1953. 
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skim milk. Petitioner provides, under such license or “franchise,” partici- 
pation in coordinated advertising, merchandising and publicity campaigns. 

One of the exhibits is a sales promotion booklet furnished to the li- 
censees for distribution to their customers under their own names, the 
booklet being entitled “What is stim?” The answer on the inside cover page 
is, “The new vitamin enriched low calorie milk product that provides the 
health and goodness of regular milk, without the fat.” In petitioner’s brief, 
it is said that, “This mark identifies one, and only one, particular product.” 
The record indicates this to be a fact—suiim identifies a particular product, 
irrespective of the producer. As was said in Bellbrook Dairies, Inc. v. 
Hawthorn-Mellody Farms Dairy, Inc., cited above, 110 USPQ at 373 
(46 TMR 1311, 1313) : 


“The circumstances of use by opposer’s ‘franchisees’ has probably 
led the purchasing public to think of sLim as a skim milk product put 
on the market by a dairy in their area, rather than as a trademark iden- 
tifying the skim milk of opposer and distinguishing it from the skim 
milk of others.” 


The observation of the Court of Appeals for the Fourth Circuit in 
Reddy Kilowatt, Inc. v. Mid-Carolina Cooperative, Inc., 112 USPQ 194, 199 
(47 TMR 241) (1957), is worthy of note here: 


“A trademark cannot be licensed by the mere granting permission 
to use it—in fact, it has no legal existence apart from its function to 
indicate the origin of goods or services, and hence it cannot be trans- 
ferred apart from the business itself. * * * It is provided in § 45 of the 
Trademark Act of 1946, 15 U.S.C. § 1127, that a trademark includes 
any word, name, symbol or device used by.a manufacturer or merchant 
to identify his goods, and that a service mark means a mark used in the 
sale or advertising of services to identify the services of one person; 
but it is also provided by § 1055 that where a registered mark is or 
may be used legitimately by related companies, such use shall inure 
to the benefit of the registrant; and a related company is defined by 
§ 1127 to mean any person who legitimately controls or is controlled 
by the registrant in respect to the nature and quality of the goods or 
services in connection with which the mark is used. The plaintiff relies 
on these provisions to establish the validity of its licensing system; but 
it is noteworthy that, although the plaintiff exercises some control of the 
use of the REDDY KILOWATT promotional material by its licensees, it does 
not claim that it has any control over the products or services rendered 
by the public utility companies to the consuming public.” 


The Court thus raised a question as to validity of a mark licensed under the 
circumstances outlined in the case, but held, “ * * * we need not decide 
this issue in view of the conclusion that we have reached—that there has 
been no infringement.” 

In the present case, the record shows that petitioner “grants” to its 
licensees the exclusive right to use the name sLim within a defined territory 
on a dairy product which they, themselves, produce; the licensees agree 
to “conform to specifications” furnished by petitioner; the licensees agree 
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to submit their advertising and containers to petitioner for approval; and 
petitioner agrees to supply to the licensees booklets and other advertising 
material to be used in the promotion of stim. There is nothing in the record 
which suggests that petitioner exercises control over the nature and quality 
of the product sold by such licensees, although it appears that it does 
exercise some control over the use of the mark on containers and in adver- 
tising. But, as was said in the Hawthorn-Mellody Farms case referred to 
and cited above, “It is not necessary here to decide what the effect of 
such use [by the licensees] has been in so far as opposer’s trademark rights 
are concerned, but the probable effect of such uses on the question of likeli- 
hood of confusion, mistake or deception of purchasers is a factor to be 
considered.” 

Since there is nothing in the record which indicates that purchasers 
recognize SLIM vitamin-fortified skim milk as a product emanating from peti- 
tioner, and since so many others have used the word on their own skim 
milk, the question here seems to be whether or not purchasers, upon seeing 
STA-SLIM on respondent’s skim milk, are likely to think that it is the same 
product as the vitamin-fortified skim milk packaged by numerous dairies as 
SLIM. In view of the highly suggestive significance of sLIm when applied 
to skim milk, and of the manner of use of sim by petitioner and its li- 
censees, the question is answered in the negative. .The record here contains 
no facts which would support an inference of damage to petitioner by 
respondent’s registration ; and the record does not support a finding either 
that registrant was not entitled to the registration at the time it filed its 
application or that registrant has abandoned the mark—both of which are 
specified in Section 24 of the Statute as grounds for cancellation of Sup- 
plemental Registration. 

The decision of the Examiner of Interferences is reversed. 





HENNEY MOTOR COMPANY, INC. v. 
CEMLINE CORPORATION 


No. 33,903 — Commissioner of Patents — August 9, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
ECONOMATIC for hot water tanks and range boilers is not likely to be confused 
with OIL-O-MATIC or GAS-O-MATIC for sundry fuel systems and devices. 


Opposition proceeding by Henney Motor Company, Inc. v. Cemline 
Corporation, application Serial No. 645,869 filed April 24, 1953. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


E. J. Balluff, of Detroit, Michigan, for opposer-appellant. 
Hoopes, Leonard & Buell, of Pittsburgh, Pennsylvania, for applicant- 
appellee. 
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LEeEps, Assistant Commissioner. 

An application has been filed to register EcoNoMaATic for hot water 
tanks and range boilers, use since January 4, 1951 being asserted. 

Registration has been opposed by the registrant of WILLIAMS OIL-0- 
MATIC HEATING for liquid-fuel-burning devices ;' o1-0-MatTic for liquid-fuel- 
burning devices;? o1L-0o-MaTic for automatic electrically controlled and 
operated fuel heating systems, including the electrically-operated controls 
therefor ;* Gas-0-MATIC for automatic electrically controlled and operated 
fuel heating systems, including the electrically operated controls therefor ;* 
OIL-O-MATIC for domestic hot water heaters ;° and, o1L-0-MaTic for electrical 
motors.® 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows, and applicant does not question, opposer’s earlier, 
continuous and extensive use and widespread advertising of OIL-0-MATIC, 
WILLIAMS OIL-O-MATIC and GAS-O-MATIC on automatic and electrically con- 
trolled space heating and cooling and water heating apparatus and units 
and parts therefor, and on electric motors. There is no question but that 
applicant’s products are identical in nature or are in the same category 
with opposer’s, i.e., sold in competition with opposer’s through the same 
channels of trade to the same classes of purchasers under the same condi- 
tions and circumstances of purchase. 

The only question, then, is whether or not purchasers familiar with 
opposer’s products sold under its marks are likely upon seeing applicant’s 
ECONOMATIC products, to associate them with opposer’s line or with opposer 
as their producer. ; 

Opposer’s position may be summarized from the following statements 
in its brief : 


“Opposer and its predecessors have spent a great deal of money 
advertising heating equipment products under the omaTic trademarks, 
either OIL-O-MATIC Or GAS-O-MATIC as the case may require, for the pur- 
pose of creating the impression in the public mind that domestic 
heating products bearing an OMATIc trademark are the products of the 
opposer.” 

a * © * 

“Opposer’s extensive use of its oMaTic trademark in advertising 

opposer’s heating products has been for the purpose of creating the 


1. Reg. No. 199,644, issued June 16, 1925 to a predecessor, renewed by another 
predecessor; Reg. No. 222,211, issued Dec. 28, 1926 to a predecessor, renewed by another 
predecessor. 

2. Reg. No. 239,830, issued Mar. 13, 1928 to a predecessor, renewed by another 
predecessor. 

3. Reg. No. 269,277, issued April 1, 1930 to a predecessor, renewed by another 
predecessor. 

4. Reg. No. 290,863, issued Jan. 19, 1932 to a predecessor, renewed by another 
predecessor. 

5. Reg. No. 304,965, issued July 25, 1933 to a predecessor, renewed by another 
predecessor. 

6. Reg. No. 379,296, issued July 9, 1940 to a predecessor. 
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impression in the minds of the buying public that omatic heating prod- 
ucts are products of high quality, and that they are products of opposer. 
To the extent that opposer’s advertising program has been successful, 
a great many of the buying public are bound to be misled by the ap- 
pearance on the market of an omatTic heating product manufactured 


by another.” 
* * * - * 


“Tf another manufacturer subsequently employs an OMATIC trade- 
mark in connection with identical goods, the public is bound to be 
deceived into a belief that such product is but another of the OMATIC 
heating equipment products manufactured by opposer.” 


The difficulty with the statements lies in the fact that they are based 
on a false premise that opposer’s mark is OMATIC, or that OMATIC standing 
alone identifies and distinguishes its products. We are dealing here not 
with an OMATIC mark, but with OIL-O-MATIC, GAS-O-MATIC and ECONOMATIC. 
Additionally, the record does not support the statements that money has 
been spent by opposer in advertising OIL-O-MATIC and Gas-O-MATIc for the 
purpose “of creating the impression in the public mind that domestic heat- 
ing products bearing an omaTic trademark are the products of the opposer.” 
So far as the record shows, the advertising was for the purpose of promoting 
the sale of oIL-0-MATIC products and GAS-0-MATIC products, and there are few 
instances where they have even been advertised together. At no time does 
it appear that opposer has advertised an OMATIC product or suggested that 
“heating products bearing an OMATIc trademark are the products of the 
opposer.” 

With reference to opposer’s statement that “to the extent that opposer’s 
program has been successful, a great many of the buying public are bound 
to be misled by the appearance on the market of an omatic heating product 
manufactured by another,” suffice it to say that the record fails to show 
either that there has been such a program as described by opposer, and if 
there has been such a program, that it has met with any degree of success. 
The opposer’s position as summarized in the above quotations is without 
support in the second. 

In presenting its argument concerning similarity of the marks, opposer 
states: 


“Obviously, the prefix ECoN in applicant’s EcoNoMATIC mark dif- 
fers from the prefixes OIL or GAs in opposer’s marks, but just as obvi- 
ously the omATIc suffixes are identical. 

“The prefix ECON is an obvious abbreviation of ‘Economy’ or ‘Econ- 
omical’ and is used in applicant’s mark to tell the public that applicant’s 
product is economical. No one could prevent applicant from using a 
word such as ‘Economy’ or ‘Economical,’ or an abbreviation of it, in 
advertising applicant’s products any more than opposer could prevent 
anyone from using OIL or GAS per se in advertising oil or gas burning 
heating products. In each case they are descriptive words which by 
themselves have no trademark function, and if the marks of the parties 
have any trademark significance, it is the distinctive and dominant 
OMATIC suffixes of the marks.” 
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The fallacy of this conclusion lies in the fact that if EcoN in applicant’s 
mark is an obvious abbreviation of “Economy” or “Economical,” so OMATIC 
in both OIL-O-MATIC, GAS-O-MATIC and ECONOMATIC is just as obvious an 
abbreviation of “Automatic”; and the conclusion stated by opposer that 
“if the marks of the parties have any trademark significance, it is the dis- 
tinctive and dominant omATIc suffixes of the marks” is a conclusion without 
basis in fact. So far as this record shows, MATIC is neither distinctive nor 
dominant. The trademark significance of the marks of the parties is in the 
marks as a whole and not in any portion standing alone. 

There is nothing in the record here which would support a conclusion 
that ECONOMATIC, when applied to applicant’s products, so resembles either 
OIL-O-MATIC Or GAS-O-MATIC, when applied to opposer’s products, as to be 
likely to cause purchaser confusion, mistake or deception; and no facts 
appear from which it can be inferred that opposer is likely to be damaged 
by the registration. 

The decision of the Examiner of Interferences is affirmed. 


METAL MASTERS COMPANY v. ENCO 
MANUFACTURING COMPANY 


No. 33,290 — Commissioner of Patents — August 9, 1957 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Cases concerning opposer’s permitting use of its mark by others in such manner > 
us to represent source, and concerning applicant’s good faith in selection of its 
mark, require consideration only if it is concluded that applicant’s mark is likely 
to cause confusion, mistake or deception of purchasers. 
TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
TINY TITAN with man and horseshoe magnet design as used on magnetic tools 
is not likely to be confused with MITI-MITE with somewhat similar design as used 
on similar goods. 
REGISTRATION PROCEDURE—APPLICATION 
Registration is withheld until satisfactory evidence supporting date of first 


use is submitted. 


Opposition proceeding by Metal Masters Company v. Enco Manufactur- 
ing Company, application Serial No. 647,399 filed May 21, 1953. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 


Reversed. 


Leonard S. Kleinfeld, of Chicago, Illinois, for opposer-appellee. 
Silverman & Mullin, of Chicago, Illinois, for applicant-appellant. 
Lreps, Assistant Commissioner. 
An application has been filed to register for magnetic base tools com- 
prising magnifier holders, lamp holders and test indicator holders, the 


following: 
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Use since March 2, 1953 is asserted. 
Registration has been opposed by a competitor who uses to identify and 
distinguish its goods the following: 


The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record shows that it is in the machine shop business, design- 
ing and manufacturing special machines. It makes a line of permanent 
magnets, units used to demagnetize tools, watches and precision instruments. 
Sometime late in 1948 or in 1949, probably the latter, opposer commenced 
using the MITI-MITE mark on a magnetic base holder for holding a light, 
magnifying glass or gauge. Some circulars advertising opposer’s magnetic 
base tools, were distributed to the trade late in 1949, but at that time the 
business operation dealing with these products was not breaking even. 

On January 19, 1950, opposer and applicant entered into an agreement 
under the terms of which applicant was made opposer’s exclusive distributor 
of MITI-MITE tools for a period of three years from January 20, 1950 to 
January 20, 1953. 

Applicant, a manufacturer of lathe turrets and devices for undercut- 
ting commutators, built a considerable demand for opposer’s products 
identified by the MiITI-MITE mark, selling them to about a thousand mill 
supply and tool supply dealers for resale to manufacturing concerns and 
industrial tool and die makers. From about May of 1950, the cartons in 
which opposer’s MITI-MITE products were packaged showed only applicant’s 
name; the brochures and circulars promoting the sale of opposer’s products 
referred to the products, without objection by opposer, as ENCO’s MITI-MITE 
products”; and applicant, during the three-year period of the sales agree- 
ment, spent about $33,000 advertising such products in connection with 
its own name. The contract was not renewed at the expiration date of 
January 20, 1953, but applicant was permitted to dispose of its stock of 
about $40,000 worth of the MITI-MITE products, which was done by August 
of 1953. 
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Following expiration of opposer’s sales contract with applicant, opposer 
entered into an exclusive sales agreement with Lufkin Rule Company, under 
the terms of which opposer agreed that its products were to be packed in 
cartons satisfactory to Lufkin, in Lufkin colors, with labels to be applied 
in a manner satisfactory to Lufkin; the LUFKIN name and trademark were 
to appear on all products in a manner satisfactory to Lufkin; and opposer’s 
name was not to appear on the product, cartons or labels. The labels and 
other exhibits in evidence show LUFKIN above MITI-MITE in identifying the 
magnetic tools, thus indicating Lufkin as the source of the tools. 

Early in 1953 applicant made up some magnetic base holders on its 
own hand screw machines, and sent a sample to a prospective customer in 
California. In October of 1953 applicant made its first bona fide sales under 
its mark ; and since that time its business has increased, and between twenty 
and twenty-five thousand dollars were spent in advertising its products 
under the mark during the first one and one-half marketing years. 

The major question is whether or not applicant’s mark so resembles 
opposer’s mark, when applied to the same goods, as to be likely to cause 
purchaser confusion, mistake or deception. There are some subsidiary 
questions concerning opposer’s permitting use of its mark by others in 
such manner as to misrepresent source, and concerning applicant’s good 
faith in selection of its mark, but these questions require consideration only 
if it is concluded that applicant’s mark is likely to cause confusion, mistake 
or deception of purchasers. 

We turn, then, to a consideration of the marks. They obviously do not 
look alike or sound alike. The Examiner of Interferences held applicant’s 
mark to be “but a colorable imitation of opposer’s mark,” and relying upon 
what he considered to be “substantial identity” of meaning, held that ap- 
plicant’s mark “would inevitably result in confusion in trade.” 

It is true that TrNy is an adjective meaning “small,” and MITE is a 
noun meaning “something very small”; and that TITAN is a noun meaning 
“giant” and MIT! is a misspelling of the adjective “mighty” meaning “power- 
ful.” But it takes some mental gymnastics to arrive at a conclusion that 
TINY TITAN and MITI-MITE have the same meaning. They do not create the 
same mental associations or stimulate the same psychological reactions. 
Applicant’s mark is synonymous with “Little Giant”; and opposer’s is 
synonymous with “Powerful Little Creature.” Considering the overall 
commercial impressions created by the marks, and the circumstances and 
conditions surrounding the purchase of magnetic tools, including the care 
with which they are likely to be examined, and the fact that applicant’s 
name ENCO appears as a part of its mark, it is believed that there is no 
likelihood of confusion, mistake or deception of purchasers. 

In view of the conclusion reached in answering the primary question, 
it is unnecessary to consider the subsidiary questions. 

The decision of the Examiner of Interferences is reversed. 
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In the event applicant ultimately prevails in this proceeding, registra- 
tion will be withheld until satisfactory evidence supporting the March 2, 
1953 date of first use asserted in the application is submitted, or an amend- 
ment setting forth the date supported by this record is filed. In either event, 
submission should be made within thirty days after final termination of this 
proceeding. 





THE S.0.S. COMPANY (ECONOMICS LABORATORY INC., 
substituted) v. PATRICK (ADE-O-MATIC COMPANY, 
INCORPORATED, assignee) 


No. 33,566 — Commissioner of Patents — August 16, 1957 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Predecessor of opposer purchased such rights as assignor had in trademark 
SOIL-OFF for hand soap and registration thereof; mark was probably not in use 
by assignor at time of purchase, but was renewed by predecessor; such predecessor 
was not entitled to renew, and opposer may not rely on such registration. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
“dust-off” for household cleaning and polishing liquid is likely to be confused 
with soiL-orF for spot remover and household cleaner. 
REGISTRABILITY—DESCRIPTIVE TERMS 
SOIL-OFF has suggestive nature for a liquid cleaner as does DUST-oFF for anti- 
static dust repellent polish. 


Opposition proceeding by The 8. O. 8. Company (Economics Labora- 
tory Inc., substituted) v. Harry H. Patrick (Ade-O-Matic Company, In- 
corporated, assignee), application Serial No. 639,387 filed December 12, 
1952. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 


William E. Lucas and Theodore R. Scott, of Chicago, Illinois, for opposer- 
appellee. 
Wallenstein & Spangenberg, of Chicago, Illinois, for applicant-appellant. 


Legps, Assistant Commissioner. 

An application has been filed to register “dust-off” for a household 
cleaning and polishing liquid for all surfaces, use since August of 1952 
being asserted. 

Registration has been opposed by the registrant of som-orr for a 
preparation for removing spots and stains from wearing apparel, and 
liquid cleaner for cleaning painted walls and woodwork, hardwood floors, 
linoleum and painted venetian blinds.” 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record shows that it and its predecessors have, since 1929, 
labeled a liquid cleaner used primarily for painted surfaces (but suitable 


1. Reg. No. 501,345, issued on Aug. 3, 1948 to a predecessor. 
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also for cleaning leather and for removing spots from rugs and from fab- 
rics), with the trademark sort-orr. The mark was first registered for the 
cleaner by a predecessor of opposer in 1940,? and it was registered on 
August 3, 1948.2 On April 9, 1946 the predecessor had purchased such 
rights as the Hollingshead Corporation may have had in the trademark 
sorL-oFF for a hand soap, and the registration thereof.* It is doubtful that 
the mark was in use by the assignor at the time of the purchase; and 
although it appears that the mark was never used on hand soap by any of 
the assignees, it was, nevertheless, renewed by opposer’s predecessor in 
1947. It is observed that such predecessor was not entitled, under the 
circumstances disclosed by the record, to renew the registration, and opposer 
may therefore not rely on such registration, either in this proceeding or 
in any Patent Office proceeding at any time in the future. 

On April 9, 1946, The S. O. S. Company purchased the soit-orr liquid 
cleaner business and operated it as its SOIL-OFF DIVISION until January 30, 
1956 at which time the mark, the registration of the mark, and the goodwill 
of the business symbolized by the mark were assigned to Economics Lab- 
oratory, Inc., the present opposer. Originally sold on a house-to-house 
basis, the sorL-orr cleaner has, since at least 1940, been sold through food 
brokers to markets and grocery stores, to hardware stores, drug stores and 
department stores located throughout the United States, and resold by 
such stores to the general public. It is estimated that for the period 1940- 
1954 some two million dollars had been spent in advertising the product 
under the mark in all modern media. Sales during the period increased 
from about 100,000 gallons in 1940 to 470,000 gallons in 1954, with the 
largest volume being reached in 1945 when some 660,000 gallons. were sold. 

Applicant’s record shows that Harry H. Patrick, an individual, has 
been doing business as Ade-O-Matic Company since about 1940. In the 
summer of 1952, perhaps May or June, he commenced selling under the 
mark “dust-off” an antistatic, dust-repellent polishing preparation used 
largely as a furniture polish. In December of 1952, the said Harry H. 
Patrick formed an [Illinois corporation under the name of Ade-O-Matic 
Company, Incorporated, of which he is sole stockholder, and the corpora- 
tion took over the sales of the “dust-off” product at the end of 1952 or early 
in 1953. On July 25, 1956 the mark and the application involved here 
were assigned to the corporation. 

During the first year of the corporation’s sales program, sales of ap- 
plicant’s product under the pust-orr mark amounted to more than $314,600; 
during the second year, $78,900; and during the first five months of the 
third year, $17,500—an annual rate of about $43,000. Direct advertising 
expenditures for radio, in trade periodicals, magazines, newspapers, and 
for point-of-sale material through November of 1953 exceeded $62,800; 


2. Reg. No. 376,550, issued March 26, 1940. 
3. Reg. No. 501,345, issued to a predecessor of opposer. 
4. Reg. No. 228,064, issued May 24, 1927, renewed by a predecessor of opposer. 
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for the year ending November of 1954, about $3,000; and for the first five 
months of 1955, nothing. Cooperative advertising expenditures for the 
same periods amounted to approximately $52,300 in 1953; $5,000 in 1954; 
and $470 in the first five months of 1955—an annual rate of about $1100. 

Distribution channels through which applicant’s product moves are 
the same as those through which opposer’s moves; and both products 
are consumer items sold to the general public. 

The products are specifically different and are used for specifically 
different purposes, but both fall in the same category of household clean- 
ers. It would not be unusual for a single manufacturer to produce both 
an antistatic, dust-repellent, polishing preparation and a liquid cleaner for 
painted surfaces. 

Opposer was in the household cleaner field for many years before ap- 
plicant entered it; it has built a substantial business under its mark; it has 
created, by extensive advertising, a public consciousness of the product 
identified by its mark; and it has established a substantial goodwill of 
which its mark is a symbol. Having adopted and used soIL-orr as its mark 
for its liquid cleaner for painted surfaces, it is not illogical to assume that 
if it added an antistatic, dust-repellent polishing preparation to its line, 
it would select “dust-off” as an identifying mark. 

As was said in Miles Laboratories, Inc. v. Goodfriend, 106 USPQ 336, 
337 (45 TMR 1380) (Com’r, 1955), “As important as identity of goods in 
this case, it seems to me, is the difference in goods * * * . If the products 
here were identical, there might be somewhat less likelihood of confusion and 
deception of purchasers than where, as here, they are somewhat different 
*** ” Considering the slight differences in the marks when applied to the 
different, but related, goods, the suggestive nature of each mark when ap- 
plied to the product, and the fact that both products might reasonably 
be produced by a single producer, it seems inevitable that purchasers are 
likely to attribute common origin to SoIL-orr liquid cleaner and “dust-off”’ 
antistatic dust-repellent polish. Registration of applicant’s mark would 
therefore be likely to damage opposer. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 





SANDEE MANUFACTURING COMPANY v. 
REICHHOLD CHEMICALS, INC. 


No. 6285 — Commissioner of Patents — August 16, 1957 


CANCELLATION PROCEDURE—EVIDENCE 
Products of parties, polyester resins and extruded plastic parts for electric 
lighting fixtures, might reasonably be attributed to single producer; and when 
same mark POLYLITE is used on them, and products are advertised under same mark 
in periodicals directed to same readership, it seems inevitable that manufacturers 
in plastic industry will attribute common origin to them or assume some kind of 
trade connection; petition for cancellation is granted. 
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Cancellation proceeding by Sandee Manufacturing Chemicals, Inc. v. 
Reichhold Chemicals, Inc., Registration No. 581,098 issued October 13, 1953. 
Petitioner appeals from decision of Examiner of Interferences dismissing 
petition. Reversed. 


Wallenstein & Spangenberg, of Chicago, Illinois, for petitioner-appellant. 
Munson H. Lane, of Washington, D.C., for respondent-appellee. 


LEEDs, Assistant Commissioner. 

A petition has been filed to cancel the registration of POLYLITE, issued 
October 13, 1953, for polyester resins.* 

Petitioner is registrant of POLYLITE for extruded plastic parts for elec- 
tric lighting fixtures.” 

The Examiner of Interferences, after finding that the products of the 
parties are sold in different markets to different classes of purchasers who 
exercise discrimination in their purchases, dismissed the petition. Petitioner 
has appealed. 

Petitioner is a plastics processor which molds polystyrene panels of 
various shapes and sizes for use as side shields for diffusing light in fluores- 
cent lighting fixtures and in signs and displays. The panels are advertised 
in illumination trade periodicals and in magazines addressed to plastics 
processors and industrial users. Although the advertising copy is directed 
primarily to manufacturers of lighting equipment, the trademark POLY-LITE 
is so featured as to attract the attention of other readers. 

Respondent is a manufacturer of synthetic resins, color pigments, in- 
dustrial chemicals and phenolic plastics. The product on which it uses the 
mark involved here is a raw material—a copolymer of styrene with unsatu- 
rated alkyd resins, thermosetting in nature—which, by the application 
of suitable catalysts, can be converted into solid infusible products, such 
as fluorescent lighting fixture panels. Respondent’s resins are sold to 
plastics processors, such a petitioner. Respondent’s resins are advertised 
in plastics trade periodicals directed to processors and industrial users. 

The record shows that in December of 1952 respondent discontinued 
use of the mark LAMINITE on its polyester resins because of a probability 
of confusion with a competitor’s mark, and at that time it had an availability 
search made in connection with POLYLITE, POLYFAB and LAMIPOL. Petitioner’s 
registration of POLY-LITE was reported. Nevertheless, POLYLITE was selected. 
Some consideration was given to requesting “a waiver” from petitioner if 
such became necessary, but it was then decided that an application would be 
filed and respondent would “see whether any opposition is filed by Sandee,” 
it being observed by officials of respondent that since the mark of respondent 
would be in a different class from petitioner’s, the publication “might go 
by unnoticed.” 


1. Reg. No. 581,098. 
2. Reg. No. 517,359, issued Nov. 8, 1949. 
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Samples were shipped by respondent in January of 1953; an applica- 
tion to register POLYLITE was filed on February 10, 1953; and registration 
was refused on the ground of such resemblance of the mark to petitioner’s 
previously registered mark as to be likely to cause purchaser confusion. 
On May 19, 1953 respondent argued successfully before the Examiner of 
Trademarks that because of the differences in products, and the significance 
of the marks when applied to the respective products, and in view of the 
numerous registrations of marks containing the syllables PoLy and LITE, 
there was no likelihood of confusion. The mark was published on July 21, 
1953, and the registration issued on October 13, 1953. This petition to cancel 
was filed on April 23, 1954. 

It appears that during the pendency of the application, commercial 
exploitation and sales under the mark were withheld; and it was only after 
the registration issued that respondent commenced to make its product 
known under the POLYLITE mark through advertising and sales programs. 
Indeed, on May 11, 1953, respondent filed a petition to make its application 
special reciting that its advertising program and its POLYLITE resin catalog 
were being held up because of inability to obtain action on the application. 

It is apparent from the record that respondent adopted PoLyYLiTe for 
resins with full knowledge of petitioner’s prior use of the mark for plastic 
panels. It is also apparent that respondent was at all times concerned, 
not so much with the fundamental question of probability of confusion as 
a result of its use of the mark, but with whether or not petitioner would 
learn about its use of the mark and about its application to register and 
would file an opposition. No opposition was filed, but when respondent’s 
use of POLYLITE came to petitioner’s attention after registration, it notified 
respondent that the use of the mark on resins was likely to cause confusion, 
and requested discontinuance of use of the mark. Following receipt of 
respondent’s reply stating, in effect, that there was no likelihood of confu- 
sion because of the differences in products, this petition to cancel was filed. 

For all practical purposes, the marks POLYLITE and POLY-LITE are the 
same. The goods are in the nature of “plastic products” in different stages 
of production—respondent’s being a raw material from which petitioner’s 
products might be molded after application of a catalyst. There is no doubt 
but that they are specifically different and are probably sold generally to 
different purchasers. They are, however, advertised in periodicals directed 
to the plastics trade generally—and respondent’s advertising features pic- 
tures of molded plastic products in connection with use of its POLYLITE 
resins. Purchasers of both products are industrial users, i.e., manufac- 
turers, who utilize the products in further processing or manufacturing 
before selling to the ultimate purchaser a finished item embodying them. 
The specimens filed by respondent with its application show “R C I Syn- 
thetics—synthetic resins, chemical pigment colors, industrial chemicals, 
phenolic plastics—PoLYLITE. 
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Petitioner had used its POLY-LITE mark to identify its products for 
some six years before respondent adopted the mark. It has sold more than 
two million dollars’ worth of panels under the mark; and it has spent more 
than fifty thousand dollars in advertising its products under the mark. 
Respondent knew of petitioner’s use before it selected the mark; and it 
knew that petitioner objected to its use of the mark before it had invested 
any substantial amount of money in exploiting its product under the mark. 

In its responsive pleading in the case, respondent stated : 


“Respondent’s position in the synthetic resin industry is of the 
highest, respondent being one of the principal manufacturers of raw 
synthetic materials and having been a leader in this field for a long 
period of time, during which time it has established a goodwill in its 
particular field far in excess of that which petitioner may have built 
up in its particular field, so that if any confusion were possible as a 
result of the use of the respective marks on the respective goods of 
respondent and petitioner, which is denied, such confusion would tend 
to benefit petitioner rather than respondent, and respondent rather 
than petitioner would be injured.” 


This pleading seems to say that a large company with a recognized 
reputation in a given field may appropriate with impunity the previously 
used trademark of a smaller company in a related field, since if there is con- 
fusion, purchasers would be more likely to attribute all goods bearing the 
mark to the large company rather than the small company. I do not so 
interpret the law, and no precedent is found for such an interpretation. 
There is nothing in the record which suggests that petitioner either wants 
or needs any benefit from respondent’s goodwill in the field of synthetic 
materials. 

The products of the parties might reasonably be attributed to a single 
producer ; and when the same mark is used on them, and the products are 
advertised under the same mark in periodicals directed to the same reader- 
ship, it seems inevitable that manufacturers in the plastics industry will 
attribute common origin to them or will assume that there is some kind of 
trade connection between the users of the mark. This is a type of confusion 
against which the statute is aimed. 

The petition to cancel is granted; and the decision of the Examiner 
of Interferences is reversed. 





EX PARTE BEAUNIT MILLS, INC. 


Commissioner of Patents — August 19, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
CULTURED when applied to fabrics does not have ordinary meaning or sugges- 
tion of “cultivated.” 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CULTURED BEMBERG and CULTURED COTTON will be thought by fabric buyers to 
emanate from single source. 
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REGISTRABILITY—DISCLAIMERS 
Disclaimer of CULTURED in CULTURED BEMBERG for fabrics will not prevent 
confusion with CULTURED COTTON. 


Application for trademark registration by Beaunit Mills, Inc., Serial 
No. 689,801 filed June 20, 1955. Applicant appeals from decision of Exam- 
iner of Trademarks refusing registration. Affirmed. 


Rudolph 8. Bley, of Elizabethton, Tennessee, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register CULTURED BEMBERG for fabrics 
in the piece, use since May 16, 1955 being asserted. 

Registration has been refused on the ground that applicant’s mark, 
CULTURED BEMBERG, when applied to fabrics in the piece, so resembles 
CULTURED COTTON, previously registered for fabrics in the piece, as to be 
likely to cause purchaser confusion or mistake.’ 

Applicant has appealed. 

It seems to be applicant’s position that CULTURED is merely descriptive 
when applied to fabrics in the piece, and it has submitted a disclaimer of 
the word. In support of this position, it cites two registrations, one of 
which shows CHATHAM CULTURED EMERALDS for unmounted gems,’ and 
another which shows CULTURED MUSHROOM SALT for cultivated mushrooms 
powdered with salt for use as a seasoning;* and it argues that CULTURED 
as applied to fabrics made with manmade fibers (such as applicant’s) and 
as applied to fabrics made from better grade cotton fibers (such as regis- 
trant’s) indicates to purchasers only that the fabrics result from exceptional 
care or attention. 

Neither the registrations nor the arguments are convincing. So far as 
CULTURED in the cited registrations is concerned, it is used merely in its 
ordinary sense—“cultivated.” Fabrics, however, are not “cultivated,” and 
the word CULTURED when applied to them has no such meaning, suggestion 
or connotation. 

CULTURED, when applied to fabrics, represents an arbitrary use of 
an ordinary word. Applicant’s use of the word will, I believe, inevitably 
cause purchasers to assume that the fabrics marked CULTURED BEMBERG 
and CULTURED COTTON emanate from a single source; and the disclaimer 
would not change the situation. 

The decision of the Examiner of Trademarks refusing registration is 
affirmed. 





1. Reg. No. 604,522, issued Apr. 12, 1955. 
2. Reg. No. 585,064, issued Jan. 26, 1954. 
3. Reg. No. 392,740, issued Jan. 13, 1942. 
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STARK BRO'S. NURSERIES AND ORCHARDS CO. 
v. W. ATLEE BURPEE CO. 


No. 33,919 — Commissioner of Patents — August 19, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—EVIDENCE 

For more than a quarter century applicant sold seeds and bulbs under mark 
LUTHER BURBANK and opposer sold trees, shrubs and roses under same mark with 
portrait of Burbank; lack of evidence of actual confusion creates presumption 
against. future confusion. 


Opposition proceeding by Stark Bro’s. Nurseries and Orchards Co. v. 
W. Atlee Burpee Co., application Serial No. 623,748 filed January 18, 1952. 
Applicant appeals from decision of Examiner of Interferences refusing 
registration. Reversed. 


Robb & Robb, of Washington, D.C., for opposer-appellee. 
Roberts B. Larson and Larson & Taylor, of Washington, D.C., for ap- 
plicant-appellant. 


LEgEps, Assistant Commissioner. 

This is an appeal by an applicant from the decision of the Examiner 
of Interferences dismissing an opposition filed against the applicant and 
refusing registration. The examiner held that though applicant has the 
right to use LUTHER BURBANK on seeds and bulbs, it does not possess any 
such rights as would entitle it to registration, since the mark “would 
inevitably result in confusion or mistake or deception of purchasers” as 
between applicant’s seeds and bulbs and another’s (opposer’s) trees, plants 
and roses sold under the mark LUTHER BURBANK, and a portrait of Mr. 
Burbank. 

The record shows that Luther Burbank, the eminent horticulturist, 
used LUTHER BURBANK in his seed bulb, tree, shrub and plant business 
prior to his death in 1926. In 1927 his widow sold the seed and bulb busi- 
ness and the trademark LUTHER BURBANK which had been used in such 
business to Stark Bro’s. Nurseries & Orchard Co. (hereafter called Stark). 
In 1931, Stark sold the seed and bulb business and the LUTHER BURBANK 
trademark to applicant. , 

At the time of Stark’s sale to applicant, it had acquired from Mrs. 
Burbank trademark: rights in. LUTHER BURBANK, and a portrait of Mr. 
Burbank, for nursery stock, and in 1934 it obtained a registration of this 
composite mark for plum, plumcot, prune, peach, nectarine, cherry and 
nut trees and for roses.’ 

At the time of Stark’s sale to applicant, the parties agreed that they 
would advertise this sale and purchase of the seed and bulb business so 
that the trade and public would know about it and thereby eliminate 
























1. Reg. No. 318,659, issued Oct. 30, 1934; published in accordance with Sec. 12(c) 
on Aug. 17, 1948, and renewed. 
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any probability of confusion. Both parties complied with the agreement 
and advertised the facts in their respective catalogs for a number of years; 
and applicant has used LUTHER BURBANK while Stark used LUTHER BURBANK 
and the portrait in their respective businesses. 

From 1932 to 1955, applicant spent more than seven and one-half 
million dollars in publishing its retail catalogs, more than fifty-five million 
of which were distributed to potential customers. 

In 1947, applicant developed a new zinnia which it sold under the 
LUTHER BURBANK mark; and in 1948 alone, it spent almost twenty-five 
thousand dollars in advertising the LUTHER BURBANK zinnia seed. 

For more than a quarter of a century, applicant has sold and promoted 
the sale of its seeds and bulbs under the mark LUTHER BURBANK, and Stark 
has continued to sell trees, shrubs and roses under the same mark, with a 
portrait of Mr. Burbank, without any evidence of actual confusion. The 
record here creates a presumption against confusion in the future. See: 
International Shoe Co. v. Hall, Hartwell & Co., 110 USPQ 428 (46 TMR 
1558) (Com’r, 1956) ; In re Myers, 96 USPQ 238 (438 TMR 284) (CCPA 
1953) ; B. A. Railton Co. v. American Sugar Refining Co., 99 USPQ 141 
(44 TMR 312) (Com’r, 1953); Rohm & Haas Co. v. Hall, 105 USPQ 155 
(45 TMR 734) (Com’r, 1955). 

It was error to conclude from this record that confusion is inevitable; 
and the decision of the Examiner of Interferences refusing registration 
is reversed. 


CAMPANA CORPORATION v. ATLAS 
INTERNATIONAL CORPORATION 


No. 33,629 — Commissioner of Patents — August 20, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CAMPANA for paint products is not likely to be confused with similar mark for 
various cosmetics items and toilet preparations. 


Opposition proceeding by Campana Corporation v. Atlas International 
Corporation, application Serial No. 652,316 filed August 26, 1953. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Edward A. Haight and George H. Simmons, of Chicago, Illinois, and Robert 
B. Harmon, of Washington, D.C., for opposer-appellant. 
No appearance on appeal for Atlas International Corporation. 


LEEps, Assistant Commissioner. 

An Application has been filed to register campPaNna for interior and 
exterior paints; varnish, lacquer and enamel; and protective and water- 
proofing roof coatings, use since 1946 being asserted. 
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Registration has been opposed by the registrant of CAMPANA,’ CAM- 
PANA’S,? CAMPANA DRESKIN,® CAMPANA ITALIAN,* CAMPANA ITALIAN BALM,° 
and CAMPANA BALM® for various cosmetic items and toilet preparations. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Both parties use CAMPANA—opposer on cosmetic and toilet prepara- 
tions, and applicant on paint, varnish, lacquer, enamel and roof coatings. 
It is not believed that any reasonable person would be led by the mark to 
associate either the products or the producers, or to assume that the prod- 
ucts emanate from a-single source or from related sources. The products are 
not sold to the same class of purchasers under the same circumstances or 
conditions of purchase. There is not, under the facts of this case, any reason- 
able likelihood of confusion of purchasers, or of a purchaser assumption 
of a trade connection between the parties. 

Opposer contends, however, that (1) the trend of American business 
toward industrial diversification is likely to mislead purchasers into assum- 
ing common origin of the products; and (2) the distinctiveness of opposer’s 
widely known marks will be diluted. 

With regard to the first contention, it is neither common knowledge 
nor is there anything in the record which suggests that any cosmetic manu- 
facturer has diversified to the extent of including paint, varnish, enamel 
and lacquer in its line, or that such a diversification would be a normal one, 


or that if such a diversification took place, the manufacturer would be likely 
to use the same trademark on the widely different and unrelated items. 
The contention is without merit. 

Referring to the second contention, the question of “dilution” was dis- 
cussed in Mason, Au & Magenheimer Conf. Mfg. Co. v. Perk Dog Food Co., 
102 USPQ 352, 355 (44 TMR 1333, 1336) (Com’r, 1954) as follows: 


“Although the ‘dilution doctrine’ has been sparingly applied by 
some courts in actions for infringement and unfair competition, analysis 
of the decisions indicates that its application resulted only where the 
connection between the involved products, though remote, was found 
to imply that the original user had branched out his business into the 
remotely associated field, or that the first user had approved or spon- 
sored the later product, or was in some way connected with the later 
user; or where the evidence showed a patent attempt to deceive the 
public or to benefit in some manner by hitching a free ride on the 


1. Reg. No. 311,244, issued Mar. 20, 1934, published in accordance with Sec. 12(c) 
on Mar. 16, 1948, renewed; Reg. No. 432,495, issued Sept. 2, 1947, published in ac- 
cordance with Sec. 12(c) on Aug. 17, 1948; Reg. No. 565,006, issued Oct. 7, 1952. 

2. Reg. No. 234,572, issued Nov. 1, 1927, renewed. 

3. Reg. No. 322,065, issued Feb. 26, 1935, published in accordance with Sec. 12(c) 
on Mar. 16, 1948, renewed. 

4. Reg. No. 376,827, issued Apr. 9, 1940, published in accordance with Sec. 12(c) 
on Apr. 6, 1948. 

5. Reg. No. 376,825, issued Apr. 9, 1940; Reg. No. 376,828, issued Apr. 9, 1940, 
published in accordance with Sec. 12(c) on Mar. 30, 1948; Reg. No. 562,344, issued 
July 29, 1952. 

6. Reg. No. 376,829, issued Apr. 9, 1940, published in accordance with Sec. 12(c) 
on Mar. 30, 1948. 
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reputation and goodwill developed by another. In any one of these 
situations, it would appear that registration might be refused under 
subsection 2(a) or 2(d), or both.” 


The ultimate conclusion in that case was that there was nothing in the 
record from which it could be inferred that any one of the situations which 
might support the opposer’s position was there present. The conclusion 
is equally applicable here. 

The Examiner of Interferences correctly dismissed the opposition, 
and his decision is affirmed. 


INTERNATIONAL LATEX CORPORATION v. CRANSTON 
PRINT WORKS COMPANY 


No. 33,976 — Commissioner of Patents — August 20, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—SERVICE MARKS 
LIVING COTTONS as service mark for printing and chintzizing textile fabrics 
and applying thereto a wrinkle resistant and water repellent finish is not likely to 
be confused with LiIvine for girdles. 


Opposition proceeding by International Latex Corporation v. Cranston 
Print Works Company, application Serial No. 657,017 filed November 27, 
1953. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 


F. W. Rose, of Dover, Delaware, and Irwin M. Lewis, of New York, N.Y., 
for opposer-appellant. 
Howard A. Rosenberg, of New York, N.Y., for applicant-appellee. 


LeEeEps, Assistant Commissioner. 

An application has been filed to register LIVING COTTONS as a service 
mark for “printing and chintzizing textile fabrics and applying thereto 
both a crease and wrinkle resistant and water repellent finish.” Use since 
November 11, 1952 is asserted. 

Registration has been opposed by the registrant of Livine for girdles.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, a copy of opposer’s registration, 
applicant’s application, and some tear sheets of applicant’s advertising. 

Opposer’s product is a consumer item sold to women in department 
stores and specialty shops. Applicant’s service is of the character ordinarily 
rendered to industrial or commercial sellers or fabricators of piece goods. 

There is nothing in the record which would support an inference that 
purchasers of opposer’s product know or would be likely to know of ap- 


1. Reg. No. 382,971, issued Oct..15, 1940. 
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plicant’s services, or vice versa; or that applicant’s service would be likely 

to be associated with opposer or its product; or that opposer is in any 

manner likely to be damaged by the registration sought by applicant. 
The decision of the Examiner of Interferences is affirmed. 


ROGERS PEET COMPANY v. FENWAY COATS, INC. 
Nos. 33,824-25 — Commissioner of Patents — August 22, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SILVER-MIST and SKY-MIST when applied to outer apparel for women are not 
likely to be confused with SCOTCH-MIST for men’s wear. 


Opposition proceeding by Rogers Peet Company v. Fenway Coats, 
Inc., application Serial Nos. 661,127-8 filed February 16, 1954. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Semmes & Semmes and Raphael Semmes, of Washington, D.C., for op- 
poser-appellant. 
Howard A. Rosenberg, of New York, N.Y., for applicant-appellee. 


LEeEps, Assistant Commissioner. 

Applications have been filed to register SILVER-MIST’ and SKY-MIST? 
for ladies’, misses’ and junior misses’ coats and suits. Use of SILVER-MIST 
since February 10, 1953 and of sky-mist since March 3, 1953 is asserted. 

Registration of both marks has been opposed by the registrant of 
SCOTCH MIST PROOFED for suits and overcoats;* scoTcH Mist for hats and 
caps,‘ HIGHLAND MIsT for suits, coats, vests, pants, overcoats, and topcoats 
for men ;° and MIST, with design, for men’s and boys’ suits, overcoats, hats, 
shoes, raincoats, negligee and sport shirts, collars, neckties and hosiery.*® 

The Examiner of Interferences dismissed the oppositions, and opposer 
has appealed. 

Opposer’s record shows that it has continuously used SCOTCH MIST as a 
trademark for coats since 1913; sales of coats under the mark average from 
four thousand to ten thousand coats annually; and coats have been rather 
extensively advertised under the mark through newspapers, national maga- 
zines, and theatre programs, as well as by radio and direct mail. It does 
not appear that the mark is presently used on suits, hats or caps, although 


1. S.N. 661,127. 

2. S.N. 661,128. 

3. Reg. No. 95,149, issued Feb. 3, 1914, renewed twice and published in accordance 
with Sec. 12(¢) on Apr. 20, 1948. 

4. Reg. No. 121,006, issued Mar. 19, 1918, renewed, and published in accordance 
with Sec. 12(¢c) on Apr. 6, 1948. 

5. Reg. No. 342,520, issued Jan. 19, 1937, renewed and published in accordance 
with See. 12(c) on Apr. 27, 1948. 

Reg. No. 358,782, issued July 26, 1938, published in accordance with Sec. 12(c) 

on Apr. 27, 1948, 
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the SCOTCH MIST PROOFED registration includes suits, and the SCOTCH MIST 
registration recites only hats and caps. 

The record is unconvincing as to any substantial or continued use of 
HIGHLAND MIST as a trademark for any item of men’s or boys’ wearing 
apparel. Opposer acquired by assignment in 1936 the trademark HIGHLAND 
MIST and the then pending application to register the mark for men’s 
outer apparel, and while there is some testimony by opposer’s merchandise 
manager to the effect that shipments have been made under the HIGHLAND 
MIST label, a salesman for thirty years in opposer’s stores testified that 
although the stores carried opposer’s complete line of apparel, he had 
never heard of any product sold under the mark HIGHLAND MIST. Opposer’s 
shipping clerk did not indicate that he had made any shipments under 
the HIGHLAND MIST label. The only documentary evidence in the record is a 
wholesale shipping memo dated June 25, 1954 indicating that one HIGHLAND 
MIST topcoat may have been sent by opposer to its Boston store. The ship- 
ping clerk, however, testified that according to the lot number assigned, 
the coat was a SCOTCH MIST coat. In any event, the memo is dated not only 
after applicant filed its application, but after the mark had been published 
for opposition purposes. The record is insufficient to support a finding that 
opposer has any rights in HIGHLAND MIST which are either equal or superior 
to applicant’s rights in its marks. 

The record is likewise unconvincing as to any substantial, continued 
or present use of MIST as a trademark for any item of men’s or boys’ wearing 
apparel. While there is some testimony by opposer’s merchandise manager 
to the effect that shipments have been made under the mist label, a salesman 
for thirty years in opposer’s stores testified that although the stores carried 
opposer’s complete line of apparel, he had never heard of any product sold 
under the mark mist and that opposer had never had a mist coat in its line. 
He did testify that occasionally a customer asks for a MIST coat and he shows 
& SCOTCH MIST coat; but another salesman for twenty-five years in opposer’s 
stores testified that customers “very seldom” ask for a Mist coat, and if they 
should, he shows them a scotcH mist coat. The only documentary evidence 
in the record is a copy of a sales slip dated May 2, 1947 showing GREEN 
SWEATER—CASHMERE—MIST, but the witness could not state positively that 
the sweater bore a mist label; a wholesale shipping memo dated January 
20, 1948 showing one dozen each of hose, ties and collars, two dozen shirts, 
and one raincoat identified on the memo as mMIstT—apparently shipped to one 
of opposer’s retail stores ; a wholesale shipping memo dated June 25, 1954 in- 
dicating that one mist topcoat may have been sent by opposer to its Boston 
store, but the shipping clerk testified that according to the lot number as- 
signed, the coat was a SCOTCH MIST coat (in any event, the memo is dated 
after applicant’s marks were published for opposition purposes) ; and two 
advertisements from “The New York Times,” one dated November 17, 1951, 
showing mist for a cap, and one dated April.3, 1954 showing mist for a 
raincoat. It appears that opposer had inserted in the “Daily News Record” 
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(an apparel trade paper) on November 21, 1944, February 5, 1945, April 2, 
1945, and October 8, 1953 a notice that mist is its “own exclusive registered 
trademark for clothing and wearing apparel” and giving a “friendly warn- 
ing” to “ ‘Keep off’ our trademark mist.” The record is insufficient to sup- 
port a finding that opposer has any rights in mist either equal or superior 
to applicant’s rights in its marks. 

Obviously, opposer’s contention that it has a family of mist marks 
must fail; it uses SCOTCH MIST on coats, and it advertises and sells coats 
under that mark. 

SILVER-MIST and SKY-MIST when applied to outer apparel for women 
and misses do not create the same mental association or psychological 
reaction as SCOTCH MIST, the latter being associated with either a tweedy 
fabric (in connection with which it is in fact used) or a beverage of Scotch 
whiskey on shaved ice. Applicant’s marks suggest lightness of weight or 
subdued colors, or both. 

Under such circumstances, and especially where, as here, the average 
purchasers of opposer’s coats are male and the average purchasers of 
applicant’s apparel are female, there is no likelihood of confusion of pur- 
chasers; and the record fails to show any other facts from which an 
inference of damage to opposer can be drawn. 

The decision of the Examiner of Interferences dismissing the opposi- 
tions is affirmed. 


EX PARTE BEMIS BRO. BAG CO. 


Commissioner of Patents — August 23, 1957 


REGISTRATION PROCEDURE—EVIDENCE 
Affidavits of “carbon copy” variety are not entitled to much consideration since 
it does not appear how affiants have found what mark means to purchasers. 
REGISTRABILITY—DESCRIPTIVE TERMS 
INGRAIN COLORED is descriptive as applied to open mesh woven material and not 
registrable. 


Application for trademark registration by Bemis Bro. Bag Co., Serial 
No. 675,685 filed October 29, 1954. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Koenig & Pope, of St. Louis, Missouri, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register INGRAIN COLORED for open 
mesh woven material, use since June 15, 1944 being asserted. 

Registration has been refused on the ground that the term merely gives 
the information that the material has the dye or coloring matter developed 
directly on the fibre or yarn, and the material is, thus, color fast; and that 
the evidence submitted by applicant in support of registrability is insuffi- 
cient to show distinctiveness. Applicant has appealed. 
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The specimens submitted with the application show: 


VISINET BEMIS BRO. BAG CO. 
1000 Yds. 36” (20-4) green, wet pack, 
White Print Band Draweord 
INGRAIN COLORED 


The “evidence” submitted by applicant in support of its claim that the 
term has acquired a secondary meaning consists of three affidavits executed 
by bag company officials who state that they are acquainted with applicant’s 
product and have purchased substantial quantities of it; that no one else 
has used INGRAIN COLORED; and that they “have found that INGRAIN COLORED 
means to purchasers such as my company that the goods come from Bemis 
Bro. Bag Company.” The affidavits are of the “carbon copy” variety and 
are not entitled to much consideration, since it does not appear how the 
affiants have “found” what INGRAIN COLORED means to purchasers. 

Applicant challenges the examiner’s authority under the statute to 
refuse registration on the ground that the subject matter of the applica- 
tion merely gives information. The manner of phrasing the refusal is 
probably subject to criticism, but the import of the ground is clear from 
a reading of the complete record. The real basis of the refusal is that 
the subject matter of the application is a merely descriptive phrase used 
to describe. 

The adjective INGRAIN, when used in connection with fabrics or woven 
material, means “fast-dyed.” As used on the specimens submitted with 
this application, applicant is adding the word COLORED to the word INGRAIN 
to describe the vistNET mesh as “color-fast.” It is a merely descriptive 
phrase used to describe. As such, it is not a trademark and is therefore 
not registrable. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE ERIEZ INTERNATIONAL CORPORATION 


Commissioner of Patents — August 23, 1957 


REGISTRATION PROCEDURE—IN GENERAL 
REGISTRABILITY—SERVICE MARKS 
Applicant is distributor selling registrant’s trademarked products and is non- 

exclusive licensee of registrant, obtaining licensees in foreign countries to manu- 
facture products under registrant’s patents, and in this dual capacity is supplying 
to such licensees and potential licensees assistance, data, information and “know- 
how” furnished to applicant by registrant; applicant obtains no registrable rights 
in subject matter of application which is substantially identical to registrant’s 
service mark. 


Application for trademark registration by Eriez International Corpo- 
ration, Serial No. 645,973 filed April 27, 1953. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 
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Charles L. Lovercheck, of Erie, Pennsylvania, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register as a service mark the word 
ERIEZ, below a horseshoe-shaped magnet encircling the top half of a globe 
representing the earth, and above the word INTERNATIONAL displayed on 
a ribbon-like band. The service is identified as “engineering services relat- 
ing to magnetic separating devices.” Use since July 1, 1952 has been 
asserted. 

Registration has been refused on the grounds that (1) applicant has 
failed to show that it is using the subject matter of the application to iden- 
tify a service, and (2) the subject matter of the application so resembles 
the ERIEZ marks shown in three previously issued registrations for magnets 
or magnetic separators’ as to cause confusion of purchasers. 

Applicant has appealed. 

The only registration which we need consider is Reg. No. 540,162 which, 
for all practical purposes, is identical with the subject matter of the ap- 
plication, except applicant has added the globe and the word INTERNA- 


TIONAL. 
The specimens submitted with the application are letterheads which 
show the subject matter of the application to the left of— 


ERIEZ INTERNATIONAL CORPORATION 
Eriez Magnetic Equipment 
Erie 2, Pennsylvania, U.S.A. 


The cable address and telephone number parallel the address on the 
righthand side of the letterhead. 

It appears from the record that Eriez Manufacturing Company, of 
Erie, Pennsylvania, registrant of the cited registrations, has used ERIEZ 
as a trademark for its magnetic equipment since about 1941. On July 1, 
1952 registrant and applicant entered into an agreement under the terms 
of which applicant became the sales agent or manufacturer’s representative 
for sales and distribution of registrant’s products, and to maintain and 
develop markets for its products, materials, and services outside the United 
States and Canada, and to sell registrant’s products to customers engaged 
in the export business in the United States. Registrant agreed to furnish to 
applicant on a nonexclusive basis such reasonable services, assistance and 
technical information as applicant might require in the conduct of its 
business, and to grant to applicant a nonexclusive right and license to 
make, use and sell outside the United States and Canada, and with reg- 


1. Reg. No. 525,979, issued June 6, 1950, shows ERIEZ in script for nonelectric 
ermanent magnetic separators for separating ferrous from nonferrous materials, and 
eg. No. 544,489, issued July 3, 1951, shows CHIEF ERIEZ below a drawing of the head 

and headdress of an Indian Chief, for the same goods. Reg. No. 540,162, issued Mar. 
27, 1951, shows ERIEZ in block letters below a horsehoe-shaped magnet, for permanent 
nonelectric magnets. 
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istrant’s written consent to authorize others to make, use and sell products 
under patents or trademarks owned by registrant, with a specific statement 
of understanding of the parties that responsibility for the maintenance 
of patents and trademarks remains with registrant. Applicant agreed to 
purchase from registrant and registrant agreed to sell to applicant, its 
products and services at a specified price, with matters of transportation, 
insurance, forwarding, and sales and excise taxes being the responsibility 
of applicant. 

Applicant is a distributor selling registrant’s trademarked products; 
a nonexclusive licensee of registrant, obtaining licensees in foreign coun- 
tries to manufacture products under registrant’s patents; and in this dual 
capacity is supplying to such licensees and potential licensees assistance, 
data, information and “know-how” furnished to applicant by registrant. 

The trademarks used by registrant to identify its products remain the 
property of registrant, applicant receiving no rights therein as a result 
of its relationship with registrant. 

The trademark ErRIEz identifies and distinguishes registrant’s magnetic 
equipment. Applicant, being the “conduit” through which registrant’s 
products and “know-how” flow to foreign purchasers and patent licensees, 
obtains no registrable rights in the subject matter of the application which, 
as stated above, is substantially identical with one of the marks heretofore 
registered to registrant. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE TRICOMA INC. 


Commissioner of Patents — August 23, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TRICOMA for knitting machines, industrial sewing machines and parts thereof 
is not likely to be confused with TRIcCOMATIC for knitting machines. 


Application for trademark registration by Tricoma Inc., Serial No. 
684,609 filed March 30, 1955. Applicant appeals from decision of Examiner 
of Trademarks refusing registration. Reversed. 


Leon M. Strauss, of New York, N.Y., for applicant. 


L£Eps, Assistant Commissioner. 

An application has been filed to register TrIcoma for knitting machines 
and industrial sewing machines and parts thereof, use since June of 1946 
being asserted. 

Registration has been refused on the ground that applicant’s mark so 
resembles TRICOMATIC, previously registered for knitting machines,’ as to 
be likely to cause confusion, mistake or deception of purchasers. 


1. Reg. No. 595,902, issued Sept. 28, 1954. 
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Applicant has appealed. 

The marks create substantially different commercial impressions, that 
of registrant suggesting an automatic machine for knitting “tricot,” whereas 
applicant’s has no suggestive significance at all when applied to knitting 
machines. In view of this fact and of the further fact that the marks do 
not look or sound very much alike, applicant’s marks should be published 
in accordance with Section 12(a). 

The decision of the Examiner of Trademarks is reversed. 


EX PARTE AMERICAN SPORTSMAN MFG. CO. 


Commissioner of Patents — August 26, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
AMERICAN SPORTSMAN for men’s shirts and outer jackets is likely to be con- 
fused with SPORTSMAN and design for sleeping apparel. 


Application for trademark registration by American Sportsman Mfg. 
Co., Serial No. 4,168 filed March 9, 1956. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Arthur I. Winard, New York, N.Y., for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register AMERICAN SPORTSMAN for men’s 
shirts and outer jackets, use since February 1, 1952 being asserted. 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles SPORTSMAN, with a drawing of an 
oarsman and certain athletic equipment, previously registered for a line 
of outer, under, and sleeping apparel for men, women and children,’ as to 
be likely to cause confusion, mistake or deception of purchasers. 

Applicant has appealed. 

Registrant is a British corporation, and applicant is an American cor- 
poration. They are engaged in the same field of manufacture making some 
of the identical garments. Applicant entered the field with its mark many 
years after registrant and its predecessor had occupied it. It is believed 
that purchasers are apt to associate applicant’s AMERICAN SPORTSMAN gar- 
ments with registrant’s SPORTSMAN garments and to think that applicant 
is either the American “arm” or “counterpart” of the British company or 
is in some way connected with it. This is a kind of confusion against which 
the statute is directed. 

The Examiner of Trademarks properly refused registration, and his 
decision is affirmed. 


1. Reg. No. 97,191, issued May 19, 1914, renewed twice; and Reg. No. 336,446, 
issued July 7, 1936, renewed. 
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EX PARTE AUGUSTA KNITTING CORPORATION 
Commissioner of Patents — August 26, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SURF AND SHORE for bathing suits and knitted sportswear is likely to be con- 
fused with SURF’N SAND for women’s swim suits, blouses and skirts, shirts, shorts 
and robes. 


Application for trademark registration by Augusta Knitting Corpo- 
ration, Serial No. 663,712 filed April 1, 1954. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


John P. Murphy, of Washington, D.C., for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register SuRF AND SHORE for bathing 
suits and knitted sportswear, use since March 4, 1954 being asserted. 

Registration has been refused on the ground that applicant’s mark so 
resembles SURF’N SAND, previously registered for women’s swim suits, 
blouses and skirts; shirts, shorts and robes,’ as to be likely, when applied 
to its goods, to cause confusion, mistake or deception of purchasers. 

Applicant has appealed. 

The goods of applicant and of registrant are, for all practical purposes, 
the same. SURF AND SHORE and SURF’N SAND are for all practical purposes 
the same. They stimulate identical mental pictures and psychological re- 
actions. Confusion would, therfore, it seems to me, be bound to result. 

The refusal of the Examiner of Trademarks is affirmed. 


EX PARTE THE CHRONICLE PUBLISHING COMPANY 


Commissioner of Patents — August 26, 1957 


REGISTRABILITY—IN GENERAL 
Subject matter consisting of names and sketches used in promotional contest 
comprises neither merchandise sold nor services performed in trade, and is not 
registrable. 


Applications for trademark registrations by The Chronicle Publishing 
Company, Serial Nos. 688,389-91 filed May 27, 1955. Applicant appeals 
from decision of Examiner of Trademarks refusing registrations. Af- 
firmed. 


Naylor & Neal, of San Francisco, California, for applicant. 


LEEpDs, Assistant Commissioner. 
Three applications have been filed to register as trademarks for news- 
paper columns the following: EMPEROR NORTON,’* BURIED TREASURE,’ and a 


1. Reg. No. 588,521, issued Apr. 20, 1954. 
1*. S.N. 688,389. 
2. S.N. 688,390. 
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drawing of a man’s head with feathered tophat.* Use since May of 1953 
is asserted. 

Registration has been refused in each instance on the ground that the 
subject matter of the applications is merely used in connection with a news- 
paper contest and does not function as a trademark for a newspaper 
column. 

The specimens submitted with the applications are tear sheets from 
the newspaper published by applicant; and they show that applicant in 
1954 and again in 1955 sponsored a local contest in the nature of a treasure 
hunt, using the words BURIED TREASURE, to describe the contests, and using 
as the fictitious sponsor of the contests, the name EMPEROR NORTON (in mem- 
ory of San Francisco’s Joshua Abraham Norton who, in 1859, proclaimed 
himself Emperor of the United States and Protector of Mexico), together 
with a drawing of a tophatted head of a man with a Van Dyke, presumably 
a portrait of the fictitious sponsor. 

It appears that under the contest procedure, applicant places a gold 
medallion in an oaken chest and buries it in the East Bay (San Francisco). 
News stories and advertisements of the contest published in applicant’s 
newspaper show BURIED TREASURE as the contest name, and EMPEROR NORTON 
as the contest sponsor, and employ the portrait in connection with the 
sponsor. Clues as to the burial place of the medallion are published from 
day to day in applicant’s newspaper. The finder of the medallion is 
instructed to turn it in to applicant’s office and receive $1,000; and if the 
finder is a subscriber to applicant’s newspaper, he (or she) will receive 
$2,000. 

It seems obvious from the foregoing recital of facts that neither 
EMPEROR NORTON, BURIED TREASURE, nor the drawing of the man’s head 
is a trademark for a newspaper column. The subject matter of the several 
applications, both separately and together, name or identify a local contest. 
The contest here is neither merchandise sold nor services performed in 
trade; it is merely a promotional “gimmick” carried on by applicant for 
its own benefit for the purpose of increasing circulation of its own news- 
paper. The names or features used under such circumstance in connec- 
tion with such a local contest do not function as trademarks for news- 
paper columns or for anything else. 

The decisions of the Examiner of Trademarks are affirmed. 


EX PARTE DOMINION ELECTRIC CORPORATION 
Commissioner of Patents — August 26, 1957 


REGISTRABILITY—GENERIC TERMS 
FRY SKILLET is refused registration on the Supplemental Register in that it is 
name of item for which registration is sought. 


3. S.N. 688,391. 
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Application for trademark registration by Dominion Electric Corpo- 
ration, Serial No. 675,694 filed October 29, 1954. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Woodling & Krost, of Cleveland, Ohio, for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed for Supplemental Registration of Fry 
SKILLET for an electrically heated skillet, use since August 6, 1954, being 
asserted. 

Registration has been refused on the ground that the subject matter of 
the application is the name of the item for which registration is sought and 
is not a mark by which the skillets of applicant may be distinguished from 
the skillets of others. 

That FRY SKILLET is the name of the electric skillet is so self-evident 
that discussion is unnecessary. 

The refusal of the Examiner of Trademarks to authorize registration 
is affirmed. 


EX PARTE THE JOSEPH & FEISS CO. 


Commissioner of Patents — August 26, 1957 


REGISTRATION PROCEDURE—APPLICATION 
It may be that there is no commerce in KASIRI CLOTH as such until cloth leaves 
applicant’s factories tailored in form of men’s suits; however mark identifies cloth 
or fabric and is promoted as mark identifying fabric; registration of same mark 
is thus denied for men’s suits. 


Application for trademark registration by The Joseph & Feiss Co., 
Serial No. 656,574 filed November 18, 1953. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


Ely, Pearne & Gordon, of Cleveland, Ohio, for applicant. 


LEeEps, Assistant Commissioner. 

An application has been filed to register KasiRI cLOTH for men’s suits, 
use since December 1, 1952 being asserted. 

Registration has been refused on the ground that the mark, by its very 
nature, identifies and distinguishes a fabric from which the finished gar- 
ment is made rather than the garment itself. 

Applicant has appealed. 

The specimens are cloth labels with KaSIRI CLOTH woven in a stylized 
script, below which appears “Wool and Cashmere.” An advertisement sub- 
mitted by applicant at the request of the examiner contains the following 


copy: 


“You’ve never seen a fabric like Kasrrt, it has the luxurious feel 
of cashmere, yet the body and strength of a fine imported worsted. 
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So light in weight, it feels like a shadow on your shoulders * * * 
smartly tailored by Season Skipper in patch pocket, center vent 
models.” 


It may well be, as applicant contends, that “there is no commerce in 
KASIRI CLOTH as such until the cloth leaves applicant’s factories tailored in 
the form of men’s suits.” The fact remains, however, that KASIRI CLOTH 
identifies a cloth or fabric, and it is clearly apparent from applicant’s ad- 
vertising that it is being promoted as a mark identifying a fabric. See: 
Mercantile Stores Company, Inc. v. The Joseph & Feiss Co., 112 USPQ 298 
(47 TMR 647) (Com’r, 1957). 

The Examiner of Trademarks correctly refused registration of the 
mark for men’s suits, and his decision is affirmed. 


EX PARTE PALM BEACH COMPANY 


Commissioner of Patents — August 26, 1957 


REGISTRATION PROCEDURE—APPLICATION 
BAHIA WEAVE is used to identify fabric and is not on evidence registrable for 
sport coats and suits. 


Application for trademark registration by Palm Beach Company, 


Serial No. 697,183 filed October 26, 1955. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Benjamin Burrows, of New York, N.Y., for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register BAHIA WEAVE for sport coats 
and suits, use since October 5, 1955 being asserted. 

Registration has been refused on the ground that the mark identifies 
and distinguishes the fabric from which the coats and suits are made rather 
than the finished garments. 

Applicant has appealed. 

The specimens filed with the application are labels of the type ordi- 
narily used as sleeve labels identifying the fabric or something else other 
than the garment. 

Typical advertisements show such copy as: 


BAHIA WEAVE—an exotic fabric ai 


“Fabric effects range from Far Eastern raw-silk reproductions, to 
Italian Trianti Twists, to nubby, tropically inspired BAHIA WEAVES.” 

“Choose from classic SMOOTHWEAVE, nubby BAHIA WEAVE.” 

“This year, there are many new colors and new fabric effects to 
choose from, including nubby BAHIA WEAVE P 

“From the romantic Indies comes the inspiration for an exclusive 
PALM BEACH FABRIC called BAHIA WEAVE.” 
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“* * * exceptional new fabric effects * * * . There is nubby BAHIA 
WEAVE, of rich, textured appearance.” 

“BAHIA WEAVE * * * PALM BEACH’s exclusive new fabric for men in 
suits and sportswear.” 

“From the Land of the Vertical Sun comes the inspiration for 
fabulous BAHIA WEAVE * * * a smart, nubby weave fabric favored for 
coolness and styling around the globe.” 


It is presumed that applicant’s advertising accomplished that which 
was intended, namely, to inform the purchasing public that BAHIA WEAVE 
is a mark which identifies and distinguishes a fabric used by applicant in 
some of its coats and suits. 

The mark is used by applicant to identify and distinguish a nubby, 
cool fabric. See: Mercantile Stores Co., Inc. v. The Joseph & Feiss Co., 
112 USPQ 298 (47 TMR 647) (Com’r, 1957) ; and Ex parte The Joseph & 
Feiss Co., 114 USPQ 463 (47 TMR 534). Upon submission of a suitable 
amendment, it may be registered for a fabric for making sport coats and 
suits. 

The decision of the Examiner of Trademarks refusing registration of 
the mark for sport coats and suits is affirmed. 


EX PARTE BUTLER'S, INC. 


Commissioner of Patents — August 27, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MaRKS 
CHARMIES for bedroom slippers is not likely to be confused with cHARM for 
wearing apparel including slippers; applicant previously registered SOUTHERN CHARM 
for shoes and slippers, and widespread use of CHARM and variants in advertising 
copy and other trademarks has conditioned minds of public so that purchasers 
look to matter used in conjunction with such words really to distinguish. 


Application for trademark registration by Butler’s, Inc., Serial No. 
3,144 filed February 23, 1956. Applicant appeals from decision of Examiner 
of Trademarks refusing registration. Reversed. 


Kimmel & Crowell, of Washington, D.C., for applicant. 


LEeEps, Assistant Commissioner. 

An application has been filed to register cuarMiEs for bedroom slip- 
pers, use since June 1, 1944 being asserted. 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles CHARM, previously registered for a 
line of wearing apparel, including men’s, women’s, and children’s slippers,’ 
as to be likely to cause confusion, mistakes or deception of purchasers. 

Applicant has appealed. 


1. Reg. No. 251,113, issued Dec. 25, 1928, renewed. 
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The goods are, for all practical purposes, the same. The word CHARM 
seems to hold great charm for American businessmen in selecting trade- 
marks and in advertising copy. For example, scores of marks including 
CHARM as a part have been registered in the Patent Office for various 
articles of clothing and fabrics. This applicant has twice registered 
SOUTHERN CHARM for shoes’ and for slippers.* In addition, BEACH CHARM- 
ERS has been registered for women’s slippers ;* CHARMODE has been registered 
for shoes ;> FOOT CHARMS has been registered for shoes;° CHARM STEP, THE 
SHOE OF THE HOUR has been registered for women’s shoes ;’ and CHARM TONE 
has been registered for women’s shoes.® 

It seems probable that common usage of the word cHARmM and its varia- 
tions such as “charming,” “charms” and “charmed” in advertising copy 
for wearing apparel has helped to condition the minds of the purchasing 
public so that purchasers look to matter used in conjunction with such 
words really to distinguish. 

In view of the foregoing, of applicant’s two prior registrations of 
SOUTHERN CHARM, and of applicant’s long use of CHARMIEs on its slippers, 
the mark should be published in accordance with Section 12(a). 

The decision of the Examiner of Trademarks is reversed. 


EX PARTE COOPER 


Commissioner of Patents — August 27, 1957 


REGISTRABILITY—IN GENERAL 
Cover design for jacket for single book is not registrable as a trademark. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Picture of elf dancing and carrying little girl on its nose, for books, is not 
likely to be confused with picture of elf or with BOOK-ELF. 


Application for trademark registration by Raymond K. Cooper, Serial 
No. 695,971 filed October 6, 1955. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Marzall, Johnston, Cook & Root, of Chicago, Illinois, for applicant. 


LEEDs, Assistant Commissioner. 
Application has been filed to register a picture of a “giant elf” danc- 
ing on the greensward and carrying a little girl on his nose,’ for books. 


Reg. No. 542,366, issued May 15, 1951. 

Reg. No. 559,603, issued June 3, 1952. 

Reg. No. 540,102, issued Mar. 27, 1951. 

Reg. No. 288,682, issued Nov. 3, 1931, renewed. 

Reg. No. 236.544, issued Dec. 13, 1927, renewed. 

Reg. No. 360,242, issued Sept. 13, 1938. 

Reg. No. 362,192, issued Nov. 15, 1938. 

. The name of the elf is TEENY-BIG, and this name was the subject of an appli- 
cation (S.N. 653,815) upon which registration was refused on July 25, 1956 (110 USPQ 
323). Appeal in CCPA pending. 


4 I E> Sf 
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Registration has been refused on the grounds that (1) the subject 
matter of the application is a cover decoration for a book, and (2) the 
subject matter so resembles two previously issued registrations? as to be 
likely to cause confusion of purchasers. 

Applicant has appealed. 

Apparently, it is the examiner’s conclusion that the subject matter 
of the application is not a trademark, but if it were a trademark it would 
not be registrable because of likelihood of confusion. Otherwise, there 
seems to be an inconsistency where, on the one hand, the subject matter 
is held not to be a trademark, and on the other, it is held to be a trademark 
which so resembles two previously registered trademarks as to be likely 
to cause confusion. 

The specimens submitted with the application are five copies of the 
jacket for a book entitled TEENY-BIG, written by applicant; and the 
subject matter of the application is an illustration of an anecdote featuring 
the main character in the book, the illustration having been drawn by 
Dorothy Ashbrook Hobson. It seems obvious, then, that the illustration 
is not a trademark for books, but is a cover design for a jacket for a 
single book entitled TEENyY-BIG. The subject matter of the application 
is not registrable as a trademark because it is not a trademark. 

If what is presented for registration were a trademark, registration 
would not be refused on the ground of too close resemblance to the registered 
marks cited by the examiner. The two registered marks resemble each 
other solely in the appearance of the word ELF in one and a picture of an 
elf in the other. The subject matter of the application resembles the two 
registered marks only in the appearance of a picture of an elf—giant 
though he is. The resemblance is remote, indeed, and if the subject matter 
of the application were a trademark there would be no likelihood of confu- 
sion. Since the subject matter of the application is not a trademark, 
however, it is not registrable. 

The decision of the Examiner of Trademarks refusing registration is 
affirmed. 


EX PARTE INGELSTROEM-OBERLIN, INC. 
Commissioner of Patents — August 27, 1957 


REGISTRABILITY—IN GENERAL 
Texture of paper on which advertisements are printed is not a trademark for 
advertisements or anything else. 


Application for trademark registration by Ingelstroem-Oberlin, Inc., 
Serial No. 665,047 filed April 22, 1954. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


2. Reg. No. 511,139, issued June 21, 1949, showing BOOK-ELF for books; and 
Reg. No. 579,114, issued Aug. 25, 1953, showing a small picture of an elf for books 
issued in a series. 
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Ely, Pearne & Gordon, of Cleveland, Ohio, for applicant. 


LEEDS, Assistant Commissioner. 

Application has been filed to register the texture of a paper stock as 
a trademark for “paper displays printed and sold for use by others for 
advertising or publicity purposes.” According to the application, the 
displays printed or lithographed on the textured paper have been sold 
since November of 1905. 

Registration has been refused on the ground that the subject matter 
of the application is merely the representation of the paper stock on which 
displays are printed; such impressions are common when paper is made 
by wire or blanket processes (applicant’s is by blanket); and the texture 
of paper stock does not function as a trademark for printed advertising 
displays. 

Applicant is a lithographer of paper advertising displays which it 
sells under the mark DUCKLINE. The texture which applicant claims to 
be a trademark usually, but not always, appears on the back side of the 
display. 

Applicant contends that what it seeks to register is a “watermark” 
and quotes a dictionary definition of “watermark.” The dictionary defini- 
tion might be interpreted by one not thoroughly familiar with the English 
language, and with trade terms, to include the texture of paper, but there 
is no basis for such an interpretation here. The texture is the necessary 
result of the blanket upon which the pulp is laid as it is made into paper. 
It is neither a watermark nor a trademark. 

Applicant further contends that registrability here is “controlled” - 
by the recent decision of the Court of Customs and Patent Appeals in 
In re Swift & Co., 106 USPQ 286 (45 TMR 1356) (CCPA, 1956). The 
relevancy of the decision in that case to the present situation is not 
apparent. 

No cases directly in point have been found, and it is believed that 
there is none. It seems nothing short of ludicrous to contend that the 
texture of the paper on which advertisements are printed is a trademark 
for the advertisements—or for anything else for that matter. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE CHARLES MILLER & COMPANY 


Commissioner of Patents — August 27, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
EL LECHONCITO for lard is likely to be confused with EL CocHINITO for the same 
goods; the marks mean in Spanish “little suckler” and “little pig” respectively. 


Application for trademark registration by Charles Miller & Company, 
Serial No. 687,393 filed May 12, 1955. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 
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Strauch, Nolan & Neale, of Washington, D.C., for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register EL LECHONCITO for lard, use 
since March 10, 1955 being asserted. The term EL LECHONCITO freely trans- 
lated from the Spanish is “little suckler.” 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so closely resembles EL COCHINITO, with a drawing 
of a crowned pig sitting on its haunches, previously registered for lard,’ 
as to be likely to cause confusion, mistake or deception of purchasers. 
The term EL COCHINITO literally translated from the Spanish is “little pig.” 

Applicant has appealed. 

The goods are the same; the marks look considerably alike, although 
the pronunciations are somewhat different; but when applicant’s mark is 
used on lard it suggests “little suckling pig,” thereby conveying an 
impression identical with registrant’s mark “little pig.” Confusion, it 
seems to me, would be unavoidable. 

The examiner properly refused registration, and his decision is affirmed. 


EX PARTE AUTO-LITE BATTERY CORPORATION 
(THE ELECTRIC AUTO-LITE COMPANY, 


assignee, substituted) 


Commissioner of Patents — August 28, 1957 


CANCELLATION PROCEDURE—IN GENERAL 
In the absence of a petition for cancellation there is no authority for canceling 
a registration issued to one who adopted the mark after another’s widespread use 
of a similar mark and who was not entitled to registration at the time of 
application. 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTIONS 2(d) and 26 
REGISTRATION PROCEDURE—INTERFERENCE 
EFFECT OF REGISTRATION—THE SUPPLEMENTAL REGISTER 
A Supplemental Registration is a registration for purposes of refusing regis- 
tration under Section 2(d), yet Section 26 precludes the declaration of an inter- 
ference with it. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
The mark “sta- ful” for electric storage batteries, refused registration upon 
the ground of likely confusion with STILL-FUL registered on the Supplemental Reg- 
ister for automobile storage batteries, notwithstanding that applicant had first used 
the mark and that registrant was not entitled to the registration. 


Application for trademark registration by Auto-lite Battery Corpora- 
tion (The Electric Auto-Lite Company, assignee, substituted), Serial No. 
700,838, filed December 30, 1955. Applicant appeals from decision of Ex- 
aminer of Trademarks refusing registration. Affirmed. 


1. Reg. No. 40,209, issued April 28, 1903, renewed twice. 
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Robert J. Latorre, of Toledo, Ohio, for applicant. 


LEeEDs, Assistant Commissioner. 

An application has been filed to register “sta-ful’ for electric storage 
batteries, use since August 1, 1946 being asserted. 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles STILL-FUL, previously registered for 
automobile storage batteries,’ as to be likely to cause confusion, mistake or 
deception of purchasers. 

Applicant has appealed. 

Applicant contends that its mark neither looks nor sounds like the 
registered mark and that it creates a distinctly different commercial impres- 
sion, but the contention cannot be accepted. The marks sound so much 
alike, look so much alike, and mean so nearly the same thing as inevitably 
to cause confusion or mistake of purchasers. 

Applicant’s record shows that it adopted “sta-ful” as early as May of 
1946; it had return cards showing “sta-ful” printed in May of 1946 and 
sent them with an introductory letter in June of 1946 to its 4,000 jobbers 
and 96,000 retailers located throughout the United States; and it sent to its 
jobbers and dealers in July of 1946 two letters, one outlining the specific 
trade paper advertising program being undertaken in connection with 
“sta-ful” batteries, and the other outlining the consumer advertising pro- 
gram for such batteries. The advertising programs broke in August of 
1946 on a national scale, and from August of 1946 to May of 1949, the date 
of first use claimed by registrant, applicant’s sales of its “sta-ful” batteries 
had amounted to about $3,900,000 in value, and some $900,000 had been 
spent in advertising batteries under the mark through all consumer and 
trade media and by point of sale displays. It would be unreasonable to 
assume that registrant did not know of applicant’s use of “sta- ful” on bat- 
teries at the time it adopted STILL-FUL. 

The applicant’s record indicates clearly that registrant was not en- 
titled to the registration at the time it filed its application, but there is no 
authority for canceling the registration in the absence of a proceeding 
regularly instituted. This case points up the peculiarity of the statute 
under which a Supplemental Registration is a “registration” for purposes 
of refusing registration to another under section 2(d), and yet Section 26 
prohibits the declaration of an interference with a Supplemental Regis- 
tration, thereby providing it with somewhat greater security than a 
Principal Registration. 

Applicant has presented an excellent record in the prosecution of its 
application, and there is no question but that it is entitled to register its 
mark once the impediment of the Supplemental Registration of sTILL-FUL 
is removed. The statutory provisions require that registration be refused 


1. Reg. No. 530,051, issued on the Supplemental Register on Aug. 29, 1950, use 
since May 11, 1949 having been asserted. 
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on the ground of likelihood of confusion or mistake of purchasers, even 
though it appears from the record that applicant’s rights in its mark are 
superior to registrant’s rights. 

The refusal of Examiner of Trademarks to register the mark must be 
affirmed. 


EX PARTE CLUETT, PEABODY & CO., INC. 
Commissioner of Patents — August 28, 1957 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 2(e) 
REGISTRABILITY—DESCRIPTIVE TERMS 
The term CLOTHING COORDINATES is “merely descriptive” when used in connec- 
tion with shirts and while it may well be that applicant has so used the term and 
advertised the sale of shirts thereunder that it does identify the goods, the appli- 
cant failed to sustain the burden of demonstrating that fact. 


Application for trademark registration by Cluett, Peabody & Co., Inc., 
Serial No. 9,104 filed May 28, 1956. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Dudley B. Smith, of New York, N. Y., for applicant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register CLOTHING COORDINATES for 
shirts, use since February of 1956 being asserted. 

Registration has been refused on the ground that the mark is merely 
descriptive of applicant’s goods. 

Applicant has appealed. 

Applicant contends that CLOTHING COORDINATES is suggestive and not 
merely descriptive, stating: 


“* * * the expression CLOTHING COORDINATES is a ‘general char- 
acterization’ with which there is no attempt to impart any real infor- 
mation or to advise the purchaser. Those who buy outer shirts 
naturally assume and expect that such shirts will harmonize, go well 
with, and be coordinatable with or a clothing coordinate to the other 
clothing which they wear. In this sense, CLOTHING COORDINATES is 
suggestive and not ‘merely descriptive.’” (Emphasis added.) 


It is observed that applicant uses “a clothing coordinate” as an ordinary 
substantive in its argument. Others who are not necessarily conscious of 
any claim of trademark rights in the term are as apt as applicant—or even 
more apt—to use the term in its ordinary meaning without recognizing 
that it is used by applicant in any manner different from its ordinary 
meaning. 

The term is “merely descriptive” within the meaning of Section 2(e) 
of the statute. It may well be that applicant has so used the term, and 
so advertised and promoted the sale of shirts under the term that, in fact, 
does identify applicant’s shirts and distinguish them from those of others; 
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but the burden was on applicant to establish the fact, if it exists. On the 
record here, registration is refused. 
The decision of the Examiner of Trademarks is affirmed. 


EX PARTE CLUETT, PEABODY & CO., INC. 


Commissioner of Patents — August 28, 1957 


REGISTRABILITY—STYLE DESIGNATIONS 
Although a style designation may be used in such a way as to identify and 
distinguish the goods, applicant failed to demonstrate that ETON 6, used on shirt 
collars, had achieved such a character, it being clearly apparent that the word 
ETON is a common descriptive name of a type of collar. 


Application for trademark registration by Cluett, Peabody & Co., Inc., 
Serial No. 700,579 filed December 27, 1955. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


Dudley B. Smith, of New York, N. Y., for applicant. 


LeeEps, Assistant Commissioner. 

An application has been filed to register ETON 6 for collars, use since 
1901 being asserted. 

Registration has been refused on the ground that ETON is the common 
descriptive name of a type of collar, and the numeral “6” added thereto 
does not elevate ETON 6 to the stature of a trademark distinguishing appli- 
cant’s goods from like goods of others. 

Applicant has appealed. 

Applicant seems to concede that ETON is a type of collar and is not 
capable of distinguishing, but it contends that ETON 6 is registrable. The 
specimens show: 

ARROW COLLARS 

FRONT 2-1/2 in. 899 

BACK 2-1/2 in. 12-1/2 
ETON 6 

U.S.A. 1 Doz. 


It is clearly apparent that applicant is using ETON 6 as a style desig- 
nation, and although a style designation may be so advertised and promoted 
as to identify and distinguish the goods of a single entity, there is nothing 
in this record which suggests that ETON 6 is anything more than a style 
designation, used as such and recognized only as such. It therefore is 
unregistrable. 

The refusal of registration by the Examiner of Trademarks is affirmed. 





Vol. 48 T. M.R. EX PARTE COMP. NAT. AIR FRANCE 


EX PARTE COMPAGNIE NATIONALE AIR FRANCE 


Commissioner of Patents — August 28, 1957 


REGISTRABILITY—IN GENERAL 
REGISTRABILITY—SERVICE MARKS 
REGISTRABILITY—LAUDATORY MARKS 
Application for registration of SKY-ROOM as a service mark for air transpor- 
tation services denied; the record showed that the said words were used merely to 
identify a special room on applicant’s luxury flight and not to identify and dis- 
tinguish applicant’s air transportation service. 


Application for service mark registration by Compagnie Nationale Air 
France, Serial No. 687,678 filed May 17, 1955. Applicant appeals from 
decision of Examiner of Trademarks, refusing registration. Affirmed. 


Kenyon & Kenyon, of New York, N. Y., for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register SkyY-ROOM as a service mark 
for air transportation of passengers, use since September of 1953 being 
asserted. 

Registration has been refused on the ground that the subject matter 
of the application is a term used merely to emphasize one of the deluxe 
features of one of applicant’s flights and is not likely to be construed by 
the public as an indication of origin of air transportation service. 

Applicant has appealed. 

The specimens submitted with the application, and the only evidence 
of use of the term, are copies of an advertisement from the July, 1954 issue 
of “Boston Business” featuring: 


“The World’s Most Luxurious Flight 
The Golden Parisian 


Your Private sky-rRoom To Paris 

Your private salon by day, double bedroom at night . . . Super Con- 
stellation nonstop overnight to Paris, Friday evening from New York. 
‘Sky-Lounge’ chairs and spacious cocktail lounge too. A new magnifi- 
cence in famed Air France service and cuisine. 


Golden Parisian 
surcharge $25 per 
person. ‘Sky-Room’ 
charge $125 for 1 or 2.” 

It is clearly apparent that sky-Room as used in the advertisement is 
merely the identifying name of a special room on applicant’s luxury flight 
from New York to Paris. Whether or not the term is descriptive, it is 
used by applicant as the name of a room which is separated from the cabin 
of the airplane. The record fails to show that sky-Room is used by appli- 
eant to identify and distinguish its air transportation service. Since the 
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term is not used as an identifying and distinguishing mark, it is not 
registrable. 
The refusal of the Examiner of Trademarks is affirmed. 


EX PARTE CROWN MACHINE AND 
TOOL COMPANY, INC. 


Commissioneer of Patents — August 28, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CROWNCUP used on plastic drinking cups and CROWN previously registered for 
plastic food containers, are likely to cause confusion and mistake since the public 
might reasonably assume such products to be produced by a single producer. 


Application for trademark registration by Crown Machine and Tool 
Company, Inc., Serial No. 693,900 filed August 30, 1955. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


Parker & Carter, of Chicago, Illinois, for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register cROWNCUP, arcuately displayed 
above a representation of a crown, for disposable plastic drinking cups, 
use since August 12, 1955 being asserted. 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles cROWN, within an ellipse, previously 
registered for cans and plastic food containers,’ as to be likely to cause 
confusion of purchasers. 

Applicant has appealed. 

Plastic cups and plastic food containers might reasonably be expected 
to be produced by a single producer. CROWN is the registrant’s mark and, 
for all practical purposes, CROWN is the applicant’s mark, since “cup” is 
the common name of the goods. Purchasers would reasonably assume that 
CROWNCUPS and CROWN containers emanate from a single source. Confu- 
sion could hardly be avoided. 

The Examiner of Trademarks properly refused registration, and his 
decision is affirmed. 


EX PARTE DANNY BOY PRODUCTS, INC. 
Commissioner of Patents — August 28, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
The marks SPECTO-KLEER and SPECTAKLEER, both used on preparations for 
cleaning spectacles, are the same for all practical purposes. 


1. Reg. No. 612,832, issued Sept. 27, 1955. 
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Application for trademark registration by Danny Boy Products, Inc., 
Serial No. 2,098 filed February 6, 1956. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Fay & Fay, of Cleveland, Ohio, and Robert B. Harmon, of Washington, 
D. C., for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register SPECTO-KLEER for a cleansing 
agent and protective coating for polished glassware, ceramics and other 
polished surfaces, use since May 15, 1955 being asserted. 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles SPECTAKLEER, previously registered 
for a preparation for cleaning and polishing glass,’ as to be likely to cause 
confusion, mistake or deception of purchasers. 

Applicant has appealed. 

The specimens submitted with this application show sPECTO-KLEER— 
A HARD, CRYSTAL CLEAR DIRT RESISTANT SURFACE FOR YOUR GLASSES. The speci- 
mens submitted with the application which matured into the cited regis- 
tration show SPECTA-KLEER—KEEPS SPECTACLES & LENSES CLEAR. 

The goods are the same, both as to identification in the application 
and the registration and in the statements which appear on the specimens 
filed in each case. 

The marks SPECTO-KLEER and SPECTAKLEER are, for all practical pur- 
poses, the same. 

Confusion, mistake, or deception of purchasers, under the circum- 
stances here, could not be avoided. 

The Examiner of Trademarks properly refused registration, and his 
decision is affirmed. 


EX PARTE CAIRNS, doing business as 
ROX PRODUCTS COMPANY 


Commissioner of Patents — August 29, 1957 


REGISTRABILITY—IN GENERAL 
REGISTRABILITY—SYMBOLS 
Three-dimensional representations of the distinctive features of a “picture- 
mark” used as a point of sale attention getter is not itself registrable. An appli- 
cation for “a toy duck floating on water” used in connection with a cement base 
paint coating for masonry surfaces was rejected as being but a part of a mer- 
chandising display. 


Application for trademark registration by Henry W. Cairns, doing 
business as Rox Products Company, Serial No. 4,284 filed March 12, 1956. 
Applicant appeals from decision of Examiner of Trademarks refusing 
registration. Affirmed. 


1. Reg. No. 554,617, issued Feb. 12, 1952. 
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Harness, Dickey & Pierce, of Detroit, Michigan, for applicant. 


LeEeEps, Assistant Commissioner. 

An application has been filed to register “a toy duck floating on water” 
as a trademark for a cement base paint coating for use on masonry surfaces. 
Use since July 26, 1949 is asserted. 

Registration has been refused on the ground that the subject matter of 
the application is merely a portion of a merchandising display adopted 
and used by applicant to demonstrate the water-repellent quality of its 
masonry paint, i.e., the subject matter is not a trademark used on displays 
associated with the goods, but is a part of a display itself. 

Applicant has appealed. 

The toy duck presented here for registration is one of three ducks used 
as a part of a merchandising display heretofore refused registration in 
Ex parte Cairns, 107 USPQ 150 (46 TMR 200) (Com’r, 1955). 

Applicant is a manufacturer of masonry paint which it sells in cans 
marked with the registered trademark rox’ and one or the other of the 
following two registered symbol marks :? 


a 


WAON'T LEAKED VEY 


The specimens submitted with the application are photographs of a 
point of sale display of applicant’s Rox masonry paint, which includes a 
water-filled, painted masonry block with three ducks floating in the water. 
The specimens are the same as those submitted in the earlier application 
referred to above. 

There is no question but that the subject matter of the application is 
a part of the “three ducks and a water-filled masonry block” merchandising 
display, and is a part of a physical display designed to attract the attention 
of potential purchasers to applicant’s Rox masonry paint. In addition, it is 
a three-dimensional representation of the duck shown in applicant’s regis- 


1. Reg. No. 566,817, issued Nov. 18, 1952. 
2. Reg. No. 565,063, issued Oct. 7, 1952, and Reg. No. 605,353, issued May 3, 1955. 
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tered symbol marks. Such three-dimensional representations of the distinc- 
tive features of “picture trademarks,” used as point of sale attention-getters, 
are not themselves trademarks. 

The Examiner of Trademarks properly refused registration and his 
decision is affirmed. 


EX PARTE MADISON SPORTSWEAR CO., INC. 


Commissioner of Patents — August 29, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
Application for WARDROBE MAKER rejected since specimens submitted showed 
that the words were used merely as an all inclusive description of skirts, jackets 
and separates. 


Application for trademark registration by Madison Sportswear Co., 
Inc., Serial No. 697,176 filed October 26, 1955. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Arthur D. Thomson, Mary C. Thomson, and Diana J. Auger, of Boston, 
Massachusetts, for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register WARDROBE MAKER for skirts, 
jackets and separates for women, misses and junior misses, use since May 
4, 1955 being asserted. 

Registration has been refused on the ground that WARDROBE MAKER is 
not used as a trademark, but is merely the name of applicant’s business. 

Applicant has appealed. 

The specimens submitted with the application are hang tags ordinarily 
hung on a garment when it is displayed for sale. On one side the size 
number is printed and there is a place for inserting the style number or 
designation, and on the other appears MADISON in a stylized script beside a 
caricature of a tailor, and underneath which is printed in small block type 
WARDROBE MAKER. 

There is no question but that the specimens show MADISON to be a 
trademark of applicant. I cannot follow the examiner’s reasoning, how- 
ever, that WARDROBE MAKER merely names applicant’s business. It seems 
to me that it is used by applicant descriptively as the all-inclusive name 
for its skirts, jackets and separates. This is to say that instead of saying 
“skirts,” “jackets” and “separates,” applicant includes all three in the 
term WARDROBE MAKER because they go together to make up a wardrobe. 

It may be that the term can be so used as to identify and distinguish 
applicant’s garments, but on the record here, it is not so used. 

The refusal of the Examiner of Trademarks to register on the ground 
that the subject matter of the application is not used as a trademark is 
affirmed. 
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EX PARTE MAKERS OF KAL, INC. 
Commissioner of Patents — August 29, 1957 


TRADEMARK ACT OF 1946—CoONSTRUCTION—SECTION 2(a) 
REGISTRABILITY—PROHIBITED MARKS 
Application for mark PRESIDENT’S FORMULA used on a vitamin and mineral 
preparation, rejected as being deceptive under Section 2(a) in that it suggests that 
the formula is the same as or in some way related to the one prescribed for the 
President. 


Application for trademark registration by Makers of Kal, Inc., Serial 
No. 694,581 filed September 13, 1955. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Robert M. McManigal, of Los Angeles, California, for applicant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register PRESIDENT’s FORMULA for a 
vitamin and mineral preparation, use since August 16, 1955 being asserted. 

Registration has been refused on the ground that the subject matter 
of the application may falsely suggest a connection with the President of 
the United States. 

Applicant has appealed. 

The specimens submitted with the application show that applicant is 
using THE PRESIDENT’S FORMULA rather than PRESIDENT’s FORMULA. 

It is true, as contended by applicant, that no one would regard the 
preparation “as emanating from the executive mansion, or sponsored by 
any President of the United States,” but that is not necessarily the question 
involved here. 

Purchasers and potential purchasers of vitamin and mineral prepara- 
tions are quite apt, upon seeing THE PRESIDENT’S FORMULA on the package, 
immediately to think of the President of the United States and to believe 
that applicant has in some manner obtained the formula of vitamins and 
minerals prescribed for The President of the United States. Since it does 
not appear that such is the case, the use of the phrase THE PRESIDENT’S 
FORMULA by applicant is deceptive within the meaning of Section 2(a), 
and it falsely suggests, contrary to Section 2(a), that the product is in 
some way connected with or related to a specific formula prescribed for 
or used by The President of the United States. 

The Examiner of Trademarks properly refused registration, and his 
decision is affirmed. 
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EX PARTE ROGERS, doing business as 
MARVEL PRODUCTS 


Commissioner of Patents — August 29, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
SNOR-NO-MOR is merely descriptive when used in connection with a device to 
prevent snoring; registration refused. 


Application for trademark registration by Margaret E. Rogers, doing 
business as Marvel Products, application Serial No. 694,918 filed September 
19, 1955. Applicant appeals from decision of Examiner of Trademarks 
refusing registration. Affirmed. 


Dawson, Tilton, Fallon & Lungmus, of Chicago, Illinois, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register SNOR-No-MoR for “a device 
designed to correct the mouth breathing habit, said device including an 
elastic chin-supporting sling and connecting head straps.” Use since Feb- 
ruary 17, 1953 is asserted. 

Registration has been refused on the ground that the term immediately 
tells the potential purchaser what the function of the goods is, and it is 
therefore merely descriptive within the meaning of Section 2(e) of the 
statute and is therefore unregistrable. 

Applicant has appealed. 

The specimens submitted with the application are labels showing: 


SNOR-NO-MOR 
PAT. PEND. 
AMES, IOWA 


There are also in the record 2 copies of an explanatory leaflet which states 
in part: 


“SNOR-NO-MOR is a device scientifically designed to permit comfort 
while reeducating the muscles and correcting the mouth breathing 
habit. 


“Fit the SNOR-NO-MoOR onto the chin and up over the head as shown 


in the illustration. 
i * 4 


“The length of time the SNOR-NO-MoR must be worn, varies.” 


During prosecution of the application applicant argued: 


“* #* As set out in the application, the device to which sNorR-No- 
MOR is applied is designed to correct the mouth breathing habit. Snor- 
ing may or may not be one of the results of mouth breathing while 
sleeping. In other words, it is purely fortuitous whether the use of 
applicant’s device results in the stopping of snoring. Clearly, under 
these circumstances, it could not be said that sNoR-NO-MoR is merely 
descriptive of the goods. 
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“Even if applicant’s goods were intended to be used only for the 
purpose of preventing snoring, it is still not seen how the mark would 
be merely descriptive. It may be suggestive of one desired result, but 
even as to this, the mark as a whole clearly has an arbitrary or fanciful 
character. Anyone desiring an anti-snoring device certainly would not 
normally ask a dealer to supply him with a SNOR-NO-MoR”. * * * 


This argument is certainly a tenuous one. It is common knowledge 
that snoring results from mouth breathing during sleep and that mouth 
breathing during sleep results in snoring. It is also common knowledge 
that if mouth breathing during sleep is stopped, it is almost a certainty that 
snoring is also stopped. The statement that “it is purely fortuitous whether 
the use of applicant’s device results in the stopping of snoring” is contrary 
to fact. Furthermore, applicant’s very selection of SNOR-NO-MoR for the de- 
vice belies the statement. 

The contention that sNor-No-mor “clearly has an arbitrary or fanciful 
character” is likewise without basis in fact. It is a term which truthfully 
tells the potential purchaser that by proper use of the device as recom- 
mended, the user will snore no more. The subject matter of the application, 
when applied to the goods, is merely descriptive of the goods within the 
purview of Section 2(e) of the statute, and on the record here, registration 
must be refused. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE SISCO, doing business as 
ROYALCRAFT PRODUCTS 


Commissioner of Patents — August 29, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DURILLIUM used for fabric coatings, is confusingly similar to DURIUM previously 
registered for a protective finish for all surfaces including textiles; registration of 
former mark refused. 


Application for trademark registration by Joel Sisco, doing business as 
Royalcraft Products, Serial No. 6,644 filed April 18, 1956. Applicant ap- 
peals from decision of Examiner of Trademarks refusing registration. 
Affirmed. 


Harry Sommers, of Newark, New Jersey, for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register purRmLLIUM for a fabric coat- 
ing, use since March 15, 1956 being asserted. 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles puRIUM, previously registered for a 
protective finish for all surfaces, including textiles,’ as to be likely to cause 
confusion, mistake or deception of purchasers. 


1. Reg. No. 374,192, issued Jan. 2, 1940. 
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Applicant has appealed. 

So far as the record indicates, the applicant’s product is substantially 
the same and presumably would be sold through the same trade channels 
to the same general categories of purchasers as registrant’s. DURILLIUM and 
DURIUM, when applied to coatings or finishes for fabrics or textiles, look too 
much alike and sound too much alike to avoid confusion among the pur- 
chasers. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE CHALLENGE CREAM 
& BUTTER ASSOCIATION 


Commissioner of Patents — August 30, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
Likelihood of confusion found to exist between JUBILEE for pasteurized process 
cheese spread, and the same mark used on fresh eggs. It is common knowledge 
that dairies often sell fresh eggs and that the same mark is used by them on such 
products. 
StTaTe STATUTES 
A California trademark registration is only evidence of the fact that the regis- 
tration issued and is insufficient to rebut the prima facie evidence of a federal 
registration allegedly based upon a subsequent use. 


Application for trademark registration by Challenge Cream & Butter 
Association, Serial No. 4,614 filed March 15, 1956. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Hazard & Miller, of Los Angeles, California, for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register JUBILEE for pasteurized 
process cheese spread, use since February 10, 1956 being asserted. 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles JUBILEE,’ previously registered 
for fresh eggs, as to be likely to cause confusion of purchasers. 

Applicant has appealed. 

It is common knowledge that dairies and distributors of dairy prod- 
ucts often sell fresh eggs, and that it is common practice to use the same 
mark on both the dairy products and eggs. 

Under the circumstances of this case, it is believed that purchasers 
familiar with registrant’s mark JUBILEE on eggs would inevitably, upon 
seeing JUBILEE on cheese, assume that the products emanate from the same 
producer. 

Applicant argues that it has a date of use of JUBILEE on imitation 
ice cream which antedates registrant’s date of first use of the mark on 


1. Reg. No. 637,521, issued Nov. 20, 1956. 
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eggs, and cites a California State registration in support of its argument. 
Since the State registration, dated August 21, 1953, is evidence only of the 
fact that the registration issued, the record here in no wise rebuts the prima 
facie evidence of ownership of the mark, validity of the registration, and 
registrant’s exclusive right to use its mark on the recited goods, established 
by the Principal Registration cited by the examiner. 

The Examiner of Trademarks properly refused registration, and his 


decision is affirmed. 





EX PARTE CLUETT, PEABODY & CO., INC. 


Commissioner of Patents — August 30, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
The marks RESORT for slacks and RESORTER for neckties look and sound alike 
but do not create the same commercial impression and since slacks and neckties are 
not associated in purchase and applicant uses its mark as a type or grade mark, 
no likelihood of confusion existed. 


Application for trademark registration by Cluett, Peabody & Co., Inc., 
Serial No. 5,407 filed March 29, 1956. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 


Dudley B. Smith, of New York, N. Y., for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register rEsorT for slacks, use since 
January 16, 1956 being asserted. ; 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles RESORTER, previously registered for 
neckties,' as to be likely to cause confusion of purchasers. 

Applicant has appealed. 

While the marks look somewhat alike and sound somewhat alike, they 
do not create the same commercial impression when applied to the respec- 
tive products. Applicant’s mark, when applied to slacks, suggests informal- 
ity or casualness; whereas registrant’s mark, when applied to neckties, 
suggests a tie recommended for wear at resorts or places of recreation. 

Slacks and neckties are not associated in purchase as are many other 
items of apparel, such as shirts and ties; and since applicant uses its mark as 
a type, grade or style mark, it is concluded on the record here that there is 
no likelihood of confusion of purchasers. 

The decision of the Examiner of Trademarks is reversed; and appli- 
eant’s mark should be published in accordance with Section 12(a). 








1. Reg. No. 367,141, issued May 9, 1939. 
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EX PARTE CROCKETT SEAFOOD, INCORPORATED 
Commissioner of Patents — August 30, 1957 


REGISTRABILITY—IN GENERAL 
REGISTRABILITY—PERSONAL NAMES 
Application for mark DAVY CROCKETT for canned oysters accepted; the objec- 
tion which precluded registration of the many applications for the said mark in 
connection with a variety of articles for children, following release of a popular 
motion picture so titled, did not exist with respect to the mark for which appli- 
cation was made. 


Application for trademark registration by Crockett Seafood, Incorpo- 
rated, Serial No. 1,041 filed February 13, 1956. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 


Mason, Fenwick & Lawrence, of Washington, D. C., for applicant. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register DAvy crocKETT for canned 
oysters, use since September 16, 1955 being asserted. 

Registration has been refused on the ground that “within the last 
year* there have been filed in the Patent Office dozens of applications for 
registration of the name DAVY CROCKETT for various goods in various classes. 
In view of such widespread use of DAVY CROCKETT by so many applicants, 
it is believed the public would not look upon the name as serving to indi- 
cate the commercial origin of the goods.” 

Applicant has appealed. 

Within a few months after release of Walt Disney’s motion picture 
production of DAVY CROCKETT, hundreds of applications were filed by as 
many applicants to register DAVY CROCKETT for children’s items, including 
clothes, knives, games, toys, towels, tents, blankets, cereals, and other prod- 
ucts designed to appeal to children; and hundreds of others who did not 
bother to file an application to register used the name and portrait in one 
way or another in connection with their children’s merchandise. In many 
cases, DAVY CROCKETT and the portrait of DAVY CROCKETT were used: as 
decorations or ornamentations and not as trademarks. In addition, the 
claimed first use dates of all were within a relatively few days of each other; 
and the filing dates were, generally speaking, within a relatively few weeks. 
In other words, hundreds of American businessmen sought to capitalize on 
the popularity and public consciousness of DAVY CROCKETT resulting from 
the motion picture, by using the name and portrait of DAVY CROCKETT to 
attract the attention of children and create a demand for their products. 
The conditions extant at that time were such as to require refusal of regis- 
tration for children’s items. 

In the present case, however, the goods—canned oysters—are not con- 
sidered to be “children’s items,” nor are they ordinarily marketed as chil- 


* The year was early spring of 1955 to early spring of 1956. 
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dren’s food. The record here does not suggest that the conditions which 
prevailed in connection with the widespread use of DAVY CROCKETT on chil- 
dren’s items prevail here. 

Applicant is selling canned oysters which it labels DAVY CROCKETT 
BRAND. The mark is used as a trademark; and since the examiner’s search 
failed to disclose that applicant’s mark was likely to result in confusion with 
any previously registered mark, it is concluded that the mark should be 
published in accordance with Section 12(a). 

The decision of the Examiner of Trademarks is reversed. 


EX PARTE EVEN-PUL FOUNDATIONS, INC. 


Commissioner of Patents — August 30, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

REGISTRABILITY—DESCRIPTIVE TERMS 

REGISTRATION PROCEDURE—EXAMINATION 

No likelihood of confusion found to exist between SPIRAL-x* for girdles, corsets 

and corselets having a spiral construction, and SPIRELLA previously registered for 
corsets and brassieres or SPIRELETTE previously registered for corsets and girdles. 
Upon appeal from the Examiner’s decision rejecting said application ex parte upon 
the basis of such registration, applicant was requested to furnish evidence which 
would establish that it had extensively advertised and sold the products bearing 
the mark and that it had always used the mark with one or both of its other marks. 


Application for trademark registration by Even-Pul Foundations, Inc., 
Serial No. 699,483 filed December 6, 1955. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Reversed. 


Jerry B. Cesak, of Washington, D. C., for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register sprrRAL-x* for girdles, corsets 
and corselets, use since June 15, 1955 being asserted. 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles the marks SPIRELLA, previously reg- 
istered for corsets and brassieres, as well as other items of apparel,’ and 
SPIRELETTE, previously registered for corsets and girdles, as well as other 
items of apparel,” as to be likely to cause confusion, mistake or deception 
of purchasers. 

Applicant has appealed. 

At the argument on appeal, applicant was requested to furnish infor- 
mation concerning sales and advertising under the mark and to submit 
samples typical of applicant’s advertising in order that any determination 
as to likelihood of confusion, mistake or deception of purchasers might be 





1. Reg. No. 95,791, issued Mar. 10, 1914, renewed twice; and Reg. No. 95,793, 
issued Mar. 10, 1914, renewed twice. 
2. Reg. No. 592,774, issued July 20, 1954. 
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based upon trade facts rather than mere comparison of applicant’s mark 
with the marks of registrant. 

It appears that since June of 1955 applicant has sold more than one 
hundred eighty thousand individual garments under the mark at an aver- 
age price of more than six dollars; it has spent some sixty thousand dollars 
advertising its foundation garments under the mark in such nationally 
circulated periodicals as “Life,” “Corset & Underwear Review,” and 
“Woman’s Day,” in cooperative newspaper advertising, and in point of 
sale displays; and its retailers have spent some sixty thousand dollars in 
advertising the items under the mark in their local newspapers. All of the 
advertising features the construction of the foundation garment—with the 
“spiral boned unit,” or “with bones that can’t poke,” or “a girdle with 
miracle spirals that can’t poke!,” or “slim, trim—never poke or pinch.” 

Since applicant uses SPIRAL-x* only in connection with a foundation 
garment with a special boned feature, and since the mark is always used 
in conjunction with one or both of its marks GLAMORISE* and EVEN-PUL, it is 
concluded that there is not likely to be any confusion or mistake of pur- 
chasers. Applicant’s mark should therefore be published in accordance 
with Section 12(a) of the statute. 

On the basis of the facts before the Examiner of Trademarks, he cor- 
rectly refused registration; but on the basis of the facts here—which facts 
should have been presented to the Examiner of Trademarks and an appeal 
thereby avoided—the conclusion reached by the Examiner is reversed. 


EX PARTE HAYDEN'S, INC. 


Commissioner of Patents — August 30, 1957 


REGISTRABILITY—IN GENERAL 
REGISTRABILITY—DESCRIPTIVE TERMS 
Application for IT’s A GIRL! used on whiskey accepted for publication; appli- 
cant used the designation as a trademark and it did not appear that anyone else 
used the same phrase on the goods. 


Application for trademark registration by Hayden’s, Inc., Serial No. 
696,801 filed October 20, 1955. Applicant appeals from decision of Exam- 
iner of Trademarks refusing registration. Reversed. 


Dos T. Hatfield, of Washington, D. C., for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register 1T’s a atrRL! for whiskey, use 
since October 13, 1955 being asserted. 

Registration has been refused on the ground that the subject matter 
of the application does not appear to be capable of distinguishing appli- 
cant’s goods from those of others, since it is an expression commonly used 
to commemorate a specific event or occasion. 

Applicant has appealed. 
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The basis of the examiner’s refusal seems to be an abstract kind of 
reasoning from which he concluded, (a) upon the birth of his child, the 
father often gives cigars, candy, or whiskey to his friends; (b) at such 
times, he often says, either in person or by note, IT’s A GIRL! or IT’s A BoY! 
as the case may be; (c) the phrase IT’s A GIRL! is commonly used in connec- 
tion with the giving of whiskey in commemoration of the birth of a 
daughter; and (d) therefore, the phrase cannot be a trademark identifying 
and distinguishing applicant’s goods. 

There is no question but that applicant displays the phrase IT’s A GIRL! 
on its labels as a trademark. There is nothing in the record which suggests 
that anyone else has ever used the phrase on whiskey. The phrase is the 
only language on the labels which could be considered as a trademark; and 
if the whiskey gives satisfaction to the consumer, the only means of identify- 
ing it and distinguishing it from other whiskey in repeat purchases is by 
the phrase. 

The record shows that applicant owns a retail liquor store in the Dis- 
trict of Columbia; it has bottled for it whiskey which it sells under four 
trademarks, namely MR. BOSTON SPOT, ROCKING CHAIR, IT’s A GIRL! and IT’s A 
Boy!; the greater percentage of its sales of whiskey, including that marked 
IT’S A GIRL!, are to repeat customers; and although its sales efforts have been 
no greater in connection with its IT’s A GIRL! and IT’s A Boy! whiskeys, sales 
under these marks are about equal to sales under its other marks. 

So far as the record shows, the phrase IT’s Aa GIRL! was adopted and is 
used by applicant to identify its whiskey and distinguish it from the 
whiskey of others; the phrase in fact functions to identify and distinguish ; 
and no statutory ground appears for refusing registration. 

The decision of the Examiner of Trademarks is reversed ; and the mark 
should be published in accordance with Section 12(a). 


EX PARTE PROCESS EQUIPMENT CO., INC. 


Commissioner of Patents — August 30, 1957 


REGISTRABILITY—CORPORATE AND TRADE NAMES 
Application for mark consisting of words PROCESS EQUIPMENT CO., INC. and 
design, rejected as being only a trade name of applicant. 


Application for trademark registration by Process Equipment Co., Inc., 
Serial No. 695,241 filed September 23, 1955. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


John H. McKenna, of Boston, Massachusetts, for applicant. 


Leeps, Assistant Commissioner. 
An application has been filed to register as a trademark for fabricated 
pressure-resistant vessels and parts and conduits therefor, the following: 
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Use since June 10, 1953 is asserted. 

Registration has been refused on the ground that the subject matter 
of the application is essentially a trade name and the record fails to show 
that it is used as a trademark. 

Applicant has appealed. 

The specimens submitted with the application are the only evidence 
showing the subject matter as used. They are gummed labels for addressing 
shipments of fourth class mail. At the top of the label appears the subject 
matter of the application, to the left of which appears “177 State Street,” 
and to the right of which appears “Boston 9, Mass.” The record shows only 
that the matter presented for registration is a trade name used only as a 
return address for fourth class mail. 

The Examiner of Trademarks correctly refused registration on the 
present record, and his decision is affirmed. 





WESTERN AUTO SUPPLY COMPANY v. CATTANI 
No. 33,469 — Commissioner of Patents — August 30, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion found to exist between application for WIZARD used 
in connection with ash trays and registrations of same mark for household appli- 
ances, sporting goods, hardware and a variety of automotive supplies and accessories. 


Opposition proceeding by Western Auto Supply Company v. Gustave 
C. Cattani, application Serial No. 651,499 filed August 7, 1953. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


C. Earl Hovey, of Kansas City, Missouri, for opposer-appellant. 
Theodore H. Lassagne, of Glendale, California, for applicant-appellee. 


FEpeErico, Examiner in Chief. 

This is an appeal by the opposer from the decision of the Examiner 
of Interferences dismissing the opposition. 

The mark sought to be registered consists of the word wizarpD used on 
ash trays. The specimens filed with the application are small circular 
stickers bearing the words WIZARD / ASHTRAY / BY / G. CATTANI / SAN 
FRANCISCO. Applicant took no testimony and is restricted to his filing date, 
August 7, 1953. 

The opposer relies upon its previously adopted and registered trade- 
mark WIZARD used on a variety of automotive supplies and accessories, 
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household appliances, sporting goods and hardware. As grounds of oppo- 
sition it is alleged that the mark sought to be registered is identical with 
opposer’s mark and that its use by applicant on his goods would be likely 
to cause confusion in trade and deceive purchasers. 

In addition to the pleaded registrations opposer has also filed a stipu- 
lated statement of facts on its behalf with exhibits of copies of advertise- 
ments. The stipulated record indicates or recites that opposer is a wholesaler 
and retailer of automotive equipment and accessories, household goods and 
equipment, sporting goods, and hardware; that these goods are sold through 
its own stores operated under the name WESTERN AUTO SUPPLY CO. or a varia- 
tion thereof, and also through independently owned dealer stores operating 
under the name “Western Auto Associate Store,” a large number of which 
are located throughout the United States and in Alaska, Hawaii, Canada 
and Mexico; that nearly three-eighths of its net sales in 1954 were automo- 
tive supplies and accessories, about one-fourth household goods and appli- 
ances, about one-fourth sporting goods, and about one-eighth hardware 
items ; that a major portion of its sales are of goods sold under its own trade- 
marks; that since 1920 it has made continuous use of the trademark 
WIZARD in connection with a large number of listed goods; that the opposer’s 
total net dollar sales of all its goods both at retail and at wholesale have 
increased from approximately $59,000,000 in 1945 to over $160,000,000 in 
1954; and that the opposer has spent substantial sums in advertising its 
goods under its various trademarks by such media as magazines, newspapers 
and other publications, radio and television, catalogs and circulars, it being- 
estimated that a sum in excess of $16,000,000 has been expended for adver- 
tising purposes for the period from 1950 to 1954, inclusive. There is also 
a general statement that the trademark wizarp is applied by the opposer to 
a greater number and variety of its goods than any of its other marks; 
but no statistics have been given to indicate either the proportion of the 
opposer’s total sales made under the wizarp mark or the proportion of its 
total advertising costs expended for the various products sold under this 
mark, nor is there any indication of the proportion of sales of any particular 
class of items under the WIZARD mark. 

Since the marks are the same and the stipulated evidence indicates 
that the opposer is the prior user on its goods, the only issue is that of 
likelihood of confusion. 

The examiner pointed out that it is, in effect, the contention of the 
opposer that by prior long and extensive use and promotion, its WIZARD 
trademark has become associated in the public mind as an indication of 
origin for a large variety of household goods and other goods generally 
similar to the applicant’s ash trays. And since opposer is also selling 
ash trays as a part of one of its several lines of goods in the same stores 
and to the same customers as those purchasing its wizaRp products, the 
opposer argues that the use by the applicant of the wizarp trademark on 
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its ash trays would be likely to result in confusion or mistake or deception 
of purchasers. 

In dismissing the opposition the examiner stated that “while it is to be 
presumed that wizarp has come to be recognized by the public as an indica- 
tion of origin in the opposer for those goods on which it has actually used 
the mark, the opposer’s stipulated evidence concerning length of use, total 
sales, and volume of advertising nevertheless does not and could not well 
purport to establish that the public would suppose that any product bearing 
the wiIZARD mark, no matter how unrelated thereto, is sponsored or in some 
way connected with the opposer,” and that “the case accordingly turns on 
whether the specific goods on which the parties respectively are using the 
mark wIzARD are of such nature that the purchasing public is likely to 
believe that they emanate from the same source.” 

“The opposer relies in part upon its prior use of WIZARD in connection 
with automobile cigar lighters; but the record does not show that the mark 
is presently being used for such goods or that it has been so used since 1947. 
And while the opposer is selling ash trays and other smokers’ articles as 
pocket lighters, lighter fluids, ete., it is clear from the stipulated exhibits 
that they are sold either unmarked or with the manufacturers’ trademarks; 
and in no case do they bear the trademark on which the opposer herein 
relies. Considering therefore the various household appliances and equip- 
ment such as ironers, heaters, stoves, dinette sets, etc., the automotive 
supplies and accessories, the sporting goods, and the hardware products 
sold by the opposer under the wizarp mark, it is apparent that these goods 
possess nothing in common with the applicant’s ash trays as to physical 
characteristics or functions and are used for totally unrelated purposes. 
Upon the record submitted in this case, it accordingly is the opinion of the 
examiner that the differences between the respective goods on which the 
mark in question is used are such that they may be sold under this mark 
without reasonable likelihood of confusion, mistake or deception of pur- 
chasers.” 

Opposer’s arguments have been considered but I am not convinced 
that the examiner was in error in his conclusion, with which I am in 
agreement. 

Considering each of opposer’s registrations (No. 309,617, Jan. 23, 1934, 
for touch-up paint enamel ; 341,752, Dec. 22, 1936, for spark plugs; 419,533, 
Feb. 19, 1946, for refrigerators; 425,528, Nov. 26, 1946, for washers and 
ironers ; 518,329, Dec. 6, 1949, for a list of about a dozen electrical devices 
such as storage batteries, vacuum cleaners, stoves, etc.; 522,242, Mar. 14, 
1950, for outboard motors; 537,240, Feb. 6, 1951, for stoves, heaters and 
fans; 566,643, Nov. 11, 1952, for internal combustion engines; 574,648, 
May 19, 1953, for croquet sets; 584,692, Jan. 12, 1954, for automobile seat 
and arm rest covers and autmobile baby seats; 595,828, Sept. 28, 1954, for 
automobile floor mats; 595,889, Sept. 28, 1954, for tire pumps; 596,370, 
Oct. 5, 1954, for a large number of tools [saws, hammers, etc.] and garden 
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implements [lawn mowers, hedge shears, spades, hoes, manure forks, etc.] ; 
and 597,891, Nov. 8, 1954, for automobile jacks), the absence of any likeli- 
hood of confusion between applicant’s use of the mark on ash trays and 
opposer’s use on each of the goods recited is too obvious to need discussion. 
The list of goods on which the mark is used recited in the stipulation in- 
cludes those recited in the above mentioned registrations and a large 
number of others of the same character. The additional items do not change 
the conclusion, considering the nature of the particular goods. The facts, 
both specific and general, recited in the stipulation are not deemed sufficient 
to show that the nature and extent of opposer’s business involving the use 
of the mark with the particular goods on which it is used are such as to 
lead to a reasonable conclusion that there would be likelihood of confusion 
or mistakes or deception of purchasers. 
The decision of the Examiner of Interferences is affirmed. 


EX PARTE KUNER-EMPSON COMPANY 


Commissioner of Patents — September 3, 1957 


REGISTRABILITY—PACKAGES AND CONFIGURATIONS 
Registration refused for design consisting of bottom border of label decoration. 
The subject matter of the application was not so used as to create any commercial 
impression, it was only a part of the decorative scheme for the applicant’s labels. 


Application for trademark registration by Kuner-Empson Company, 
Serial No. 664,232 filed April 9, 1954. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 

W. A. McGrew, of Denver, Colorado, and A. Yates Dowell, of Washington, 

D.C., for applicant. 


LEeEps, Assistant Commissioner. 
An application has been filed to register as a trademark for canned 
vegetables, canned fruits and pickles, the following: 


Use since January 25, 1937 is asserted. 

Registration has been refused on the ground that the subject matter 
of the application is merely decorative matter which consists of the bottom 
border of the decoration, and the record fails to show that such subject 
matter distinguishes applicant’s goods. 
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Applicant has appealed. 

In its brief applicant states that it seeks registration of a panel device 
in the form of a rectangular shaped design which has as its base a wide- 
spread “V” shaped figure, and the bottom border of the design includes 
a widespread “V” prominently displayed in a different color. 

The specimens consist of five different labels for canned vegetables and 
a body label and a neck label for ketchup. One of the labels shows a red 
background in the rectangle with the mark “Colorado” in white letters 
thereon, and the border of the “widespread ‘V’” is black. Within the 
““V”’ is shown a portion of an ivory dish containing green peas. 

Another of the labels shows a picture of mountains in shades of pastel 
blues in the rectangle, and the border of the “widespread ‘V’” is red. 
Within the “V” is shown a portion of a red dish containing green beans; 
and the trademark beneath the “V” is TREASURE STATE. 

Another of the labels shows a red background in the rectangle with 
the mark MILE HIGH in white letters thereon, and that part of the border 
which shows is blue, but the “widespread ‘V’” has largely disappeared by 
reason of the superimposition of a red dish of green beans over the greater 
portion of the “V.” 

Another of the labels shows a black background in the rectangle with 
the mark SILVER DOLLAR in white letters thereon, and that part of the border 
which shows is green ; but the point of the “widespread ‘V’” has disappeared 
by reason of the superimposition of a blue dish of yellow beans thereon. 

Another label shows a royal blue background in the rectangle with the 
trademark EMPSON’s in white script thereon, and that part of the border 
which shows is light blue; but the “widespread ‘V’” is largely obliterated 
by the superimposition of a lavender dish of green peas over the greater 
portion of the “V.” 

The body label for ketchup shows a royal blue background in the 
rectangle with the trademark EMPSON’s in white script thereon, and that 
part of the border which shows is light blue; but the point of the “wide- 
spread ‘V’” is obliterated by reason of the superimposition of a large red 
tomato with green leaves. 

The neck label for the ketchup shows a royal blue background in the 
rectangle with a large script “E” in light blue thereon, and the border 
of the “widespread ‘V’ ” is light blue. 

It is sufficiently clear from the foregoing descriptions of labels that 
the subject matter of this application is not so used as to create any com- 
mercial impression whatsoever. The different color combinations, the dif- 
ferent trademarks and the different matter superimposed upon and above 
the “widespread ‘V’” are such as to cause it to have no significance as an 
identifying indication. 

The subject matter of the application is a part of a decorative scheme 
for applicant’s can labels, changed colorwise and otherwise to suit appli- 
cant’s taste, and it performs no function whatsoever in identifying or dis- 
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tinguishing applicant’s products. Applicant made a feeble attempt to 
show distinctiveness, but where the record fails to show that what is pre- 
sented is even a trademark, any attempt to show distinctiveness must 
necessarily be futile. 

The Examiner of Trademarks properly refused registration, and his 
decision is affirmed. 


PHOTOGRAPHIC IMPORTING & DISTRIBUTING CORP. v. 
SEIKO DENKI KOGYO KABUSHIKI-KAISHA, doing business 
as SEIKO ELECTRIC INSTRUMENTS INDUSTRY CO. LTD. 


No. 5,358 — Commissioner of Patents — September 3, 1957 


REGISTRATION PROCEDURE—INTERFERENCE 
Allegations of use contained in an application cannot be used as evidence of 
such use in inter partes proceedings under Rule 2.126. 
REGISTRATION PROCEDURE—INTERFERENCE 
EFFECT OF REGISTRATION—REGISTRATION OF FOREIGN NATIONALS 
In an interference proceeding, the failure of one applicant to offer any evi- 
dence to establish its alleged date of first use was held to entitle the other party 
to registration of the same mark based upon a Japanese registration. 


Interference proceeding between Photographic Importing & Distribut- 
ing Corp., application Serial No. 690,404 filed June 28, 1955 and Seiko Denki 
Kogyo Kabushiki-Kaisha, doing business as Seiko Electric Instruments In- 
dustry Co. Ltd., application Serial No. 684,241 filed March 25, 1955. Photo- 
graphic Importing & Distributing Corp. appeals from decision of Examiner 
of Interferences for Seiko Denki Kogyo Kabushiki-Kaisha. Affirmed. 


Kean & Bowcock and Philip G. Hilbert, of New York, N.Y., for Photo- 
graphic Importing & Distributing Corp. 

Maxwell E. Sparrow, of New York, N.Y., for Seiko Denki Kogyo Kabushiki- 
Kaisha. 


LeEeEps, Assistant Commissioner. 

An application was filed on March 25, 1955 by Seiko Denki Kogyo 
Kabushiki-Kaisha (hereafter called Seiko) to register sEKONIc for exposure 
meters, temperature meters, dark room clocks, enlargers, printers, develop- 
ing plates and tanks, dryers, movie cameras, projectors, triangles, filters 
and flash guns.‘ The application is based on Japanese Reg. No. 415,704 
dated September 11, 1952. 

An application was filed on June 28, 1955 by Photographie Importing 
and Distributing Corp. (hereafter called Importing) to register SEKONIC 
for a photoelectric exposure meter and the leather cases for such meters,’ 
use since September 20, 1954 being asserted. 


1. Application Serial No. 684,241. 
2. Application Serial No. 690,404. 
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An interference was instituted. Importing took no testimony and of- 
fered no evidence during its trial period, and Seiko moved for judgment. 
The Examiner of Interferences granted the motion, and Importing has 
appealed. 

It seems to be the contention of Importing that since it has alleged use 
of the mark in the United States and Seiko relies on its Japanese registra- 
tion, the burden is on the party in position of defendant to prove use of its 
mark in the United States from a date prior to that alleged by the party 
in position of plaintiff. I know of nothing to support such contention. 
Indeed, Trademark Rule 2.126, under the heading “Procedure in Inter 
Partes Proceedings,” specifically provides: 


“The allegation of dates of use in the application for registration 
of the applicant or registrant cannot be used as evidence in behalf of 
the party making the same, nor are exhibits attached to pleadings, or 
specimens in application and registration files, considered as evidence 
of use on behalf of the party who filed them, unless identified and 
introduced in evidence as other exhibits.” 


If there ever was any doubt about whether or not mere allegations in 
an application are evidence in an inter partes proceeding, it has been elim- 
inated by promulgation of the Rule. 

Seiko, being the owner of a Japanese registration and having filed its 
application in the United States prior to Importing,® is entitled to the 
registration sought, and registration to Importing is refused. 

The decision of the Examiner of Interferences is affirmed. 





ROUX DISTRIBUTING CO., INC. v. DUART 
MANUFACTURING CO. LTD. 


No. 33,911 — Commissioner of Patents — September 4, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 

Application for KOLOR-TREET for coloring shampoo, opposed by maker of 
cosmetics including hair tinting and coloring preparations upon the ground that 
it had long used in a descriptive fashion such words as “treatments” and “color 
treatment” and that issuance of the registration would interfere with its continued 
use thereof. Such apprehension was held to be groundless since a registration 
cannot interfere with the right to use ordinary words in their primary sense and 
in view of the secondary meaning established by applicant, the application was 
approved. 


Opposition proceeding by Roux Distributing Co., Inc. v. Duart Manu- 
facturing Co. Ltd., application Serial No. 656,064 filed November 9, 1953. 


3. It is observed that the admissions by Importing in its answers to interroga- 
tories show clearly that it is one of two or more importers of exposure meters manu- 
factured in Japan and marked SEKONIC. Importing, therefore, has no exclusive rights 
in the mark and does not own it, irrespective of the interference. 
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Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Munn, Liddy, Nathanson & March, of New York, N.Y., for opposer-appel- 
lant. 
Flehr & Swain, of San Francisco, California, for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed to register KOLOR-TREET for coloring 
shampoo, use since December 10, 1945 being asserted. 

Registration has been opposed by a manufacturer of cosmetics, includ- 
ing hair tinting and coloring preparations, and in connection with such 
hair preparations it is alleged that opposer has used descriptively in its 
advertising “treatment”, “color treatment’, “color-treated”’, “color shampoo 
treatment”, hair coloring treatment”, and like phrases; and it is further 
alleged that registration to applicant may interfere with opposer’s freedom 
to continue to use such descriptive words and phrases, with resultant 
damage to it. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that opposer and others in the hair coloring trade 
have used the words and phrases set forth in the opposition pleading, and 
referred to in the preceding paragraph hereof, in advertising and otherwise 
promoting the sale of their hair tinting and coloring preparations. The 
words “color”, “treatment”, and “treated” are, so far as the record shows, 
and it is not contended otherwise, always used in their “primary”, or ordi- 
nary and usual sense. 

Applicant’s record shows that it commenced using KOLOR-TREET to 
identify and distinguish its hair coloring shampoo in 1945, and it has 
continuously, since that time, sold the product under the mark to hair- 
dressing salons both for professional use and for retail sale. It owns regis- 
trations showing KOLOR-TREET;’ DUART KOLOR TREET, and design;? and 
5-STAR KOLOR TREET; within a representation of a star,’ for its product. 

In the last mentioned registration, KOLOR TREET is disclaimed, and 
it is observed that the application which matured into that registration was 
filed only about six months before the present application was filed, and the 
two applications were copending for more than seven months. Notwith- 
standing its disclaimer in one application, it asserted in the present ap- 
plication that the mark had become distinctive of its goods by reason of 
substantially exclusive and continuous use for “a period of five years next 
preceding the filing of this application.” The Examiner of Trademarks 
accepted this assertion as being a fact. It is questionable whether the 
record before the Examiner of Trademarks was sufficient to justify regis- 


1. Reg. No. 428,237, issued under the Act of 1920 on Mar. 11, 1947. 

2. Reg. No. 528,160, issued on the Supplemental Register on July 25, 1950. 

3. Reg. No. 592,038, issued on the Principal Register with a disclaimer, on June 
29, 1954. 
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tration on the Principal Register; particularly when the subject matter 
was disclaimed in a copending application; but the record here, with 
applicant’s testimony and exhibits, is sufficient to support a finding of 
secondary meaning. 

The proved descriptive use of “color treatment”, “color treated”, and 
like phrases by opposer and others is insufficient to overcome applicant’s 
showing of trademark significance in its mark KOLOR-TREET. See: Bavarian 
Brewing Co., Inc. v. G. Heileman Brewing Co., 107 USPQ 245 (46 TMR 
359) (Com’r, 1955). 

Registration of KOLOR-TREET to applicant cannot interfere with op- 
poser’s freedom to continue to use “color”, “treatment”, and “treated” in 
their primary, or usual and ordinary sense. See: Rand McNally & Co. v. 
Christmas Club, 105 USPQ 499 (45 TMR 1121) (Com’r, 1955, Aff’d, 113 
USPQ 287 (47 TMR 786), CCPA, 1957); Bavarian Brewing Co., Inc. v. 
G. Heileman Brewing Co., cited above; and Her Majesty Underwear Co. v. 
Paramount Children Dress Co., Inc., 102 USPQ 437 (45 TMR 313) (Com’r, 
1954). See also: Section 33(b) (4) of the statute. 

The record fails to show that opposer is likely to be damaged by regis- 
tration of the mark. 

The decision of the Examiner of Interferences is affirmed. 





FARBWERKE HOECHST AKTIENGESELLSCHAFT vormals 
MEISTER LUCIUS & BRUNING v. B. B. FOX COMPANY 


No. 36,806 — Commissioner of Patents — September 6, 1957 


REGISTRABILITY—SECONDARY MEANING MARKS 
REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 

In opposition proceeding involving registered mark DI-N-caL for fertilizers and 
application for LINCAL for same goods, petition for refusing to reverse action to 
strike defense is denied. 

Applicant alleged that opposer’s mark is descriptive name of ingredients of 
goods and defense that mark is inherently incapable of distinguishing his products 
is not stricken on motion. Applicant has burden of going forward in pleaded 
defense; if proved, opposer’s registration would be inconsistent with applicant’s 
equal right to use common descriptive name of ingredients of goods. 


Opposition proceeding by Farbwerke Hoechst Aktiengesellschaft 
vormals Meister Lucius & Bruning v. B. B. Fox Company. Petition from 
Examiner of Interferences for reversal of action refusing to strike defense. 
Petition denied. 


Connolly & Hutz, of Wilmington, Delaware, for opposer. 
Church & Church, of Washington, D. C., for applicant. 


LeeEps, Assistant Commissioner. 

A petition has been filed for review and reversal of the action of the 
Examiner of Interferences refusing to strike an affirmative defense 
pleaded by applicant. 











110 THE TRADEMARK REPORTER Vol. 48 T. M.R. 


The parties of the proceeding are in the fertilizer business. Opposer 
has pleaded that applicant’s mark LINCAL so resembles its registered mark 
DI-N-CAL, when applied to fertilizers as to be likely to cause confusion, mis- 
take or deception of purchasers. 

Briefly, applicant has alleged in defense that (a) DI-N-cAL, as used by 
opposer, is but the abbreviation of “dinitrogen calcium” and is so recog- 
nized by purchasers, and it is therefore the common descriptive name of 
the ingredients of opposer’s fertilizer ; and (b) DI-N-cAL, as used by opposer 
is inherently incapable of distinguishing opposer’s fertilizer containing 
these ingredients. 

The Examiner of Interferences erroneously stated that applicant had 
pleaded that opposer’s mark was merely descriptive. There is a vast differ- 
ence between pleading that a mark is “merely descriptive” and that a mark 
is the common descriptive name of the ingredients of opposer’s fertilizer. 
In the former case, secondary meaning may be acquired. In the latter 
secondary meaning may not be acquired. 

Applicant must assume the burden of going forward if it is to prevail 
in the pleaded defense; and if the ultimate facts pleaded are proved by 
applicant, opposer’s registration would be inconsistent with applicant’s 
equal right to use the common descriptive name of the ingredients of a 
fertilizer containing dinitrogen calcium. 

The Examiner of Interferences properly refused to strike the defense. 

The petition is denied. 





THE PFAUDLER CO. v. THE PENNSYLVANIA 
SALT MANUFACTURING COMPANY 


No. 34,656 — Commissioner of Patents — September 6, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
REGISTRABILITY—DESCRIPTIVE TERMS 
Application for registration of CORROSIONEERING for a newsletter on cements 
and general construction is opposed by manufacturer of corrosion-resisting equip- 
ment used in the chemical and industrial arts using CORROSIONEERS and CORROSION- 
EERING in newsletters, advertising and the performance of engineering services. 
Opposer has used words CORROSIONEERS and CORROSIONEERING, which is an 
obvious elision of “corrosive engineering,” in connection with his business before 
applicant. While it is true that they were used descriptively, applicant used CORRO- 
SIONEERING in the same way, and the Assistant Commissioner held that damage to 
opposer would result if applicant’s registration would issue. Therefore, opposition 
is sustained. 


Opposition proceeding by The Pfaudler Co. v. The Pennsylvania Salt 
Manufacturing Company, application Serial No. 666,300 filed May 13, 1954. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Reversed. 
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Edward H. Cumpston, of Rochester, New York, for opposer-appellant. 
Robert G. Danehower and Arvid E. Lyden, of Philadelphia, Pennsylvania, 
for applicant-appellee. 


LEEps, Assistant Commissioner. 

An application has been filed to register CORROSIONEERING as a trade- 
mark for a newsletter giving information relating to cements and general 
construction,’ use since December 12, 1952 being asserted. 

Registration has been opposed by a manufacturer of corrosion- 
resisting items and equipment for use in the chemical and industrial arts, 
alleging use of CORROSIONEERS and CORROSIONEERING in newsletters, adver- 
tising and generally in connection with the sale of its products and in the 
performance of its engineering services rendered in connection with the 
sale of its products. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of a stipulation of facts with a number of exhibits. 

According to the record, opposer has for many years been engaged in 
the manufacture, sale and installation of processing, heat-treating, distil- 
ling, pasteurizing and liquid storage equipment, including corrosion- 
resisting vessels, rods, plates, pumps, valves, coils, pipes, tubes and parts, 
all for use in the chemical and industrial arts. At least as early as 1950, 
opposer adopted the word CORROSIONEERS to designate its business, and 
since as early as April 30, 1950, opposer’s outgoing mail has borne the 
metered stamp “CORROSIONEERS to the process industries”. At a trade show 
of corrosion engineers in 1950, opposer’s booth featured CORROSIONEERS 
quite prominently. 

In 1951, opposer’s house publication entitled “The Glass Lining” which 
is distributed to the trade and to past and potential customers, as well as 
to its own personnel, included an article entitled “corrosIONEERING—Key 
to Better Performance.” The first paragraph of the article reads: 


“The ever present corrosion problems of the Process Industries 
present a constant challenge in design engineering for producers of 
corrosion resisting process equipment. We believe the work to be 
done toward the ultimate goal of increased performance can best be 


> 9? 


described in one word—‘corrosioneering’. 


In 1953, opposer ran in trade periodicals, such as “Chemical Week” 
and “Petroleum Processing”, an advertisement headed “What does Pfaudler 
corrosioneering offer you?” The word “corrosioneering” appears three 
times in the copy, and in special copy beneath the featured photograph 
appears, 


“For a firsthand look at what Pfaudler is doing in CORROSIONEER- 
ING, see Pfaudler’s exhibit at the CHEMICAL SHOW, Philadelphia!” 





1. The exhibits in evidence indicate that this description of the contents of the 


newsletter is far too narrow. 
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In June of 1954, opposer commenced using the words CORROSIONEERING 
NEWS, with a sub-head “Quick facts about the services and equipment 
Pfaudler offers to help you reduce corrosion and processing cost,” as a title 
for a trade newsletter, and the newsletter so titled has been distributed 
monthly to the trade since June of 1954. The first page of an issue of such 
a newsletter was reproduced as an advertisement in the June 20, 1954 issue 
of “Chemical Engineering News” and in the July 24, 1954 issue of “Chem- 
ical Week.” (Applicant’s mark was not published in the Official Gazette 
until March 29, 1955.) 

In the latter part of 1951, applicant formed a separate Sales Division 
of its company to promote the sale of corrosion resistant linings and coat- 
ings which it had been manufacturing since 1932. The Division was named 
the CORROSION ENGINEERING DEPARTMENT. In December of 1952, applicant’s 
Corrosion Engineering Department commenced publishing a monthly 
publication which it has distributed to its salesmen and jobbers—some 
issues of which are made up of confidential information, and others of 
which contain general information which the salesmen and jobbers are 
urged to pass on to customers. According to a note to readers, the 
newsletters “are designed to give you sales building information and 
ideas; they should not be distributed as general sales literature. Our 
aim is to equip you with facts and data (by means of the Agent’s 
Manual and Corrosioneering) over and above the information given 
in general sales literature, so that you will have a better opportunity 
to sell in a situation where the customer comes to you for additional infor- 
mation. In other words, the more know-how you have on your products, 
the more valuable you will be in your customer’s minds. In any sales situa- 
tion, it’s the man with the answers who gets the nod!” 

Both parties are engaged in manufacturing and selling corrosion- 
resisting equipment. Both may be considered, for purposes of this proceed- 
ing, to be engaged in corrosion engineering. CORROSIONEERING is an obvious 
elision of “corrosion engineering.” 

Opposer utilized the words CORROSIONEERS and CORROSIONEERING in con- 
nection with its business before applicant did. It is true that opposer has 
used both words descriptively, but there is little, if any, difference between 
the way opposer has used CORROSIONEERING and the way applicant has used 
it. Opposer’s use has been an open and notorious use at trade shows, in 
publications distributed to the trade, in advertisements in trade periodicals 
and as the title of a newsletter issued to the trade; whereas, applicant’s 
use has been merely as the title of a sales bulletin issued to those who are 
engaged in selling its equipment. 

Under the circumstances of this case, it may well be, as the Examiner 
of Interferences held, that there is no likelihood of confusion, but there 
remain two more fundamental questions, namely, (a) is opposer likely to 
be damaged by registration of CORROSIONEERING to applicant? and (b) can 
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CORROSIONEERING, under the facts here, identify and distinguish applicant’s 
goods? 

Having used and publicized the words “corrosioneers” and “cor- 
rosioneering”’ as synonyms for “corrosion engineers” and “corrosion engi- 
neering’, opposer should be free to continue to use those words as it has in 
the past—to designate its business, to describe its services, to advertise its 
products and services and to name a trade newsletter dealing with corrosion 
engineering. Registration of CORROSIONEERING to applicant, with the pre- 
sumptions flowing therefrom, might seriously interfere with opposer’s 
freedom to continue to do that which it has properly done, with resultant 
damage to opposer. 

In view of opposer’s use and advertising of the words CORROSIONEERS 
and CORROSIONEERING as synonyms for “corrosion engineers” and “corrosion 
engineering”, and of applicant’s use of CORROSIONEERING with the same 
effect, the subject matter of the application cannot distinguish applicant’s 
corrosion engineering sales bulletins or “newsletters” from corrosion engi- 
neering sales bulletins or newsletters of others. 

In view of the foregoing, the opposition is sustained, and the decision 
of the Examiner of Interferences is reversed. 





EX PARTE ALEXANDER 
Commissioner of Patents—— September 10, 1957 


REGISTRABILITY—RELATED COMPANY USE 
TRADEMARK ACT OF 1946—SECTION 5 
Application has been filed for trademark registration of design with words 
PERCOLATING ACTION for steam boilers, water heaters and oil burners. Specimens 
are gummed labels showing subject matter with name and address weEscort- 
ALEXANDER, INC., MADISON, NEW JERSEY. 


Applicant, partner and stockholder of corporation and one of principal stock- 
holders granted corporation exclusive license to use all his patents and trademarks. 
This use does not inure to applicant’s benefit and rights in subject matter of 
application are owned by Wescott-Alexander. 

Section 5 of Trademark Act recognizes rights of owner but does not create 
right of ownership which did not theretofore exist. 

REGISTRABILITY—DESCRIPTIVE TERMS 


PERCOLATING ACTION with picture of percolator tube used in a boiler is merely 
descriptive of action of such a boiler. 


Application for trademark registration by Carl Z. Alexander, Serial 
No. 699,044 filed November 29, 1955. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Richards & Geier, of New York, N.Y., for applicant. 


Leeps, Assistant Commissioner. 


An application has been filed to register as a trademark for “steam and 
heat [sic] water boilers, water heaters and oil burners” the following: 
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Use since 1924 is asserted. 

Registration has been refused on the grounds that the subject matter 
of the application, being composed of descriptive words and a representa- 
tion of a component of the goods, is merely descriptive, and applicant failed 
to submit evidence to show that the subject matter is anything other than 
merely descriptive; and that the nature of the specimens is such that they 
are not persuasive evidence of acquired distinctiveness. 

Applicant has appealed. 

The specimens submitted with the application are gummed labels 
showing the subject matter of the application with the name WESCOTT- 
ALEXANDER, INC. above the “ating” of “Percolating,” and the address 
MADISON, NEW JERSEY below it. 

The examiner held that the specimens indicate ownership of the mark 
by Wescott-Alexander, Inc., rather than by applicant, and applicant re- 
plied that Wescott-Alexander, Inc., was operating under a license from him. 
The examiner raised no further question in this connection until his state- 
ment in response to applicant’s brief on appeal. At the argument on ap- 
peal, applicant was asked to explain how the nature and quality of the 
goods were controlled by applicant and how the use of the mark by Wescott- 
Alexander, Inc., inured to the benefit of applicant. In response, applicant 
filed an affidavit stating that ten years ago he organized with a partner, a 
corporation under the name of Wescott-Alexander, Inc., and applicant 
thereupon granted to the corporation “an exclusive license to use all his 
patents and trademarks, including the trademark of the present applica- 
tion ;” that applicant owns about one-fourth of the stock of the corporation 
and is one of the principal officers (apparently Secretary), and in his 
capacity as one of the principal officers, he controls the nature and quality 
of the goods sold by the corporation; and he is “of the opinion that the use 
of the said mark by Wescott-Alexander, Inc., inures to his benefit and does 
not affect the validity of the mark.” 

It appears that this applicant is also of the opinion that Section 5 of 
the statute creates some right of ownership for purposes of registration, 
whereas the fact is that Section 5 merely provides that when the owner 
controls the nature and quality of goods sold under his mark, i.e., has the 
goods made or processed for him and is responsible, legally and other- 
wise, for the nature and quality of such goods, the use of the mark shall 
inure to his benefit and shall not affect the validity of the mark. Section 5 
merely recognizes the rights of the owner of a mark under such circum- 
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stances, but it does not, and was not intended to, create any right of owner- 
ship which did not theretofore exist. 

In the present case there is no question but that such rights as may 
exist in the subject matter of the application are owned by Wescott- 
Alexander, Inc., the only user of the subject matter; and applicant, as a 
principal officer and stockholder, has acquired no rights as a result of the 
corporation’s use of a trademark. See: Coahoma Chemical Co., Inc. v. 
Smith, 113 USPQ 413 (47 TMR 1135), syllabus 8 (Com’r., 1957). 

It is clear that applicant does not own the subject matter of the ap- 
plication, and registration is therefore refused. The grounds of refusal re- 
lied upon by the examiner will, however, be reviewed, since a new ap- 
plication containing the subject matter may be filed at a later date. 

The specimens are satisfactory to show use of the mark on the goods. 
They are labels printed on gummed enamel paper for applying to the 
boilers, heaters and burners. They are not, however, decalcomanias, as 
contended by applicant. Apparently, it was the examiner’s thought that 
if a mark is used for more than thirty years, as claimed here, the applicant 
will be using a nameplate or similar method of marking, but that does 
not necessarily follow. Such labels as have been submitted by applicant 
are not infrequently applied to such items of merchandise and are covered 
over with lacquer to give them a greater permanence. 

Applicant has obtained patents on a steam boiler,’ radiators for heat- 
ing purposes,’ a boiler for home heating,? and improvements in hot air 
heating devices.* The invention disclosed in the patent first mentioned re- 
lates to “an improved steam boiler that combines the percolator principle 
in addition to the normal heating function of the boiler sections.” Time 
after time the patent refers to a “percolator tube.” 

The invention disclosed in the second mentioned patent relates to 
improvements in radiators for heating purposes, and throughout it refers 
to a “percolator tube.” 

There is no question but that the boiler disclosed in the above- 
mentioned patent® operates with a “percolating action,” and that boilers 
made by others in accordance with the patent after its expiration next year 
—on July 29, 1958—will likewise operate with a “percolating action.” 

PERCOLATING ACTION, with a picture of a percolator tube used in a boiler, 
is a composite which describes the action of certain of the boilers and per- 
haps of other products made by Wescott-Alexander, Inc. So far as this 
record shows, that is all it is. 

The decision of the Examiner of Trademarks refusing registration is 
affirmed. 





Pat. No. 2,250,900, issued July 29, 1941. 
Pat. No. 2,736,790, issued Feb. 28, 1956. 
Pat. No. 2,642,046, issued June 16, 1953. 
Pat. No. 2,717,738, issued Sept. 13, 1955. 
Pat. No. 2,250,900. 
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E-Z MILLS, INC. v. BERKS TEXTILES, INC. 
No. 33,730 — Commissioner of Patents — September 10, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MaRKS 
Application for trademark registration has been filed for SVELT-EEZ for ladies’ 
hosiery and is opposed by registrant of E-Z, FIT-EZ and E-Z-ON for undergarments, 
and E Z uP for hosiery. Impression created by applicant’s mark is very different 
of that of opposer’s. Since marks do not look or sound alike, there is no likelihood 
of confusion and opposition is dismissed. 


Opposition proceeding by E-Z Mills, Inc. v. Berks Textiles, Inc., 
application Serial No. 653,736 filed September 25, 1953. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 


Sawyer, Kennedy & Murray, of New York, N.Y., for opposer-appellant. 
William J. Ruano, of Pittsburgh, Pennsylvania, for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register SVELT-EEz for ladies’ hosiery, 
use since September 15, 1952 being asserted. Applicant owns a registra- 
tion of svELTE for hosiery.’ 

Registration has been opposed by the registrant of E-z for underwaists ;” 
E-z for underwaists, union suits and sleeping garments;* FiT-Ez for union 
suits ;* SLEEP EASY preceded by a large “E” and succeeded by a large “Z” 
for sleeping garments ;° E z up for hosiery;* and user of FIT-Ez and E-z-ON 
for the same or related apparel. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

There is no question but that opposer and its predecessors have by 
extensive use on underwear, sleepwear and hosiery and by widespread ad- 
vertising of such items under the marks, built a valuable goodwill sym- 
bolized by the trademarks E-z and E-z combined with other words. E-z is the 
distinguishing portion of opposer’s tradename, just as it was the dis- 
tinguishing portion of the tradename of one of opposer’s predecessors, 
THE E-Z WAIST COMPANY. Opposer’s marks and tradename, in so far as 
E-zZ is concerned, are pronounced “Easy.” In fact the two registrations of 
E-z alone show the word Easy forming the hyphen between the letters. 

Applicant has added the syllable rEz—a misspelling of “ease”—to its 
registered trademark svELTE to form the mark presented here for registra- 
tion. 


1. Reg. No. 504,505, issued on the Supplemental Register on November 30, 1948. 

2. Reg. No. 54,234, issued to a predecessor on June 26, 1906, renewed twice, the 
second time by opposer. 

3. Reg. No. 147,308, issued to a predecessor on Oct. 11, 1921 renewed by opposer. 

4. Reg. No. 222,107, issued to a predecessor on Dec. 21, 1926, renewed, and pub- 
lished by opposer in accordance with Sec. 12(c) on Feb. 21, 1950. 

5. Reg. No. 148,401, issued to a predecessor on Nov. 15, 1921, renewed by opposer. 

6. Reg. No. 360,834, issued to a predecessor on Sept. 27, 1938, published by 
opposer in accordance with Sec. 12(c) on Feb. 21, 1950. 
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The only question is whether or not purchasers are likely, upon see- 
ing SVELT-EEZ hosiery, to associate it with opposer or its E-Z, FIT-EZ, E Z ON 
or E-Z UP underwear, sleepwear, or hosiery, and to believe that they come 
from the same producer. 

For all practical purposes, the impressions created by the marks are: 


SVELTEASE EASY 
EASY-UP 
FIT EASY 
SLEEP EASY 
EASY ON 


Applicant’s mark does not sound like opposer’s marks; it does not 
look like them; and it does not create the same psychological reactions as 
opposer’s marks. Furthermore, because of the prefix SvELT, applicant’s 
mark SVELT-EEz on hosiery is likely to be associated in the purchasers’ mind 
with applicant’s svELTE hosiery rather than with opposer’s or any of its 
products. 

It is coneluded that there is no likelihood of confusion, mistake or de- 
ception of purchasers; and the record contains no facts from which dam- 
age might otherwise be inferred. 

The decision of the Examiner of Interferences is affirmed. 


GENERAL GROCER COMPANY v. THE LARSEN COMPANY 
No. 5311 — Commissioner of Patents — September 10, 1957 


REGISTRATION PROCEDURE—INTERFERENCE 
REGISTRABILITY—LICENSES 

Registration of FRESHLIKE for canned vegetables issued one day before filing 
of application for trademark registration of LIKE FRESH for canned vegetables and 
fruits, and interference was instituted. 

Interference party gave applicant permission to use mark under special license 
who agreed not to infringe or contest validity of title to mark. Although opponent 
contends that agreement was executed by mistake, terms are clear and if relief is 
to be sought it must be under jurisdiction of an equity court. 

Registration of opponent’s mark LIKE FRESH is estopped by record and is 
refused. 


Interference proceeding between General Grocer Company, applica- 
tion Serial No. 658,444 filed December 23, 1953 and The Larsen Company, 
Registration No. 583,802 issued December 22, 1953. General Grocer Com- 
pany appeals from decision of Examiner of Interferences granting motion 
for summary judgment. Affirmed. 


Koenig & Pope, of St. Louis, Missouri, for General Grocer Company. 
Davis, Lindsey, Hibben & Noyes, of Chicago, Illinois, for The Larsen 
Company. 
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LeeEps, Assistant Commissioner. 

On December 22, 1953, registration of FRESHLIKE for canned vegetables 
issued to The Larsen Company (hereafter called Larsen) on an applica- 
tion filed January 24, 1952. 

On December 23, 1953, General Grocer Company (hereafter called 
General) filed an application to register LIKE FRESH for canned vegetables, 
canned fruits and canned citrus fruit juices, use since May 1, 1922, being 
asserted.’ 

An interference was instituted. Larsen filed a paper entitled “Motion 
to Dissolve,” to which it attached an affidavit of its President, together with 
photocopies of certain contracts between the parties hereto. The Ex- 
aminer of Interferences treated the paper as a Motion for Summary 
Judgment. The motion was granted, and registration to General was re- 
fused. General has appealed. 

There is in the record a photocopy of an executed agreement dated 
March 9, 1937, between Larsen and General under the pertinent terms of 
which Larsen gave General permission to use LIKE-FRESH on canned 
vegetables, provided the label contained LIKE-FRESH AS A SPECIAL LICENSE; 
General admitted the validity of LIKE-FRESH as a trademark and agreed that 
it would not, directly or indirectly, infringe or contest the validity of or 
the title to such mark, and that cancelation of the agreement should not 
in any way affect these provisions or release or discharge General from the 
admission and estoppel set forth. The photocopy was placed in the record 
by Larsen as a true and correct copy of the agreement, and in his affi- 
davit in opposition to the motion, Mr. Newburger, president of General, 
did not deny that he signed the agreement as Vice-President of General, 
or that the signature appearing on the instrument was his signature. 

There is also in the record a photocopy of an executed agreement 
dated October 31, 1939, between Larsen and General under the pertinent 
terms of which Larsen gave General permission to use the trademark 
FRESHLIKE on canned vacuum-pack vegetables which General purchased 
from Larsen and which Larsen designated as subject to the trademark 
identification; General agreed that its labels would show the “regular 
Larsen Company design which is used in connection with the trademark 
FRESHLIKE With the words UNDER SPECIAL LICENSE; General admitted the 
validity of the trademark and agreed that it would not, directly or in- 
directly, infringe or contest the validity of or the title to such mark, and 
that cancelation of the agreement should not in any way affect these pro- 
visions or release or discharge General from the admission and estoppel set 
forth. Both parties admit execution of this agreement. 

The 1937 agreement estops General from claiming rights in LIKE-FRESH 
superior to Larsen’s rights; and the 1939 agreement estops General from 
claiming rights in FRESHLIKE superior to Larsen’s rights. 


Reg. No. 583,802. 
S.N. 658,444. 


1. 
2. 
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General contends that the 1937 agreement was executed by mistake and 
without authority, but the terms of the contract are clear and unequivocal, 
and if General is to be relieved from its terms, it must seek the jurisdic- 
tion of an equity court rather than the Patent Office. 

General is, on the undisputed record, estopped by contract from seeking 
registration of LIKE-FRESH. 

The Examiner of Interferences correctly refused registration to Gen- 
eral, and his decision is affirmed. 


GIRARD PAINT & VARNISH MFG. CO. v. BARCUS 
No. 33,834 — Commissioner of Patents — September 10, 1957 


REGISTRABILITY—SERVICE MARKS 
REGISTRABILITY—TITLE 

Application for service mark registration has been filed for uU-Do-IT for leasing 
of home and garden construction and maintenance tools and equipment and is 
opposed by registrant of u-po-1T for furnace cement, putty, roof surfacing materials 
and roof cements. 

Facts show that applicant renders management consultant service to three 
stores owned by third parties. Applicant does not render service of leasing tools 
and use by stores does not identify his services and does not inure to his benefit. 

Since applicant does not own U-po-IT for services and since opposer would be 
likely to be damaged by the confusion and assumption of a trade connection between 
it and another using U-DO-IT mark, applicant is not entitled to registration. 


Opposition proceeding by Girard Paint & Varnish Mfg. Co. v. Charles 
W. Barcus, application Serial No. 651,210 filed August 3, 1953. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Arthur N. Klein, of Philadelphia, Pennsylvania, for opposer-appellee. 
Cameron, Kerkham & Sutton, of Washington, D.C., for applicant-appellant. 


Leeps, Assistant Commissioner. 

An application has been filed to register U-Do-IT as a service mark for 
the leasing of home and garden construction and maintenance tools and 
equipment, use since May 4, 1953 being asserted. 

Registration has been opposed by the registrant of u-po-1r for furnace 
cement, putty, patching plaster, patching cement, caulking compound, 
asphaltic roof surfacing materials and roof cements.’ 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

The record shows that opposer commenced using U-DO-IT as a trade- 
mark for its patching cements and plasters, putty, and caulking compounds 
in 1948. Between 1948 and 1951, it extended its use of the mark to 
linoleum cements, wallpaper paste, and glue ;* to paints, primers, thinners 


1. Reg. No. 571,872, issued Mar. 17, 1953. 
2. The mark was registered for these products on Feb. 1, 1955, Reg. No. 601,490. 
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and reducers, sealers, varnishes, shellacs, and enamel undercoaters ;* and 
to hand tools,* including such things as wall and floor scrapers, hammers, 
planes, saws, wrenches, drills, trowels, caulking guns, putty and linoleum 
knives, wire cutters, pliers, and shears. Since 1948 opposer has sold about 
a million dollars’ worth of its products under the mark, and it has spent 
several thousand dollars in advertising, apparently chiefly in point of 
sale displays. Opposer’s products may be generally categorized as home 
maintenance and repair products and tools. 

Applicant’s record shows that in 1953 he opened up in Urbana, Illinois 
a tool rental service using U-Do-IT as his tradename. The “tools” included 
those for the following trades: masonry, carpentry, plumbing, painting and 
wallpaper, and electrical. In addition, sanders, drills, power tools, garden 
tractors, lawn rollers and other items for maintenance of lawn, garden and 
home were offered. The slogan adopted and used by applicant was, “We 
rent anything we sell or sell anything we rent,” and the early advertise- 
ments indicate that rental fees could be applied to purchase price. About 
a month before the application here involved was filed, applicant sold his 
Urbana store and went into the business of “management consulting.” 

Since July of 1953 applicant has entered into agreements with opera- 
tors of three stores—the one which he had sold in Urbana, one in Eau 
Claire, Wisconsin, and one in La Crosse, Wisconsin. Under the terms of 
the agreement he apparently furnishes certain consultant services in con- 
nection with the opening, promoting, arranging, stocking and the initial 
operation of the business of renting and selling tools; and the three stores 
use U-DO-IT as their tradenames. The contract or agreement is not in evi- 
dence. 4 

According to his testimony, applicant holds “franchises” from a number 
of tool manufacturers, wholesalers, jobbers, and dealers, and “those fran- 
chises are used in supplying the tools to the various U-Do-IT tool rental 
companies in Illinois and Wisconsin.” The meaning of “franchise” in 
this setting is not explained. Applicant states that he reserves the right 
to superintend the merchandising of his “franchised” stores, to establish 
the bookkeeping system, to outline the sales methods employed and to 
“direct a store location change,” and he has set up bookkeeping systems in 
each of the three stores above mentioned and has “taken an active part 
in working out the sales program.” 

For the services which applicant renders “in connection with the 
store operation and the right in connection with that operation to use the 
service mark vU-Do-IT, he receives a sum equal to 5% of the gross rentals 
and sales. 

The stores “franchised” by applicant are independently owned and 
operated, in so far as investment and profits or losses are concerned, and 
the owners and operators, and not applicant, are apparently responsible, 


3. The mark was registered for these products on April 5, 1955, Reg. No. 604,118. 
4. The mark was registered for these products on June 14, 1955, Reg. No. 607,250. 
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legally and otherwise, in the event of any liability arising from unsatis- 
factory merchandise or service. It is clearly apparent from the facts pre- 
sented that applicant is rendering a management consultant service to the 
Urbana, Eau Claire and La Crosse stores, and he is not rendering any 
service of “leasing of home and garden construction and maintenance 
tools and equipment.” U-Do-1IT, as used by the three stores as their trade- 
names, does not identify and distinguish applicant’s business or the 
management consultant service which he renders, and the use by the 
stores of the name for their tool rental business does not, under the facts 
of this case, inure to the benefit of applicant. The term identifies in each 
community a local store which rents and sells lawn, garden, and home 
maintenance tools and equipment. 

At the time he filed the application here involved, applicant was not 
using and has not since used U-DO-IT as a service mark for the leasing of 
home and garden construction and maintenance tools and equipment, and 
there has been no use by others which inures to his benefit. He, therefore, 
does not own v-bo-1T for the services named and is not entitled to the 
registration sought. 

There remains the question of whether or not opposer would be 
likely to be damaged by registration of u-po-1r for the services identified 
in the application. It seems to me to be beyond question that a seller 
of home maintenance and repair products and tools identified by the 
trademark v-po-1IT would be damaged by the confusion and assumptions 
of a trade connection between it and another who uses v-Do-IT in the 
business of leasing and selling home and garden construction and main- 
tenance tools and equipment, some of the tools being identical with, and 
others closely related to, those which opposer has previously sold under 
the trademark vU-Do-IT. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed; and registration is refused on the further ground that 
applicant does not own the subject matter of the application for the services 


identified in such application. 


THE JUVENILE SHOE CORPORATION OF AMERICA v. 
REX SHOE COMPANY, INC. 


No. 33,192 — Commissioner of Patents — September 10, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application for registration of THRILL-MATES for women’s and children’s shoes 
is opposed by registrant of FOOTHRILLS for shoes and slippers of leather or kid. 

Record devoid of facts to aid in determination of question of possible con- 
fusion, since opposer entered field before applicant with its mark, public may be 
assumed to be familiar with his products. 

THRILL being a rather unusual word in connection with shoes it can be assumed 
that buying public familiar with opposer’s mark will associate it with applicant’s 
mark THRILL-MATES and assume that both trademarked shoes are in line of same 

company. Opposition is sustained. 
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Opposition proceeding by The Juvenile Shoe Corporation of America 
v. Rex Shoe Company, Inc., application Serial No. 610,230 filed February 
17, 1951. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 


Kingsland, Rogers & Ezell, of St. Louis, Missouri, for opposer-appellee. 
Peck & Peck and Mason, Fenwick & Lawrence, of Washington, D. C., for 
applicant-appellant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register THRILL-MATES for women’s 
and children’s shoes, use since December 22, 1950 being asserted. 

Registration has been opposed by the registrant of FOOTHRILLS for 
shoes and slippers of leather or kid. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that since 1950, both parties have had substantial 
national sales of shoes under their respective marks through the same 
types of retail outlets, and both have advertised shoes under their marks 
in the same trade periodicals and in newspapers under their dealer coopera- 
tive programs. Opposer’s shoes sold under its mark are professional and 
casual shoes, and applicant’s are casual and sport shoes. The shoes of 
both parties are sold to the same average purchasers. 

There is nothing in the record to aid in determining probability of 
confusion, so it becomes necessary to attempt an evaluation of the probable 
associations and reactions in the minds of average purchasers when they 
encounter applicant’s trademarked shoes in the retail outlets under the 
usual market conditions. Since opposer entered the field with its mark 
first, and since the average purchasers of the shoes of the parties are the 
same, it must be assumed that such average purchasers are familiar with 
opposer’s mark, FOOTHRILLS. Are they likely, when they see or hear ap- 
plicant’s mark THRILL-MATES, to associate it with opposer’s FOOTHRILLS 
shoes and to assume that both trademarked shoes are in the line of a single 
company? THRILL is a rather unusual word to use in connection with 
shoes, and it is therefore likely to remain in the minds of women shoe 
buyers. It is believed probable, therefore, that a portion of the buying 
public familiar with the mark rooTHRILLs with associate THRILL-MATES with 
it. This is a type of confusion envisaged by the draftsmen of the statute. 

Although some doubt is created by a record which shows that appli- 
eant’s unit sales have been substantially greater than opposer’s during 
the period of concurrent use of the marks, it is not sufficient to resolve the 
controversy in applicant’s favor. 

In view of the conclusion reached, it is unnecessary to pass upon the 
effect of applicant’s improper use of the registration legend. 

The decision of the Examiner of Interferences is affirmed. 





1. Reg. No. 371,115, issued Sept. 19, 1939. 
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LAHER SPRING & TIRE CORPORATION v. 
THE LAS-STIK MANUFACTURING CO. 


No. 6,263 — Commissioner of Patents — September 10, 1957 


CANCELLATION PROCEDURE—APPEALS—T0O COMMISSIONER 
CANCELLATION PROCEDURE—EVIDENCE 
Registrant of Lasco for brake linings has petitioned for cancellation of LAsco 

for polishing cloths. Petitioner has sold his products under the mark LASco since 
1930, several years before respondent commenced using it on polishing cloths. 
Although record does not show channels of distribution of respondent’s product, 
it is a fact that automotive jobbers are selling both brake linings and polishing 
cloths and it seems inevitable that a substantial portion of purchasers would 
attribute products bearing identical mark to common source. Therefore, petition 
to cancel is granted. 


Cancellation proceeding by Laher Spring & Tire Corporation v. The 
Las-Stik Manufacturing Co., Registration No. 583,729 issued December 15, 
1953. Petitioner appeals from decision of Examiner of Interferences dis- 
missing petition. Reversed. 


Flehr & Swain, of San Francisco, California, for petitioner-appellant. 
Herbert J. Jacobi, of Washington, D. C., for respondent-appellee. 


LEEDs, Assistant Commissioner. 

A petition has been filed to cancel Principal Registration of Lasco for 
polishing cloths’ by the registrant of Lasco for brake linings.? 

The Examiner of Interferences dismissed the petition, and petitioner 
has appealed. 

Petitioner’s record shows that since about 1930, petitioner has sold 
brake linings under the trademark Lasco. The brake linings are sold to 
automotive jobbers located throughout the United States who, in turn, sell 
to garages, automobile dealers, fleet owners and service station operators 
items for use as well as for resale to the motoring public. Automotive 
jobbers buy and sell all kinds of automotive products and accessories, 
including polishing cloths. 

Respondent’s record consists of its answer to the petition, some irrele- 
vant and incompetent material offered under Rule 282, and an admission 
that the date of use of March 1, 1923 set forth in the registration is incor- 
rect and should be January 15, 1937. Petitioner introduced in evidence 
a waxed paper bag used by respondent as a container for its polishing cloth. 
The bag shows: 


Lasco 
Polishing 
Cloth 
wax treated 
for 
Automobiles and Furniture 


1. Reg. No. 583,729, issued Dec. 15, 1953. 
2. Reg. No. 277,265, issued to a predecessor on Nov. 11, 1930, renewed by opposer 
and published by opposer under Sec. 12(c) on Apr. 10, 1951. 
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There is no question but that petitioner used Lasco on brake linings 
for several years before respondent commenced using it on polishing cloths. 
There is also no question but that the script display of Lasco used by 
respondent closely simulates the script display used by petitioner. 

The record does not show the channels of distribution of respondent’s 
polishing cloths, but it is assumed that they either are or reasonably may be 
expected to be distributed through automotive jobbers for resale to garages, 
automobile dealers, fleet owners and service station operators for use as 
well as for resale to the motoring public. Thus, it is seen that the average 
purchasers of respondent’s product are the same or potentially the same as 
the average purchasers of petitioner’s product. 

In view of the fact that garages, automobile dealers, fleet owners, and 
service station operators purchase both brake linings and polishing cloths 
from automotive jobbers, who sell innumerable items, rather than from the 
manufacturers, it seems inevitable that a substantial portion of such pur- 
chasers would attribute the products bearing the identical mark Lasco, 
displayed in almost identical script, to a common source—anonymous though 
the source may be. The facts here support, without question, an inference 
of damage to petitioner. 

The petition to cancel is granted, and the decision of the Examiner 
of Interferences is reversed. 





W. R. MEADOWS, INC. v. SERVICISED 
PRODUCTS CORPORATION 


No. 35,802 — Commissioner of Patents — September 10, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Application for registration of KORK-PAK for compositions for thermal insula- 
tions and sound deadening is opposed by a competitor, manufacturer of same goods 
sometimes referred to as “corkpack” or “corkpacked” product. 
Opposer’s pleading does not allege that his rights are equal or superior to 
applicant’s and is insufficient to form basis of relief. Since opposer failed to state 
claim upon which relief can be granted opposition is dismissed. 


Opposition proceeding by W. R. Meadows, Inc. v. Servicised Products 
Corporation, Serial No. 693,861 filed August 29, 1955. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Olson, Mecklenburger, von Holst, Pendleton & Neuman, of Chicago, Illinois, 
for opposer-appellant. 

Schroeder, Hofgren, Brady & Wegner, of Chicago, Illinois, for applicant- 
appellee. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register KoRK-PAK for compositions 
for thermal insulation and sound deadening, use since June 17, 1946 being 
asserted. 
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Registration has been opposed by a competitor. 

The Examiner of Interferences granted applicant’s motion to dismiss 
for failure to state a claim on which relief can be granted. Opposer has 
appealed. 

The following facts are pleaded and are, for purposes of the motion 
to dismiss, admitted by applicant: 


1. Opposer has been, and is, a manufacturer of compositions for 
thermal insulation and sound deadening, wherein cork granules are packed 
into asphalt composition under heat and pressure, the product being some- 
times referred to as a “corkpack” or “corkpacked” product. 

2. Opposer circulates advertising folders including reference to the 
material which has cork packed thereinto. 


3. Opposer has been known as a supplier of “composition for thermal 
insulation and sound deadening wherein the bituminous material has been 
eork packed thereinto.” 


The balance of the pleading consists of conclusions. 

It is obvious that the pleading is insufficient to form the basis for 
granting the relief sought. There is nothing in the pleading which sug- 
gests that opposer has a right equal or superior to applicant’s right to use 
KORK-PAK; and there is no fact pleading which, if proved, would support 
an inference of damage to opposer. 

Opposer clearly has failed to state a claim upon which relief can be 
granted. 

The decision of the Examiner of Interferences is affirmed. 








